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INTRODUCTION [R-07.2022]

This chapter is designed to be a guide for patent
examiners in searching and examining applications
filed under the Patent Cooperation Treaty (PCT).
Applicantsdesiring additional information for filing
international applications should obtain a copy of
the PCT Applicant's Guide from the World
Intellectual Property Organization (WIPO) in
Geneva, Switzerland.

The Articles and Regulations under the PCT are
reproduced in Appendix T of this Manual and the
Administrative Instructions are reproduced in
Appendix Al of this Manual. The text of the PCT
Applicant’s Guide, the monthly PCT Newsletter,

theweekly PCT Gazette, downloadable PCT forms,
and additional information about the processing of
international applicationsare availablefromWIPO's

website (www.wipo.int).
PCT applications are processed by the Office of PCT

Operations within the U.S. Patent and Trademark
Office.
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1801 Basic Patent Cooperation Treaty (PCT)
Principles[R-07.2022]

[. MAJOR CONCEPTSOF THE PCT

The Patent Cooperation Treaty (PCT) enables the
U.S. applicant to file one application, “an
international application,” in a standardized format
in English in the U.S. Receiving Office (the U.S.
Patent and Trademark Office), and have that
application acknowledged as a regular national or
regional filing in as many Contracting States to the
PCT as the applicant “designates,” i.e., names, as
countries or regions in which patent protection is
desired. The filing of an international application
will automatically constitute the designation of all
contracting countries to the PCT on that filing date.
In the same manner, the PCT enables foreign
applicants to file a PCT international application,
designating the United States of America, in their
home language in their home patent office and have
the application acknowledged as a regular U.S.
national filing. The PCT aso provides for the
establishment of an international search report and
written opinion at 16 months from the priority date
and publication of theinternational application after
18 months from the priority date. Upon payment of
national fees and the furnishing of any required
translation, usually 30 months after thefiling of any
priority application for the invention, or the
international filing date if no priority isclaimed, the
application will be subjected to national procedures
for granting of patents in each of the designated
countries. For any countries remaining whose
national laws are not compatible with the 30 month
period set forth in PCT Article 22(1), thefiling of a
demand for aninternational preliminary examination
electing such countries within 19 months from the
priority date will result in an extension of the period
for entering the national stage to 30 months from
the priority date. An up-to-date list of such countries
may be found on WIPO's website (www.wipo.int/
pct/en/texts/reservations/res incomp.html). See
also subsection V. below. A brief description of the
basic flow under the PCT is provided in MPEP §
1842.

The PCT offers an aternative route to filing patent
applications directly in the patent offices of those
countries which are Contracting States of the PCT.

Rev. 07.2022, February 2023
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It does not preclude taking advantage of the priority
rights and other advantages provided under the Paris
Convention and the WTO administered Agreement
on Trade-Related Aspects of Intellectual Property
(TRIPSAgreement). The PCT providesan additional
and optional foreign filing route to patent applicants.

The filing, search and publication procedures are
provided for in Chapter | of the PCT. Additional
procedures for a preliminary examination of PCT
international applications are provided for in optional
PCT Chapter I1.

In most instances, anational U.S. applicationisfiled
first. An international application for the same
subject matter will then befiled subsequently within
the priority year provided by the Paris Convention
and the priority benefit of the U.S. national
application filing date will be claimed.

II. RECEIVING OFFICE (RO)

The international application (I1A) must be filed in
the prescribed receiving Office (RO)(PCT Article
10). The United States Patent and Trademark Office
will act as a receiving Office for United States
residents and nationals (35 U.S.C. 361(a)). Under
PCT Rule 19.1(a)(iii), the International Bureau of
the World Intellectual Property Organization will
aso act asaReceiving Officefor U.S. residents and
nationals. Thereceiving Office functionsasthefiling
and formalitiesreview organization for international
applications. I nternational applications must contain
upon filing the designation of at least one
Contracting State in which patent protection is
desired and must meet certain standards for
completenessand formality (PCT Articles 11(1) and

14(2)).

Where a priority claim is made, the date of the
earliest-filed application whose priority is claimed
is used as the date for determining the timing of
international processing, including the various
transmittal's, the payment of certain international and
national fees, and publication of the application.
Where no priority claim is made, the international
filing date will be considered to bethe“ priority date”
for timing purposes (PCT Article 2(xi)).
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The international application is subject to the
payment of certain fees within 1 month from the
date of receipt. See PCT Rules 14.1(c), 15.3, and
16.1(f). The receiving Office will grant an
international filing date to the application, collect
fees, handle informalities by direct communication
with the applicant, and monitor al corrections (35
U.S.C. 361(d)). By 13 monthsfrom the priority date,
the receiving Office should prepare and transmit a
copy of the international application, called the
search copy (SC), to the International Searching
Authority (ISA); and forward the original, called the
record copy (RC), to the International Bureau (I1B)
(PCT Rules 22.1 and 23). A second copy of the
international application, the home copy (HC),
remainsin thereceiving Office (PCT Article 12(1)).
Once the receiving Office has transmitted copies of
the application, the International Searching Authority
becomes the focus of international processing.

[11. INTERNATIONAL SEARCHINGAUTHORITY
(1SA)

The basic functions of the International Searching
Authority (ISA) areto conduct a prior art search of
inventions claimed in international applications (it
does this by searching in at least the minimum
documentation defined by the Treaty (PCT Articles
15 and 16 and PCT Rule 34)) and to issue awritten
opinion (PCT Rule 43 bis) which will normally be
considered to be the first written opinion of the
International Preliminary Examining Authority
where international preliminary examination is
demanded. See PCT Rule 66.1 bis.

For most applications filed with the United States
Receiving Office, the applicant may choose (in the
Request form) the U.S. Patent and Trademark Office,
the European Patent Office, the Korean Intellectual
Property Office, the Australian Patent Office (IP
Australia), the Federal Service for Intellectual
Property (Rospatent) (Russian Federation), the Israel
Patent Office (ILPO), the Japan Patent Office (JPO),
or the Intellectual Property Office of Singapore
(IPOS) to act as the International Searching
Authority. However, IP Australia and JPO may not
be competent to act as an International Searching
Authority for certain applications filed by nationals
or residents of the United States. See MPEP 8§
1840.01 - 1840.07. The International Searching
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Authority isalso responsiblefor checking the content
of the title and abstract (PCT Rules 37.2 and 38.2).

An international search report (ISR) and written
opinion will normally beissued by the International
Searching Authority within 3 months from the
receipt of the search copy (usually about 16 months
after the priority date) (PCT Rule 42). Copies of the
international search report and prior art cited will be
made available to the applicant by the ISA (PCT
Rules 43 and 44.1). The international search report
will contain a listing of documents found to be
relevant and will identify the clams in the
application to which they are pertinent. The written
opinion indicates whether each claim appears to
satisfy the PCT Article 33 criteria of “novelty,”
“inventive step,” and “industrial applicability.” The
written opinion may also indicate defectsin theform
or content of the international application under the
PCT articles and regulations, as well as any
observations the | SA wishes to make on the clarity
of the claims, the description, and the drawings, or
on the question of whether the claims are fully
supported by the description.

Once the international search report and written
opinion are established, the I SA transmits one copy
of each to the applicant and the International Bureau,
and international processing continues before the
International Bureau. If a Demand for Chapter Il
examination is not timely filed, the International
Bureau communicates acopy of thewritten opinion
established by the ISA (retitted Internationa
Preliminary Report on Patentability (Chapter | of
the PCT)) to each designated Office after the
expiration of 30 months from the priority date.

IV. INTERNATIONAL BUREAU (1B)

The basic functions of the International Bureau (I1B)
are to maintain the master file of all international
applications and to act as the publisher and central
coordinating body under the Treaty. The World
Intellectual Property Organization (WIPO) in
Geneva, Switzerland performs the duties of the
International Bureau.

If the applicant has not filed a certified copy of the
priority document in the receiving Office with the
international application, requested upon filing that

Rev. 07.2022, February 2023
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the receiving Office prepare and transmit to the
International Bureau acopy of theprior U.S. national
application, the priority of which is claimed, or
reguested the International Bureau to obtain a copy
of the earlier application from a digital library, the
applicant must submit such a document directly to
the International Bureau or the receiving Office not
later than 16 months after the priority date (PCT
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languages which containsinformation similar to that
on the front pages of published international
applications, as well as various indexes and
announcements (PCT_Rule 86). The International
Bureau also communicates copies of the publication
of the international application to al designated
Officesthat have requested to receive the publication
(PCT _Article 20, PCT Rule 47, and PCT Rule

Rule 17). Therequest (Form PCT/RO/101) contains
abox which can be checked requesting the receiving
Office to prepare and transmit a copy of a prior
application. This is only possible, of course, if the
receiving Officeisapart of the same national Office
wherethe priority application wasfiled. Therequest
(Form PCT/RO/101) also contains a box which can
be checked requesting the International Bureau to
obtain acopy of the earlier application from adigital
library. This is only possible if the application is
registered in adigital library, made available to the
International Bureau within the prescribed time limit,
asset forthin PCT Rule 17.1(b- bis), and the access
codeis furnished to the International Bureau.

The applicant has normally 2 months from the date
of transmittal of the international search report to
amend the claims by filing an amendment and may
file a brief statement explaining the amendment
directly with the International Bureau (PCT Article
19 and PCT Rule 46). The International Bureau will
then normally publish the international application
along with the search report and any amended claims
at the expiration of 18 monthsfrom the priority date
(PCT Article 21). For applications filed before July
1, 2014, former PCT Rule 44 ter provided that the
written opinion of the ISA would not be made
publicly available until the expiration of 30 months
from the priority date. For applications filed on or
after July 1, 2014, the written opinion of the ISA
and any informal comments submitted by the
applicant are made available to the public in their
original language as of the publication date. The
international publication includes a front page
containing bibliographical data, the abstract, and a
figure of thedrawing (PCT Rule48). The publication
also contains the search report and any amendments
to the claims submitted by the applicant. If the
application is published in a language other than
English, the search report and abstract are aso
published in English. The International Bureau
publishesa PCT Gazette in the French and English

Rev. 07.2022, February 2023

V. DESIGNATED OFFICE (DO) and ELECTED
OFFICE (EO)

The designated Office is the national Office (for
example, the USPTO) acting for the state or region
designated under Chapter 1. Similarly, the elected
Office is the national Office acting for the state or
region elected under Chapter 11.

PCT Article 22(1) was amended, effective April 1,
2002, to specify that a copy of the international
application, atrandation thereof (as prescribed), and
the national fee are due to the designated Office not
later than at the expiration of 30 months from the
priority date. Accordingly, the time period for filing
the copy of the international application, the
trandation, and the fee under PCT Article 22 isthe
same as the 30 month time period set forth in PCT
Article 39. The USPTO has adopted the 30 month
time limit set forth in PCT_Article 22(1). Most
Contracting States have changed their national laws
for consistency with PCT Article 22(1) as amended.
An up-to-datelisting of Contracting Statesthat have
adopted Article 22(1) as amended is maintained at
WIPO's website at www.wipo.int/pct/en/texts/
time_limits.html. At the time of publication of this
Chapter, only two countries have not adopted Article
22(1) asamended: L uxembourg (LU) and the United
Republic of Tanzania (TZ). It is noted that
Luxembourg isincluded in the regional designation
“EPQO” and that the United Republic of Tanzaniais
included in the regional designation “ARIPO.” For
those two remaining Contracting States that have
not adopted Article 22(1) as amended, if no
“Demand” for international preliminary examination
has been filed within 19 months of the priority date,
the applicant may be required to complete the
requirements for entering the national stage within
20 monthsfrom the priority date of the international
application in the national offices of those states.

1800-6
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When entering the national stage following Chapter
| or Chapter 11, the applicant has the right to amend
the application within the time limit set forthin PCT
Rule52.1 or PCT Rule 78.1, respectively. After this
time limit has expired (PCT Article 28 or PCT
Article 41 and PCT Rule 52 or PCT Rule 78), each
designated/elected Office will make its own
determination as to the patentability of the
application based upon its own specific national or
regional laws (PCT Article 27(5)).

If the applicant desires to obtain the benefit of
delaying the entry into the national stage until 30
months from the priority date in one or more
countries where the 30 month time limit set forth in
PCT Article 22(1) as amended does not apply, a
Demand for international preliminary examination
must be filed with an appropriate International
Preliminary Examining Authority (IPEA) within 19
months of the priority date.

Those states in which the Chapter Il procedure is
desired must be “€elected” in the Demand.

PCT Rule 54 bis.1 requires the Demand to be made
prior to the expiration of whichever of thefollowing
periods expires later:

(A) three months from the date of transmittal to
the applicant of the international search report or of
the declaration referred to in PCT Article 17(2)(a),
and of the written opinion under PCT Rule43 bis.1;
or

(B) 22 months from the priority date.

However, applicant may desire to file the Demand
by 19 months from the priority date to extend the
national stage entry deadline in Luxembourg and
the United Republic of Tanzania.

The origina Demand is forwarded to the
International Bureau by the |PEA. The International
Bureau then notifies the various el ected Offices that
the applicant has entered Chapter |1 and sends acopy
of any amendments filed under PCT Article 19 and
any statement explaining the amendments and the
basisfor theamendmentsto the |PEA. See PCT Rule
62. The International Bureau also sends the IPEA a
copy of the written opinion established by the

1800-7
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International Searching Authority (ISA) unless the
ISA isalso acting asthe IPEA. See PCT Rule 62.1(i).

VI. INTERNATIONAL PRELIMINARY
EXAMINING AUTHORITY (IPEA)

The International Preliminary Examining Authority
(IPEA) normally startsthe examination processwhen
it isin possession of:

(A) the Demand,
(B) the amount due;

(C) atrandation, if the applicant is required to
furnish atranslation under PCT Rule 55.2;

(D) either the international search report or a
notice of the declaration by the International
Searching Authority (ISA) that no international
search report will be established; and

(E) the written opinion established under PCT
Rule 43 bis.1.

The IPEA shall start the international preliminary
examination upon receipt of the above materials
unless the applicant expressly requests to postpone
thestart of theinternational preliminary examination
until the expiration of the later of three monthsfrom
the transmittal of the international search report (or
declaration that no international search report will
be established) and written opinion; or the expiration
of 22 months from the priority date, with the
exception of the situations provided for in PCT Rule

69.1(b) - (8).

Thewritten opinion of the | SA isusually considered
thefirst written opinion of the IPEA unlessthe IPEA
has notified the International Bureau that written
opinions established by specified International
Searching Authorities shall not be considered a
written opinion for this purpose. See PCT Rule
66.1 bis. Also, the IPEA may, at itsdiscretion, issue
further written opinions provided sufficient timeis
available. See PCT Rule 66.4.

The IPEA establishes the international preliminary
examination report  (entitted  “international
preliminary report on patentability”), which presents
the examiner’s final position as to whether each
claim is “novel,” involves “inventive step,” and is
“industrially applicable” by 28 months from the

Rev. 07.2022, February 2023
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priority date. A copy of theinternational preliminary
examination report is sent to the applicant and to the
International Bureau. The International Bureau then
communicatesacopy of theinternational preliminary
examination report to each elected Office.

The applicant must complete the requirements for
entering the national stage by the expiration of 30
months from the priority date to avoid any question
of withdrawal of the application as to that elected
Office; however, some elected Offices provide a
longer period to compl ete the requirements.

A listing of al national and regional offices, and the
corresponding time limits for entering the national
stage after PCT Chapter | and PCT Chapter 11, may
be found on WIPO’'s website at:
www.wipo.int/pct/en/textg/time limits.html.

1802 PCT Definitions [R-07.2015]

The PCT contains definitionsin PCT Article 2 and
in PCT Rule 2, which are found in MPEP Appendix
T. Additional definitionsarein 35 U.S.C. 351, found
in MPEP Appendix L, in 37 CFR 1.9 and 1.401,
found in MPEP Appendix R, and in PCT
Administrative Instructions Section 101, found in

MPEP Appendix Al.

1803 ReservationsUnder the PCT Taken by,
and Notifications of Incompatibility Made
by, the United States of America[R-07.2022]

The United States of Americahad originally declared
that it was not bound by Chapter 1l (PCT Article
64(1)), but withdrew that reservation on July 1, 1987.

It has also declared that, as far as the United States
of America is concerned, international publication
is not required (PCT Article 64 (3)). Accordingly,
under PCT Article 64(3)(b), if the United States is
the only PCT Contracting State designated in an
international application, theinternational application
will not be published by the International Bureau
(IB) at 18 months. Even though the United States
Patent and Trademark Office has pre-grant
publication under 35 U.S.C. 122(b), the United States
has not removed its reservation under PCT Article
64(3) because not al United States patent

Rev. 07.2022, February 2023
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applicationsare published. See 35 U.S.C. 122(b)(2).
The application will, however, be published under
35U.S.C. 122(b) if it entersthe national stagein the
United States. It will be published again if it is
allowed to issue as a United States patent. This
reservation is still in effect.

The U.S. Receiving Office continues to accept
applications only in English. See 35 U.S.C. 361(c).
PCT Rules 20.1(c), 26.3 ter(a) and 26.3 ter(c) permit
an international filing date to be accorded even
though portions of an international application are
in alanguage not acceptabl e to the Receiving Office.
PCT Rules 20.1(c), 26.3 ter(a) and 26.3 ter(c) are
not compatible with the national law applied by the
United States Patent and Trademark Office (USPTO)
as receiving Office. Thus, the USPTO has made a
notification of incompatibility with respect to these
rules pursuant to PCT Rules 20.1(d), 26.3 ter(b) and
26.3 ter(d). As a result, PCT Rules 20.1(c),
26.3 ter(a) and 26.3 ter(c) shal not apply to the
USPTO as receiving Office for as long as the
aforementioned incompatibility exists.

PCT Rules 49.5(c- bis) and 49.5(k) continue not to
be compatible with the national law applied by the
USPTO as a designated Office. See 35 U.S.C.
371(c)(2). As aresult, PCT Rules 49.5(c -bis) and
49.5(K) shall not apply to the USPTO as designated
Office for as long as the aforementioned
incompatibility exists.

For complete PCT reservations, declarations,
notifications and incompatibilities, please see the
International Bureau's notice published on theWIPO
website at: www.wipo.int/pct/en/texts/r eservations/
res incomp.html.

1804 [Reserved]

1805 WhereTo Filean International
Application [R-10.2019]

35 U.S.C. 361 Receiving Office.

(a) The Patent and Trademark Office shall act as a Receiving
Office for international applications filed by nationals or
residents of the United States. In accordance with any agreement
made between the United States and another country, the Patent
and Trademark Office may also act as a Recelving Office for
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international applicationsfiled by residents or national s of such
country who are entitled to file international applications.

*kkk*k

See MPEP 8§ 1806 asto who can file an international
application.

Only if at least one of the applicantsis aresident or
national of the United States of America may an
international application befiled inthe United States
Receiving Office. See PCT Article 9(1) and (3), PCT
Rules 19.1 and 19.2, 35 U.S.C. 361(a) and 37 CFR
1.412(a) and 1.421. The concepts of residence and
nationality are defined in PCT Rule 18.1.

International applicationsmay befiled electronically
through the Office's electronic filing system
(EFS-Web). International applications and related
papers may also be deposited with the United States
Receiving Office by addressing the papersto “Mail
Stop PCT” and delivering them to the Customer
Service Window a the USPTO's Alexandria
headquarters. The street addressis. U.S. Patent and
Trademark Office, Customer Service Window, Mail
Stop PCT, Randolph Building, 401 Dulany Street,
Alexandria, VA 22314. The mailing address for
delivery by the U.S. Postal Service is. Mail Stop
PCT, Commissioner for Patents, PO. Box 1450,
Alexandria, Virginia22313-1450. It should be noted
that the Priority Mail Express® provisions of 37
CFR 1.10 apply to thefiling of all applications and
papersfiled inthe U.S. Patent and Trademark Office,
including PCT international applicationsand related
papersand fees. It should be further noted, however,
that PCT international applications and papers
relating to international applications are specifically
excluded from the Certificate of Mailing or
Transmission procedures under 37 CFR 1.8. See
MPEP § 1834. If 37 CFR 1.8 is improperly used,
the date to be accorded the paper will be the date of
actual receipt in the Office unless the receipt date
falls on a Saturday, Sunday, or federal holiday in
which case the date of receipt will be the next
succeeding day which is not a Saturday, Sunday, or
federal holiday (37 CFR 1.6).

Irrespective of the Certification practice under
37 CFR 1.8(a), facsimile transmission (without the
benefit of the certificate under 37 CFR 1.8(a)) may
be used to submit certain papers in international
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applications. However, facsimile transmission may
not be used for the filing of an international
application, the filing of color drawings under
37 CFR 1.437, or the filing of a copy of the
international application and the basic national fee
toenter the U.S. national stageunder 35 U.S.C. 371.
See 37 CFR 1.6(d)(3) and (4), 1.8(a)(2)(i)(D), and
1.8(a)(2)(i)(F). The Demand for international
preliminary examination may be filed by facsmile
transmission. See MPEP § 1834.01.

The United States Receiving Office and PCT Help
Desk are available to offer guidance on PCT
requirements and procedures. See MPEP § 1730 for
information on contacting the staff and other
available means for obtaining information.

WARNING - athough the United States patent law
a 35 U.SC. 21(a) authorizes the Director to
prescribe by rule that any paper or fee required to
be filed in the Patent and Trademark Office will be
considered filed in the Office on the date on which
it was deposited with the United States Postal
Service, PCT Rule 20.1(a) provides for marking the
“date of actual receipt ontherequest.” Although the
Priority Mail Express® provisions under 37 CFR
1.10 have not been contested to date regarding PCT
applications, applicants should be aware of apossible
different interpretation by foreign authorities.

PCT Rule 19.4 provides for transmittal of an
international application to the International Bureau
as Recelving Office in certain instances. For
example, when the international application isfiled
with the United States Receiving Office and the
language in which the international application is
filed is not accepted by the United States Receiving
Office, or if the applicant does not have therequisite
residence or nationality, the application may be
forwarded to the International Bureau for processing
in its capacity as a Receiving Office. See 37 CFR
1.412(c)(6). The Receiving Office of the
International Bureau will consider the international
application to be received as of the date accorded
by the United States Receiving Office. Thispractice
will avoid theloss of afiling date in those instances
where the United States Receiving Office is not
competent to act, but where the international
application indicates an applicant to be anational or
resident of a PCT Contracting state or is in a
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language accepted under PCT Rule 12.1(a) by the
International Bureau as a Receiving Office. Where
questions arise regarding residence or nationality,
i.e, theU.S.isnot clearly competent, the application
will be forwarded to the International Bureau as
Receiving Office. Note, where no residence or
nationality is indicated, the U.S. is not competent,
and the application will be forwarded to the
International Bureau as Receiving Office solong as
the necessary feeis paid. Thefeeisan amount equal
to the transmittal fee.

If all of the applicants are indicated to be residents
and nationals of non-PCT Contracting States, PCT
Rule 19.4 does not apply, and the application is
denied an internationa filing date.

Any applicant who isaresident or national of aPCT
Contracting State may also file their application
directly with the International Bureau as receiving
Office. An applicant may wish to consider filing
directly with the International Bureau as receiving
Officeinstead of the United States Receiving Office
in the situation where applicant is filing their
international application after the expiration of the
12 month priority period but within two months of
the expiration of the priority period, and where
applicant desires to request restoration of the right
of priority under the in spite of due care standard.
See MPEP § 1828.01. An applicant may also request
that an application be forwarded to the International
Bureau for processing in its capacity as receiving
Office in accordance with PCT Rule 19.4(a)(iii) in
situations where the international application was
filed with the United States Receiving Office after
the expiration of the 12 month priority period but
within two months of the expiration of the priority
period, and where applicant desires to request
restoration of the right of priority under the in spite
of due care standard. However, any transfer request
received after substantial processing of the
international application by the United States
Receiving Office has occurred may be declined.

Aninternational application filed with, or forwarded
to, the International Bureau must have a foreign
filing license unless: (1) the invention was not made
in the United States;, or (2) a U.S. nationa
application on the invention was filed at least six
months prior to the filing of the international
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application, the U.S. nationa application is not
subject to asecrecy order under 37 CFR 5.2, and the
international  application does not contain
modifications, amendments, or supplements
changing the general nature of the invention in a
manner that would require any corresponding United
States application to be or have been available for
ingpection under 35 U.S.C. 181. See 37 CFR 5.11
and 5.15.

1806 Applicantsand Inventors[R-07.2015]

Any resident or national of a Contracting State may
file an international application. See PCT Article 9
and PCT Rule 18. The applicant can be an individual,
corporate entity or other concern. Where there are
two or more applicants, at |east one of them must be
anational or aresident of a Contracting State.

The question of whether an applicant is a resident
or national of a Contracting State depends on the
national law of that State and is decided by the
receiving Office. Also, possession of a real and
effective industrial or commercial establishment in
a Contracting State may be considered residence in
that State, and a legal entity constituted according
to the national law of a Contracting State is
considered anational of that State.

Where the inventor is not the applicant, indications
concerning the inventor must neverthel ess be made
in the Request where the national law of at |east one
of the designated States requires that the name of
the inventor be furnished at the time of filing a
national application (PCT Rule4.1(a)(iv)). See PCT
Applicant’s Guide, International Phase, AnnexesB1
and B2, for those States and regional patent systems
which require such indications. Furthermore,
information concerning the inventor is required by
most countriesfor the national phase. In such acase,
the check-box “inventor only” should be marked,
the inventor’s name and address indicated in Box
No. I11, and the inventor’s residence and nationality
omitted.

I. APPLICANT FOR PURPOSESOF THE UNITED
STATESIN INTERNATIONAL APPLICATIONS
HAVING AN INTERNATIONAL FILING DATE ON
ORAFTER SEPTEMBER 16, 2012

37 CFR 1.421 Applicant for international application.

1800-10



PATENT COOPERATION TREATY

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 on or after September 16, 2012]

(a) Only residents or nationals of the United States of
Americamay fileinternational applicationsin the United States
Receiving Office. If aninternational application doesnot include
an applicant who isindicated as being a resident or national of
the United States of America, and at least one applicant:

(1) Hasindicated aresidence or nationality in aPCT
Contracting State, or

(2) Hasno residence or nationality indicated, applicant
will be so notified and, if the international application includes
afee amount equivalent to that required by § 1.445(a)(4), the
international application will beforwarded for processing to the
International Bureau acting as a Receiving Office (seealso §

1.412(c)(6)).

(b) Although the United States Receiving Officewill accept
international applicationsfiled by any applicant whoisaresident
or national of the United States of America for international
processing, for the purposes of the designation of the United
States, an international application will be accepted by the Patent
and Trademark Officefor the national stage only if the applicant
istheinventor or other person asprovidedin § 1.422 or § 1.424.
Joint inventors must jointly apply for an international
application.

(c) A registered attorney or agent of the applicant may sign
the international application Request and file the international
application for the applicant. A separate power of attorney from
each applicant may be required.

(d) Any indication of different applicants for the purpose
of different Designated Offices must be shown on the Reguest
portion of the international application.

(e) Reguestsfor changesin the indications concerning the
applicant, agent, or common representative of an international
application shall be made in accordance with PCT Rule 92 bis
and may be required to be signed by all applicants.

(f) Requestsfor withdrawals of theinternational application,
designations, priority claims, the Demand, or elections shall be
made in accordance with PCT Rule 90 bis and must be signed
by all applicants. A separate power of attorney from the
applicants will be required for the purposes of any request for
awithdrawal in accordance with PCT Rule 90 bis which is not
signed by all applicants.

37 CFR 1.422 Legal representative as applicant in an
international application.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 on or after September 16, 2012]

If an inventor is deceased or under legal incapacity, the legal
representative of the inventor may be an applicant in an
international application which designates the United States of
America.

II. APPLICANT FOR PURPOSESOFTHE UNITED
STATESIN INTERNATIONAL APPLICATIONS
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HAVING AN INTERNATIONAL FILING DATE
BEFORE SEPTEMBER 16, 2012

37 CFR 1.421 (pre-Al A) Applicant for international
application.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 before September 16, 2012]

(@) Only residents or nationals of the United States of
Americamay fileinternational applicationsin the United States
Receiving Office. If aninternational application doesnotinclude
an applicant who isindicated as being aresident or national of
the United States of America, and at least one applicant:

(1) Hasindicated aresidence or nationality in a PCT
Contracting State, or

(2) Hasno residence or nationality indicated, applicant
will be so notified and, if the international application includes
afee amount equivalent to that required by § 1.445(a)(4), the
international application will beforwarded for processing to the
International Bureau acting as a Receiving Office (see also §

1.412(c)(6)).

(b) Although the United States Receiving Officewill accept
international applications filed by any resident or national of
the United States of Americafor international processing, for
the purposes of the designation of the United States, an
international application must befiled, and will be accepted by
the Patent and Trademark Office for the national stage only if
filed, by the inventor or as provided in 88 1.422 or 1.423. Joint
inventors must jointly apply for an international application.

(c) For the purposes of designations other than the United
States, international applications may be filed by the assignee
or owner.

(d) A registered attorney or agent of the applicant may sign
the international application Request and file the international
application for the applicant. A separate power of attorney from
each applicant may be required.

(e) Any indication of different applicants for the purpose
of different Designated Offices must be shown on the Request
portion of the international application.

(f) Requestsfor changesin the indications concerning the
applicant, agent, or common representative of an international
application shall be made in accordance with PCT Rule 92 bis
and may be required to be signed by all applicants.

(9) Requestsfor withdrawals of the international
application, designations, priority claims, the Demand, or
elections shall be made in accordance with PCT Rule 90 bis
and must be signed by all applicants. A separate power of
attorney from the applicants will be required for the purposes
of any request for awithdrawal in accordance with PCT Rule
90 bis whichisnot signed by all applicants. The submission of
a separate power of attorney may be excused upon the request
of another applicant where one or more inventors cannot be
found or reached after diligent effort. Such arequest must be
accompanied by a statement explaining to the satisfaction of
the Director the lack of the signature concerned.

37 CFR 1.422 (pre-Al A) When theinventor is dead.
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[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 before September 16, 2012]

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may file
an international application which designates the United States
of America

37 CFR 1.423 (pre-Al A) When theinventor isinsane or
legally incapacitated.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 363 before September 16, 2012]

In case an inventor isinsane or otherwise legally incapacitated,
the legal representative (guardian, conservator, etc.) of such
inventor may file an international application which designates
the United States of America.

For international applications having international
filing dates before September 16, 2012, only
inventors (and legal representatives of deceased or
legally incapacitated inventors) can be applicants
for purposes of the designation of the United States.
Therefore, for the purpose of entering the national
stagein the United States of America, theinventor(s)
must be indicated in the PCT Request as “applicant
and inventor” for at least the United States.

A legal representative of a deceased inventor may
be indicated in the international application as an
applicant for the purposes of the United States. In
such acase, theindication in the Request (in Box ||
or |1, as appropriate) for the legal representative
should be made as follows: SMITH, Alfred, legal
representative of JONES, Bernard (deceased),
followed by indications of the address, nationality
and residence of the legal representative. The legal
representative should be indicated as an “applicant
only” except where the legal representative is also
an inventor, in which case the legal representative
should be indicated as an “applicant and inventor.”
The name of the deceased inventor should also
appear in a separate box (in Box Il1) with the
indication of “deceased” (e.g., “JONES, Bernard
(deceased))” and identified as an “inventor only”
and not as an applicant.

1807 Agent or Common Representative and
General Power of Attorney [R-07.2022]

37 CFR 1.455 Representation in international applications.

(a) Applicants of international applications may be
represented by attorneys or agents registered to practice before
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the United States Patent and Trademark Office or by an applicant
appointed as acommon representative ( PCT Art. 49, Rules 4.8
and 90 and § 11.9). If applicants have not appointed an attorney
or agent or one of the applicants to represent them, and thereis
more than one applicant, the applicant first named in the request
and who is entitled to file in the U.S. Receiving Office shall be
considered to be the common representative of all the applicants.
An attorney or agent having the right to practice beforeanational
office with which an international application isfiled and for
which the United Statesisan International Searching Authority
or International Preliminary Examining Authority may be
appointed to represent the applicants in the international
application before that authority. An attorney or agent may
appoint an associate attorney or agent who shall also then be of
record ( PCT Rule 90.1(d)). The appointment of an attorney or
agent, or of acommon representative, revokes any earlier
appointment unless otherwiseindicated ( PCT Rule 90.6(b) and
(c)).

(b) Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either in the
Request form, signed by applicant, in the Demand form, signed
by applicant, or in aseparate power of attorney submitted either
to the United States Receiving Office or to the International
Bureau.

(c) Powers of attorney and revocations thereof should be
submitted to the United States Receiving Office until the
issuance of the international search report.

(d) The addressee for correspondence will be as indicated
in section 108 of the Administrative Instructions.

PCT Rule 90
Agents and Common Representatives

*kkkk

90.4 Manner of Appointment of Agent or Common
Representative

(@) The appointment of an agent shall be effected by the
applicant signing the request, the demand or a separate power
of attorney. Where there are two or more applicants, the
appointment of acommon agent or common representative shall
be effected by each applicant signing, at his choice, the request,
the demand or a separate power of attorney.

(b) Subject to Rule 90.5, aseparate power of attorney shall
be submitted to either the receiving Office or the International
Bureau, provided that, where a power of attorney appoints an
agent under Rule 90.1(b), (b- bis), (c), or (d)(ii), it shall be
submitted to the International Searching Authority, the Authority
specified for supplementary search or the International
Preliminary Examining Authority, as the case may be.

(c) If the separate power of attorney is not signed, or if the
required separate power of attorney ismissing, or if the
indication of the name or address of the appointed person does
not comply with Rule 4.4, the power of attorney shall be
considered nonexistent unless the defect is corrected.

(d) Subject to paragraph (€), any receiving Office, any
International Searching Authority, any Authority competent to
carry out supplementary searches, any International Preliminary
Examining Authority and the International Bureau may waive
the requirement under paragraph (b) that a separate power of
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attorney be submitted to it, in which case paragraph (c) shall
not apply.

(e) Where the agent or the common representative submits
any notice of withdrawal referred toin Rules 90 bis.1 to 90 bis.4,
the requirement under paragraph (b) for a separate power of
attorney shall not be waived under paragraph (d).

*kkk*k

Where an appointment of an agent or common
representative is effected by a separate power of
attorney, that power of attorney must be submitted
to either the receiving Office or the International
Bureau. However, a power of attorney appointing
an agent or subagent to represent the applicant
specifically before the International Searching
Authority or the International Preliminary Examining
Authority must be submitted directly to that
Authority. See PCT Rule 90.4(b).

The Customer Number Practice set forth in MPEP
8§ 403 may not be used in the international phaseto
appoint an agent or designate a correspondence
address. A power of attorney making use of the
Customer Number Practicein theinternational phase
to indicate the name or address of an appointed
person will be considered nonexistent unless the
defect is corrected. See PCT Rule 90.4(c). A
Customer Number may be used in the international
phase solely for purposes of viewing theinternational
application in the private Patent Application
Information Retrieval (PAIR) system. See MPEP §
1809.

. “GENERAL” POWER OF ATTORNEY

PCT Rule 90
Agents and Common Representatives

*kkkk

90.5 General Power of Attorney

(a) Appointment of an agent in relation to a particular
international application may be effected by referring in the
reguest, the demand or a separate notice to an existing separate
power of attorney appointing that agent to represent the applicant
in relation to any international application which may befiled
by that applicant (i.e., a“general power of attorney”), provided
that:

(i) thegeneral power of attorney has been depositedin
accordance with paragraph (b), and

(ii) acopy of it is attached to the request, the demand
or the separate notice, as the case may be; that copy need not
be signed.

(b) The genera power of attorney shall be deposited with
the receiving Office, provided that, where it appoints an agent
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under Rule 90.1(b), (c) or (d)(ii), it shall be deposited with the
International Searching Authority, the Authority specified for
supplementary search or the International Preliminary Examining
Authority, as the case may be.

(c) Any receiving Office, any International Searching
Authority, any Authority competent to carry out supplementary
searchesand any Internationa Preliminary Examining Authority
may waive the requirement under paragraph (a)(ii) that a copy
of the general power of attorney is attached to the request, the
demand or the separate notice, as the case may be.

(d) Notwithstanding paragraph (c), where the agent submits
any notice of withdrawal referred toin Rules 90 bis.1 to 90 bis.4
to the receiving Office, the Authority specified for
supplementary search, the International Preliminary Examining
Authority or the International Bureau, as the case may be, a
copy of the general power of attorney shall be submitted to that
Office, Authority or Bureau.

*kkk*k

“Genera” powers of attorney are recognized for the
purpose of filing and prosecuting an international
application before the international authorities. See
PCT Rule 90.5.

Any general power of attorney must be filed with
the receiving Office if the appointment was for the
purposes of theinternational phase generally, or with
the International Searching Authority or International
Preliminary Examining Authority if the appointment
was specifically to represent the applicant before
that Authority. The appointment will then be
effective in relation to any particular application
filed by that applicant provided that the general
power of attorney is referred to in the request, the
Demand or a separate notice, and that a copy of the
general power of attorney isattached to that request,
Demand or separate notice. That copy of the signed
original need not, itself, be separately signed.

I1. WAIVER OF REQUIREMENT FOR A POWER
OF ATTORNEY

Pursuant to PCT Rules 90.4(d) and 90.5(c), which
are applicable to international applications having
an internationa filing date on or after January 1,
2004, the receiving Office, International Bureau,
International Searching Authority and International
Preliminary Examining Authority may waive the
requirement for a separate power of attorney or copy
of the general power of attorney in all cases except
with respect to notice of withdrawals under PCT
Rule 90 bis (i.e., notices withdrawing international
applications, designations, priority claims, demands
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or elections). The USPTO, when acting in its
capacity as a receiving Office, International
Searching Authority, or International Preliminary
Examining Authority, will in most cases waive the
requirement for a separate power of attorney and
copy of the general power of attorney. However, a
separate power of attorney or copy of the general
power of attorney may still be required in certain
cases, e.g., where an agent’s authority to act on
behalf of the applicant is in doubt or where waiver
could result in harm to an applicant asin the case of
the removal of an applicant.

Model power of attorney and general power of
attorney forms are available online from WIPO's
website (www.wipo.int/pct/en/index.html).

1808 Changein or Revocation of the
Appointment of an Agent or a Common
Representative [R-07.2015]

PCT Rule 90
Agents and Common Representatives

*kkk*k
90.6 Revocation and Renunciation

(a) Any appointment of an agent or common representative
may be revoked by the persons who made the appointment or
by their successorsin title, in which case any appointment of a
sub-agent under Rule 90.1(d) by that agent shall also be
considered as revoked. Any appointment of a sub-agent under
Rule 90.1(d) may also be revoked by the applicant concerned.

(b) The appointment of an agent under Rule 90.1(a) shall,
unless otherwise indicated, have the effect of revoking any
earlier appointment of an agent made under that Rule.

(c) The appointment of a common representative shall,
unless otherwise indicated, have the effect of revoking any
earlier appointment of a common representative.

(d) Anagent or acommon representative may renounce
his appointment by a notification signed by him.

(e) Rule 90.4(b) and (c) shall apply, mutatis mutandis, to
a document containing a revocation or renunciation under this
Rule.

37 CFR 1.455 Representation in international applications.

(a) Applicants of international applications may be
represented by attorneys or agents registered to practice before
the United States Patent and Trademark Office or by an applicant
appointed as acommon representative (PCT Art. 49, Rules 4.8
and 90 and § 11.9). If applicants have not appointed an attorney
or agent or one of the applicants to represent them, and thereis
more than one applicant, the applicant first named in the request
and who isentitled to filein the U.S. Receiving Office shall be
considered to be the common representative of &l the applicants.
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An attorney or agent having the right to practice beforeanational
office with which an international application isfiled and for
which the United Statesisan International Searching Authority
or International Preliminary Examining Authority may be
appointed to represent the applicants in the international
application before that authority. An attorney or agent may
appoint an associate attorney or agent who shall also then be of
record (PCT Rule 90.1(d)). The appointment of an attorney or
agent, or of acommon representative, revokes any earlier
appointment unless otherwise indicated (PCT Rule 90.6(b) and
(c)).

(b) Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either in the
Request form, signed by applicant, in the Demand form, signed
by applicant, or in aseparate power of attorney submitted either
to the United States Receiving Office or to the International
Bureau.

(c) Powers of attorney and revocations thereof should be
submitted to the United States Receiving Office until the
issuance of the international search report.

(d) The addressee for correspondence will be as indicated
in section 108 of the Administrative Instructions.

The appointment of an agent or a common
representative can be revoked. The document
containing the revocation must be signed by the
persons who made the appointment or by their
successors in title. The appointment of a sub-agent
may also be revoked by the applicant concerned. If
the appointment of an agent is revoked, any
appointment of a sub-agent by that agent is also
considered revoked. Also, as an agent may not be
appointed by Customer Number Practice in the
international phase (see MPEP § 1807), an
appointment of an agent may not be revoked by
reference to a Customer Number.

The appointment of an agent for the international
phasein general automatically hasthe effect, unless
otherwise indicated, of revoking any earlier
appointment of an agent. The appointment of a
common representative similarly has the effect,
unless otherwise indicated, of revoking any earlier
appointment of a common representative.

Renunciation of an appointment may be made by
means of a notification signed by the agent or
common representative. The applicant is informed
of the renunciation by the International Bureau.

The rules for signing and submission of a power of
attorney set forth in PCT Rule 90.4(b) and (c) also
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apply to a revocation or renunciation of an
appointment. See PCT Rule 90.6(€).

U.S. attorneys or agents wishing to withdraw from
representation in international applications may
request to do so. To expedite the handling of requests
for permission to withdraw as attorney, the request
should be submitted to the International Bureau or
to thereceiving Office at Mail Stop PCT and should
indicate the present mailing addresses of the attorney
who iswithdrawing and of the applicant. The Office
will not accept address changesto anew practitioner
or law firm absent the filing of a power of attorney
to the new representative. Because the United States
Patent and Trademark Office (USPTO) does not
recognize law firms, each attorney of record must
sign the notice of withdrawal, or the notice of
withdrawal must contain a clear indication of one
attorney signing on behalf of another.

Inaccordancewith 37 CFR 11.116, the USPTO will
usually require the practitioner(s) to certify that he,
she or they have: (1) given reasonable notice to the
client, prior to the expiration of thereply period, that
the practitioner(s) intends to withdraw from
employment; and (2) delivered to the client or aduly
authorized representative of the client all papersand
property (including funds) to which the client is
entitled. Furthermore, as 37 CFR 11.116 permits
withdrawal from representation before the Office
for reasons set forth in 37 CFR 11.116(a) and (b), if
the reasonsfor withdrawal do not conform to one of
the mandatory or permissive reasons set forth in 37
CFR 11.116, the Office will not approve the request.

The Office will not approve requests from
practitioners to withdraw from applications where
the requesting practitioner was not appointed in a
power of attorney but is acting, or has acted, in a
representative capacity pursuant to 37 CFR 1.34. In
these situations, the practitioner is responsible for
the correspondence the practitioner files in the
application while acting in arepresentative capacity.
As such, there is no need for the practitioner to
obtain the permission of the Officeto withdraw from
representation.

Practitioners should note that the International
Bureau will not record a change in the agent if the
requested changeisreceived by it after the expiration
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of 30 months from the priority date. See PCT Rule
92 bis . Where a request to withdraw from
representation is filed with the USPTO after the
expiration of this time period, the request may not
be treated on the merits.

For withdrawal of attorney or agent in the national
stage, see MPEP § 402.06.

1809 Private PAIR Access [R-07.2022]

The private Patent Application Information Retrieval
(PAIR) system displaysinformation regarding patent
application status. The private PAIR system allows
applicant to access the current patent application
status electronically viathe Internet. To have access
to private PAIR, the applicant must (1) be a
registered patent attorney/agent, an independent
inventor, or a person granted limited recognition,
(2) have acustomer number, and (3) have averified
USPTO.gov account to allow secure accessto patent
data. Further information can be found at
Www.uspto.gov/patents/pr ocess/file/efs/quidance/

register.jsp.

To associate a new international application that
applicant is filing in EFS-Web with an existing
customer number, enter the customer number in the
appropriate field of EFS-Web when filling in the
data.

To associate a previously filed international
application to acustomer number, arequest must be
made. Applicant must provide the customer number,
international application number, registration number
and signature of applicant or attorney of record.
Form PTO-2248 may be obtained from the USPTO
website (www.uspto.gov/patents-getting-star ted/
inter national-pr otection/patent-cooper ation-treaty/
pct-chapter-i-forms). The form can be mailed or
transmitted by facsimile to Mail Stop EBC,
Commissioner for Patents, PO. Box 1450,
Alexandria, VA 22313-1450. The fax number is
571-273-0177.

The ability to view on private PAIR the status of the
international application does not allow an applicant
to change the correspondence address or appoint or
change an agent with the customer number. See
MPEP § 1807. Such a change must be made under
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PCT Rule 92 bis through the submission of awritten
request to the U.S. receiving Office or the
International Bureau.

1810 Filing Date Requirements[R-07.2022]

PCT Article 11
Filing Date and Effects of the I nternational Application

(1) Thereceiving Office shall accord as the international
filing date the date of receipt of the international application,
provided that that Office has found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons
of residence or nationality, the right to file an international
application with the receiving Office,

(ii) theinternational application isin the prescribed
language,

(iii) theinternational application contains at least the
following elements:

(8) anindication that it isintended as an
international application,

(b) the designation of at least one Contracting
State,

(c) the name of the applicant, as prescribed,

(d) apart which on the face of it appearsto be a
description

(e) apart which on the face of it appearsto bea
claim or claims.

*kkkk

35 U.S.C. 363 International application designating the
United States: Effect.

[Editor Note: Applicable to any patent application subject to
the first inventor to file provisions of the America Invents Act
(AIA). See 35 U.S.C. 100 (note).]

Aninternational application designating the United States shall
have the effect, from its internationa filing date under article
11 of the treaty, of a national application for patent regularly
filed in the Patent and Trademark Office.

35 U.S.C. 363 (pre-AlA) International application
designating the United States: Effect.

[Editor Note: Applicable to applications not subject to the first
inventor tofile provisions of the Al A (see 35 U.S.C. 100 (note)).
See 35 U.S.C. 363 immediately above for the law otherwise
applicable]

Aninternational application designating the United States shall
have the effect, from its internationa filing date under article
11 of the treaty, of a national application for patent regularly
filed in the Patent and Trademark Office except as otherwise
provided in section 102(e).

37 CFR 1.431 International application requirements.
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[Editor Note: See pre-AlA 37 CFR 1.431 in Appendix R for
para. (b)(3)(iii) applicableto applicationsfiled before September
16, 2012]

(@) Aninternational application shall contain, as specified
in the Treaty and the Regulations, a Request, a description, one
or more claims, an abstract, and one or more drawings (where
required). ( PCT Art. 3(2) and Section 207 of theAdministrative
Instructions.)

(b) Aninternational filing date will be accorded by the
United States Receiving Office, at the time of receipt of the
international application, provided that:

(1) At least one applicant (§ 1.421) is aUnited States
resident or national and the papersfiled at the time of receipt
of the international application so indicate (35 U.S.C. 361(a),
PCT Art. 11(1)(i)).

(2) Theinternational application isin the English
language (35 U.S.C. 361(c), PCT Art. 11(1)(ii)).

(3) Theinternational application contains at |east the
following elements (PCT Art. 11(1)(iii)):
(i) Anindication that it isintended as an
international application (PCT Rule 4.2);

(ii) The designation of at least one Contracting
State of the International Patent Cooperation Union (8§ 1.432);

(iif) Thename of the applicant, as prescribed (note
88 1.421, 1.422, and 1.424);

(iv) A part which on the face of it appearsto bea
description; and

(v) A part which on the face of it appearsto be a
clam.

(c) Payment of theinternational filing fee (PCT Rule 15.2)
and the transmittal and search fees (8 1.445) may be madein
full at the time the international application papers required by
paragraph (b) of this section are deposited or within one month
thereafter. The internationa filing, transmittal, and search fee
payableistheinternational filing, transmittal, and search feein
effect on the receipt date of the international application. If the
international filing, transmittal and search fees are not paid
within one month from the date of receipt of the international
application and prior to the sending of a notice of deficiency,
which imposes alate payment fee (8 1.445(a)(6)), the applicant
will be notified and given a one month non-extendable time
limit within which to pay the deficient fees plusthe late payment
fee.

(d) If the payment needed to cover the transmittal fee, the
international filing fee, the search fee, and the late payment fee
pursuant to paragraph (c) of this section is not timely madein
accordance with PCT Rule 16 bis.1(g), the Receiving Office
will declaretheinternational application withdrawn under PCT

Article 14(3)(a).
THE “INTERNATIONAL FILING DATE”

Aninternational filing date isaccorded to the earliest
date on which the requirements under PCT Article
11(1) were satisfied. If the requirements under PCT
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Article11(1) are not satisfied as of the date of initial
receipt of the international application papers, the
receiving Office will invite applicant to correct the
deficiency within a set time limit. See PCT Article
11(2) and PCT Rule 20.3. In such case, the
international filing date will be the date on which a
timely filed correction is received by the receiving
Office. If the defect under PCT Article 11(1) isthat
the purported international application fails to
contain a portion which on its face appears to be a
description or claims, and if the application, on its
initial receipt date, contained a priority claim and a
proper incorporation by reference statement, the
initial receipt date may be retained as the
international filing date if the submitted correction
was completely contained in the earlier application.
See PCT Rules 4.18 and 20.6. If the defect under
PCT Article 11(1) is not timely corrected, the
receiving Office will promptly notify the applicant
that the application is not and will not be treated as
an international application. See PCT Rule 20.4.
Where al the sheets pertaining to the same
international application are not received on the same
day by the receiving Office, in most instances, the
date of receipt of the application will be amended
to reflect the date on which the last missing sheets
were received. As an amended date of receipt may
cause the priority claim to be forfeited, applicants
should assure that all sheets of the application are
deposited with the receiving Office on the same day.
If the application, onitsinitial receipt date, contained
a priority claim and a proper incorporation by
reference statement, the initial receipt date may be
retained as the international filing date if the
submitted correction was completely contained in
the earlier application. Again see PCT Rules 4.18
and 20.6.

Anall too common occurrenceisthat applicantswill
filean international applicationinthe U.S. Receiving
Office and no applicant has a U.S. residence or
nationality. Applicants are cautioned to be sure that
at least one applicant isaresident or national of the
U.S. before filing in the U.S. Receiving Office.
Where no applicant indicated on the request papers
is a resident or national of the United States, the
USPTO is not a competent receiving Office for the
international application under PCT Rule 19.1(a).
Nonetheless, the date the international application
was filed in the USPTO will not be lost as afiling

1800-17
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date for the international application if at least one
applicant is a resident or national of any PCT
Contracting State. Under PCT Rule 19.4, the USPTO
will receive the application on behalf of the
International Bureau as receiving Office (PCT Rule
19.4(a)) and, upon payment of a fee equa to the
transmittal fee, the USPTO will promptly transmit
the international application to the International
Bureau under PCT Rule 19.4(b). However, if all of
the applicants are indicated to be both residents and
nationals of non-PCT Contracting States, PCT Rule
19.4 does not apply, and the application is denied
an international filing date.

The USPTO is dso not competent to receive
international applicationsthat are not in the English
language and, upon payment of a fee equal to the
transmittal fee, the USPTO will forward such
applications to the International Bureau under PCT
Rule 19.4 provided they are in alanguage accepted
by the International Bureau as receiving Office.

A discussion of PCT Rule 19.4 is also included in
MPEP § 1805.

1811 [Reserved]

1812 Elements of the International
Application [R-07.2022]

PCT Article3
The International Application

(1) Applicationsfor the protection of inventionsin any of
the Contracting States may befiled asinternational applications
under this Treaty.

(2) Aninternational application shall contain, as specified
in this Treaty and the Regulations, arequest, a description, one
or more claims, one or more drawings (where required), and an
abstract.

(3) The abstract merely serves the purpose of technical
information and cannot be taken into account for any other
purpose, particularly not for the purpose of interpreting the scope
of the protection sought.

(4) Theinternational application shall:
(i) bein aprescribed language;
(ii) comply with the prescribed physical requirements;

(iii) comply with the prescribed requirement of unity
of invention;

(iv) be subject to the payment of the prescribed fees.
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Any international application must contain the
following elements: request, description, claim or
claims, abstract and one or more drawings (where
drawings are necessary for the understanding of the
invention (PCT Article 3(2) and PCT Article 7(2)).
The elements of the international application are to
be arranged in the following order: the request, the
description (other than any sequence listing part
thereof), the claims, the abstract, the drawings, and
the sequence listing part of the description (where
applicable) (Administrative Instructions Section
207(a)). All the sheets contained in the international
application must be numbered in consecutive Arabic
numerals by using the following separate series of
numbers: a first series applying to the request; a
second seriesto the description, claimsand abstract;
a third series to the drawings (where applicable);
and a further series to the sequence listing part of
the description (where applicable) (PCT Rule 11.7
and Administrative Instructions Section 207(b)).
Only one copy of the international application need
be filed in the United States Receiving Office ( 37
CFR 1.433(a)). The request is made on a
standardized form (Form PCT/RO/101), copies of
which can be obtained from the USPTO or online
from WIPO's website (www.wipo.int/pct/
en/forms/). The “Request” form can aso be
presented as a computer printout prepared using
WIPO's ePCT system. See MPEP § 1821.

1813 - 1816 [Reserved]
1817 PCT Member States[R-07.2015]

An updated list of PCT Contracting States is
available from WIPO’s website
(www.wipo.int/pct/guide/en/gdvol 1/annexes/
annexa/ax_a.pdf or  www.wipo.int/pct/en/
pct_contracting_states.html). An updated list of
PCT Contracting States for which aregiona patent
can be obtained via the PCT is available from the
WIPO's website (www.wipo.int/pct/en/texts/

reg_des.html).

Rev. 07.2022, February 2023

MANUAL OF PATENT EXAMINING PROCEDURE

1818 [Reserved]

1819 Earlier Search [R-08.2012]

PCT Rule 4
The Request (Contents)

*kkk*k

4.12 Taking into Account Results of Earlier Search

If the applicant wishes the International Searching
Authority to take into account, in carrying out the international
search, the results of an earlier international, international -type
or national search carried out by the same or another
International Searching Authority or by a national Office
(“earlier search”):

(i) therequest shall so indicate and shall specify the
Authority or Office concerned and the application in respect of
which the earlier search was carried out;

(ii) therequest may, where applicable, contain a
statement to the effect that the international application isthe
same, or substantially the same, asthe application in respect of
which the earlier search was carried out, or that theinternational
application isthe same, or substantially the same, asthat earlier
application except that it isfiled in a different language.

*kkk*k

PCT Rule 12 bis

Copy of Resultsof Earlier Search and of Earlier Application;
Trandation

12 bis.1 Copy of Results of Earlier Search and of Earlier
Application; Translation

(@) Where the applicant has, under Rule 4.12, requested
the International Searching Authority to take into account the
results of an earlier search carried out by the same or another
International Searching Authority or by a national Office, the
applicant shall, subject to paragraphs (c) to (f), submit to the
receiving Office, together with the international application, a
copy of the results of the earlier search, in whatever form (for
example, in the form of a search report, alisting of cited prior
art or an examination report) they are presented by the Authority
or Office concerned.

(b) The International Searching Authority may, subject to
paragraphs () to (f), invite the applicant to furnish to it, within
atimelimit which shall be reasonable under the circumstances:

(i) acopy of the earlier application concerned;

(i) wheretheearlier applicationisin alanguage which
is not accepted by the International Searching Authority, a
transglation of the earlier application into alanguage which is
accepted by that Authority;

(iii) where the results of the earlier search arein a
language which is not accepted by the International Searching
Authority, atrandation of those results into alanguage which
is accepted by that Authority;

(iv) acopy of any document cited in the results of the
earlier search.
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(c) Where the earlier search was carried out by the same
Office as that which is acting as the receiving Office, the
applicant may, instead of submitting the copiesreferredtoin
paragraphs (a) and (b)(i) and (iv), indicate the wish that the
receiving Office prepare and transmit them to the International
Searching Authority. Such request shall be made in the request
and may be subjected by the receiving Office to the payment to
it, for its own benefit, of afee.

(d) Wherethe earlier search was carried out by the same
International Searching Authority, or by the same Office asthat
which is acting as the International Searching Authority, no
copy or trandation referred to in paragraphs (a) and (b) shall be
required to be submitted under those paragraphs.

(e) Where the request contains a statement under Rule
4.12(ii) to the effect that the international application isthe
same, or substantially the same, as the application in respect of
which the earlier search was carried out, or that the international
application isthe same, or substantially the same, asthat earlier
application except that it isfiled in adifferent language, no copy
or translation referred to in paragraphs (b)(i) and (ii) shall be
required to be submitted under those paragraphs.

(f) Where acopy or trandation referred to in paragraphs
(a) and (b) is available to the International Searching Authority
inaform and manner acceptabletoit, for example, from adigital
library or in theform of the priority document, and the applicant
so indicates in the request, no copy or translation shall be
required to be submitted under those paragraphs.

Where the applicant wishes the International
Searching Authority (ISA) to take into account, in
carrying out the international search, the results of
one or more earlier international, internati onal -type,
or national searches carried out by the same or
another ISA or by a national Office, the
application(s) must be identified in the request.
Applicants should identify the application(s) in Box
No. VII of the request by thefiling date, application
number, and the country or regiona Office.

The United States Patent and Trademark Office
performs an international-type search on al U.S.
national applicationsfiled on and after June 1, 1978.
No specific request by the applicant is required and
no number identifying the international -type search
is assigned by the Office. See 37 CFR 1.104(a)(3).

1820 Signature of Applicant [R-08.2017]

PCT Article 14
Certain Defectsin the I nternational Application
1)

(@) Thereceiving Office shall check whether the
international application contains any of the following defects,
that isto say

(i) itisnot signed as provided in the Regulations;
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PCT Rule4
The Request (Contents)

*kkkk

4.15 Signature

The request shall be signed by the applicant or, if thereis more
than one applicant, by all of them.

*kkk*k

PCT Rule 26

Checking by, and Correcting Before, the Receiving Office of
Certain Elements of the International Application

*kkk*k

26.2 his Checking of Requirements Under Article 14(1)(a)(i)
and (ii)

(a) For the purposes of Article 14(1)(a)(i), if thereismore
than one applicant, it shall be sufficient that the request be signed
by one of them.

(b) For the purposesof Article 14(1)(a)(ii), if thereismore
than one applicant, it shall be sufficient that the indications
required under Rule 4.5()(ii) and (iii) be provided in respect
of one of them who isentitled according to Rule 19.1 to filethe
international application with the receiving Office.

*kkk*k

SIGNATURE OF APPLICANT OR AGENT

Pursuant to PCT Rule 4.15, the international
application must be signed in Box No. X of the
request by the applicant, or, where there are two or
more applicants, by al of them. However, under
PCT Rule 26.2 bis, it is sufficient for purposes of
PCT Article 14(1)(a)(i) that the application issigned
by only one of the applicants. The United States
Receiving Office will not issue an invitation to
applicants to furnish missing signatures where the
request is signed by at least one of the applicants.
Notwithstanding PCT Rule 26.2 bis, any
designated/elected office, in accordance with its
national law, can still require confirmation of the
international application by the signature of any
applicant for such designated state who has not
signed the request. PCT Rule 51 bis.1(a)(vi).
Pursuant to 37 CFR 1.4(d), the request filed may be
either an original, or a copy thereof.

The international application may be signed by an
agent. Pursuant to 37 CFR 1.34, apatent practitioner
acting in arepresentative capacity must set forth his
or her registration number on submitted papers.
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The requirement for the submission of a separate
power of attorney may be waived by the receiving
Office. The United States Receiving Office will, in
most cases, waive the requirement for a separate
power of attorney. See MPEP § 1807.

The United States Receiving Office will accept
signatures meeting the requirements of either 37
CFR 1.4(d)(1) with respect to handwritten signatures
or 37 CFR 1.4(d)(2) with respect to S-signatures.
For handwritten signatures, the name of each person
signing the international application should be
indicated (preferably typewritten) next to the
signature. For S-signatures, the signer’s name must
be presented in printed or typed form preferably
immediately below or adjacent the S-signature, and
must be reasonably specific enough so that the
identity of the signer can be readily recognized. See
MPEP § 502.02, subsection II. Pursuant to 37 CFR
1.4(d)(2)(ii), a patent practitioner using an
S-signature must supply his or her registration
number either as part of the S-signature, or
immediately below or adjacent to the S-signature.

Where a person signs on behalf of alegal entity (an
organization such as a corporation, university,
nonprofit organization, or governmental agency),
his or her name and the capacity in which he or she
signs should be indicated. Proof of the person’s
authority to sign on behalf of the legal entity will be
required if that person does not possess apparent
authority to sign on behalf of the legal entity and
that person has not submitted a statement that he or
sheisauthorized to sign on behalf of the legal entity
(discussed below). An officer (President,
Vice-President, Secretary, Treasurer, Chief
Executive Officer, Chief Operating Officer or Chief
Financial Officer) of an organization is presumed to
have authority to sign on behalf of that organization.
The signature of the chairman of the board is also
acceptable, but not the signature of an individual
director. Variations of these titles (such as
vice-president for sales, executive vice-president,
assistant treasurer, vice-chairman of the board of
directors) are acceptable. In general, aperson having
a title (manager, director, administrator, general
counsel) that does not clearly set forth that person
as an officer of the organization is not presumed to
be an officer or to have the authority to sign on
behalf of the organization. However, an exception

Rev. 07.2022, February 2023

MANUAL OF PATENT EXAMINING PROCEDURE

is made with respect to foreign juristic applicants.
This is because in foreign countries, a person who
holds thetitle “Manager” or “Director” is normally
an officer or the equivalent thereof; therefore, those
terms are generally acceptable as indicating proper
persons to sign applications for foreign applicants.
However, titles such as “Manager of Patents”
suggesting narrowly limited duties, are not
acceptable. An attorney does not generally have
apparent authority to sign on behaf of an
organization.

Proof that a person hasthe authority to sign on behalf
of alegal entity may take the form of a copy of a
resolution of the board of directors, a provision of
the bylaws, or acopy of a paper properly delegating
authority to that person to sign the international
application on behalf of the legal entity.

It isacceptableto have a person sign theinternational
application on behalf of alegal entity if that person
submitsastatement that the person hasthe authority
to sign the international application on behalf of the
legal entity. This statement should be on a separate
paper and must not appear on the Request (or
Demand) form itself. The statement must include a
clause such as “The undersigned (whose title is
supplied below) is empowered to sign the Request
on behalf of the applicant.”

The international application can be filed without
applicant’s signature on the request. The lack of any
required signature on the request is a correctable
defect under PCT Article 14(1)(a)(i) and (b), and
can be remedied by filing a copy of the request (or,
where the request has been signed by an agent, of a
power of attorney) duly signed by the applicant
within the time limit fixed by the receiving Office
for the correction of this defect.

1821 The Request [R-07.2022]

A general overview of certain aspects of the request
follows.

37 CFR 1.434 Thereguest.

(a) Therequest shall be made on astandardized form (PCT
Rules 3 and 4). Copies of printed Request forms are available
from the United States Patent and Trademark Office. Letters
requesting printed forms should be marked “Mail Stop PCT.”
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(b) The Check List portion of the Request form should
indicate each document accompanying the international
application on filing.

(c) All information, for example, addresses, names of States
and dates, shall beindicated in the Request as required by PCT
Rule 4 and Administrative Instructions 110 and 201.

(d) For the purposes of the designation of the United States
of America, an international application shall include:

(1) The name of the inventor; and;

(2) A referenceto any prior-filed national application
or international application designating the United States of
America, if the benefit of the filing date for the prior-filed
application isto be claimed.

(e) Aninternational application may also includein the
Request a declaration of the inventors as provided for in PCT

Rule 4.17(iv).

The Request must either be made on a standardized
form PCT/RO/101 to be filled in with the required
indications or be presented as a computer printout
complying with the PCT Administrative Instructions.
The Reguest form PCT/RO/101 may be downloaded
for free from WIPO’s website
(www.wipo.int/pct/en/for ms/). Applicants may also
obtain an English language Request form free of
chargefrom the United States Patent and Trademark
Office using the following address: Mail Stop PCT,
Commissioner for Patents, PO. Box 1450,
Alexandria, Virginia 22313-1450.

As an adternative to using the standardized Request
form PCT/RO/101, applicants may use WIPO's
ePCT system to generate a computer printout of the
Reguest complying with the PCT Administrative
Instructions. ePCT incorporates and expands the
functionality of WIPO's prior PCT-SAFE software.
As of Jduly 1, 2022, WIPO no longer develops,
distributes, or supports PCT-SAFE. ePCT is a
web-based application that does not require
installation and subsequent periodic updates of any
software on the user's computer. The ePCT system
validates user-entered data and creates a zip file
containing the Request and fee calculation sheet in
PDF format. Submission of the ePCT zip file with
an international application filed electronically (i.e.
viaEFS-Web or Patent Center) entitles the applicant
to a reduction of the international filing fee. For
information on ePCT, see
https://pct.wipo.int/ePCT.

For inventions madein the United States, applicants
should be mindful of certain foreign filing
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restrictions and the potential need to obtain aforeign
filing license when using WIPO'sePCT system. See
MPEP § 1832 and Facilitating the Use of theWorld
Intellectual Property Organization’s ePCT System
To Prepare International Applications for Filing
With the United States Receiving Office, 85 Fed.
Reg. 61604 (Sept. 30, 2020).

The Request contains a petition for theinternational
application to be processed according to the PCT
and must aso contain certain indications. It must
contain thetitle of theinvention. It must identify the
applicant and the agent (if any), and must contain
the designation of at least one Contracting State.

The Reguest may not contain any matter that is not
specifiedin PCT Rules4.1t04.17 or permitted under
PCT Rule 4.18(a) by theAdministrative I nstructions.
Any additional material will be deleted ex officio.
See PCT Rule 4.18(b) and Administrative
Instructions Section 303.

I. DATES

Each date appearing in the international application
or in any correspondence must be indicated by the
Arabic number of the day, the name of the month
and the Arabic number of the year, in that order. In
the request, after, below or above that indication,
the date should be repeated in parentheses with a
two-digit Arabic numera each for the number of the
day and for the number of the month and followed
by the number of theyear in four digits, in that order
and separated by periods, slashes or hyphens after
the digit pairs of the day and of the month, for
example, "20 March 2020 (20.03.2020)," "20 March
2020 (20/03/2020)," or "20 March 2020
(20-03-2020)." See Administrative Instructions
Section 110.

1. SUPPLEMENTAL BOX

This box is used for any material which cannot be
placed in one of the previous boxes because of space
limitations. The supplemental information placedin
this box should be clearly entitled with the Box
number from which it is continued, eg.,
“Continuation of Box No. IV.” For indicating the
international application as a continuation or
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continuation-in-part of an earlier application, see
MPEP § 1828.02.

1. FILE REFERENCE

The applicant or hisher agent may indicate a file
referencein the box provided for this purpose onthe
first sheet of the Request form, on each page of the
other elements of the international application, on
the first sheet of the demand form, and in any other
correspondence relating to the international
application. PCT Rule 11.6(f) indicates that the file
reference may be included in the top margin of the
sheets of the international application. As provided
in Administrative Instructions Section 109, the file
reference may be composed either of letters of the
Latin alphabet or Arabic numerals, or both. It may
not exceed 25 charactersincluding spaces. If thefile
reference exceeds 25 characters, the receiving Office
may ex officio truncate the reference number to 25
characters and notify the applicant. The receiving
Office, the International Bureau, the International
Searching Authority and the International
Preliminary Examining Authority (International
Authorities) will use the file reference in
correspondence with the applicant.

IV. TITLE OF INVENTION

The Request must contain the title of the invention;
the title must be short (preferably 2 to 7 words) and
precise (PCT Rule4.3). Thetitlein Box No. | of the
Reguest is considered to be the title of the
application. The title appearing on the first page of
the description (PCT Rule 5.1(a)) and on the page
containing the abstract should be consistent with the
title indicated in Box No. | of the Request form.

A title should not be changed by the examiner merely
because it contains words which are not considered
descriptive of the invention. Words, for example,
such as “improved” or “improvement of” are
acceptable. If the title is otherwise not descriptive
of the invention, a change to amore descriptivetitle
should be made and the applicant informed thereof
in the search report.

Wherethetitleis missing or isinconsistent with the
title in the description, the receiving Office invites
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the applicant to correct the missing or inconsistent
title.

V. APPLICANT

See MPEP_§ 1806 regarding who can be an
applicant.

VI. NAMES

The name of a natural person must be indicated by
the family name followed by the given name(s).
Academic degreesor titles or other indicationswhich
are not part of the person’s name must be omitted.
The family name should preferably be written in
capital letters.

The name of alegal entity must be indicated by its
full official designation (preferably in capital |etters).

VIlI. ADDRESSES

Addresses must be indicated in such a way as to
satisfy the requirements for prompt postal delivery
at the address indicated and must consist of all the
relevant administrative units up to and including the
house number (if any). The addressmust a soinclude
the country.

VIII. DESIGNATION OF STATES

PCT Rule 4
The Request (Contents)

*kkk*k

4.9 Designation of States; Kinds of Protection; National and
Regional Patents

(@) Thefiling of arequest shall constitute:

(i) the designation of all Contracting States that are
bound by the Treaty on the international filing date;

(i) anindication that the international application is,
in respect of each designated State to which Article 43 or 44
applies, for the grant of every kind of protection which is
available by way of the designation of that State:

(iii) anindication that the international application is,
in respect of each designated State to which Article 45(1)
applies, for the grant of aregional patent and also, unless PCT
Article 45(2) applies, a national patent.

(b) Notwithstanding paragraph (a)(i), if, on October 5,
2005, the national law of a Contracting State provides that the
filing of an international application which contains the
designation of that State and claims the priority of an earlier
national application having effect in that State shall have the
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result that the earlier national application ceasesto have effect
with the same conseguences as the withdrawal of the earlier
national application, any request in which the priority of an
earlier national application filed in that State is claimed may
contain an indication that the designation of that State is not
made, provided that the designated Office notifies the
International Bureau by January 5, 2006, that this paragraph
shall apply in respect of designations of that State and that the
notification is still in force on the international filing date. The
information received shall be promptly published by the
International Bureau in the Gazette.

37 CFR 1.432 Designation of Statesby filing an international
application.

Thefiling of aninternational application request shall congtitute:

(a) Thedesignation of al Contracting Statesthat are bound
by the Treaty on the international filing date;

(b) Anindication that the international application is, in
respect of each designated State to which PCT Article 43 or 44
applies, for the grant of every kind of protection which is
available by way of the designation of that State; and

(c) Anindication that the international applicationis, in
respect of each designated State to which PCT Article 45(1)
applies, for the grant of aregional patent and also, unless PCT

Article 45(2) applies, anational patent.

The filing of an international application request
constitutes: (A) the designation of all Contracting
States that are bound by the Treaty on the
international filing date; (B) an indication that the
international application is, in respect of each
designated State to which PCT Article 43 or 44
applies, for the grant of every kind of protection
which is available by way of the designation of that
State; and (C) an indication that the international
application s, in respect of each designated State to
which PCT Article 45(1) applies, for the grant of a
regional patent and also, unless PCT Article 45(2)
applies, a national patent. See 37 CFR 1.432 and
PCT Rule4.9.

Pursuant to PCT Rule 4.9(b), certain States may be
excepted from the all-inclusive designation system
under limited circumstances. Specifically, wherethe
international application containsapriority claimto
an earlier national application having effect in aState
whose national law provides that the designation of
such State has the result that the earlier national
application ceases to have effect in such State, then
the request may contain an indication that such State
is not designated. Applicability of PCT Rule 4.9(b)
is contingent upon timely notice by the affected
Officeto theInternational Bureau. The Request may
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exclude the following designations: Germany (DE),
Japan (JP), and Republic of Korea (KR). See
Reservations, Declarations, Notifications and
Incompatibilities at www.wipo.int/pct/en/texts/
reservations/res_incomp.html.

1822 [Reserved]

1823 The Description [R-07.2022]

PCT Article5
The Description

The description shall disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art.

PCT Rule5
The Description.
5.1 Manner of the Description

(a) Thedescription shall first state thetitle of the invention
as appearing in the request and shall:

(i) specify the technical field to which the invention
relates,

(it) indicate the background art which, asfar asknown
to the applicant, can be regarded as useful for the understanding,
searching and examination of the invention, and, preferably,
cite the documents reflecting such art;

(iii) disclosetheinvention, as claimed, in such terms
that the technical problem (even if not expressly stated as such)
and its solution can be understood, and state the advantageous
effects, if any, of theinvention with reference to the background
art;

(iv) briefly describethefiguresinthedrawings, if any;

(v) setforth at least the best mode contemplated by the
applicant for carrying out the invention claimed; this shall be
doneintermsof examples, where appropriate, and with reference
tothedrawings, if any; wherethe national law of the designated
State does not require the description of the best mode but is
sati sfied with the description of any mode (whether it isthe best
contemplated or not), failure to describe the best mode
contemplated shall have no effect in that State;

(vi) indicate explicitly, when it is not obvious from the
description or nature of the invention, the way in which the
invention is capable of exploitation in industry and the way in
which it can be made and used, or, if it can only be used, the
way inwhich it can be used; the term “industry” isto be
understood in its broadest sense as in the Paris Convention for
the Protection of Industrial Property.

(b) The manner and order specified in paragraph (a) shall
be followed except when, because of the nature of theinvention,
adifferent manner or adifferent order would result in a better
understanding and a more economic presentation.

(c) Subject to the provisions of paragraph (b), each of the
parts referred to in paragraph (a) shall preferably be preceded
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by an appropriate heading as suggested in the Administrative
Instructions.

*kkkk

PCT Administrative I nstructions Section 204
Headings of the Parts of the Description

(8) The headings of the parts of the description should be
asfollows:

(i) for matter referred to in Rule 5.1(a)(i), “ Technical
Field”;

(ii) for matter referred to in Rule 5.1(a)(ii),
“Background Art”;

(iii) for matter referred to in Rule 5.1(a)(iii),
“Disclosure of Invention” or “Summary of Invention”;

(iv) for matter referred to in Rule 5.1(a)(iv), “Brief
Description of Drawings’;

(v) for matter referred toin Rule 5.1(a)(v), “Best Mode
for Carrying out the Invention,” or, where appropriate, “ Mode(s)
for Carrying out the Invention” or “ Description of Embodiments;

(vi) for matter referred toin Rule 5.1(a)(vi), “ Industrial
Applicability”;

(vii) [Deleted]

(viii) [Deleted]

(b) The heading “Title of Invention” shall preferably
precede the title of the invention.

*kkk*k

PCT Administrative | nstructions Section 209

Indicationsasto Deposited Biological Material on a Separate
Sheet

(a) To the extent that any indication with respect to
deposited biological material isnot contained in the description,
it may be given on a separate sheet. Where any such indication
isso given, it shal preferably be on Form PCT/RO/134 and, if
furnished at the time of filing, the said Form shall, subject to
paragraph (b), preferably be attached to the request and referred
to in the check list referred to in Rule 3.3(a)(ii).

(b) For the purposes of designated Offices, which have so
notified the International Bureau under Rule 13 bis.7(a),
paragraph (a) applies only if the said Form or sheet isincluded
as one of the sheets of the description of the international
application at the time of filing.

37 CFR 1.435 The description.

(a) The application must meet the requirements as to the
content and form of the description set forthin PCT Rules5, 9,
10, and 11 and sections 204 and 208 of the Administrative
Instructions.

(b) Ininternational applications designating the United
States the description must contain upon filing an indication of
the best mode contemplated by the inventor for carrying out the
claimed invention.
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The description must disclose the invention in a
manner sufficiently clear and complete for it to be
carried out by aperson skilled intheart. It must start
with the title of the invention as appearing in Box
No. | of the request. PCT Rule 5 contains detailed
requirements as to the manner and order of the
description, which, generally, should bein six parts.
Those parts should have the following headings:
“Technical Field,” “Background Art,” “Disclosure
of Invention,” “Brief Description of Drawings,’
“Best Mode for Carrying Out the Invention” or,
where appropriate, “Mode(s) for Carrying Out the
Invention,” and “Industrial Applicability,” where
applicable.

For international applications having an international
filing date before July 1, 2022, headings for
“Sequence Listing” and “Sequence Listing Free
Text” should also be used where applicable.

The details required for the disclosure of the
invention so that it can be carried out by a person
skilled in the art depend on the practice of the
national Offices. It is therefore recommended that
due account be taken of national practice in the
United States of America when the description is
drafted. The need to amend the description during
the national phase may thus be avoided.

Thisapplieslikewiseto the need to indicate the“ best
mode for carrying out the invention.” If at least one
of the designated Offices requires the indication of
the best mode (for instance, the United States Patent
and Trademark Office), that best mode must be
indicated in the description.

A description drafted with dueregard towhat issaid
in these provisions will be accepted by al the
designated Offices. It might require more care than
the drafting of a national patent application, but
certainly much less effort than the drafting of
multiple applications, which is necessary where the
PCT routeisnot used for filing in severa countries.
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1823.01 Referenceto Deposited Biological
Material [R-07.2015]

PCT Rule 13 bis
I nventions Relating to Biological Material
13 bis.1 Definition

For the purposes of this Rule, “referenceto deposited biological
material” means particulars given in an international application
with respect to the deposit of a biological material with a
depositary institution or to the biological material so deposited.

13 his.2 References (General)

Any referenceto deposited biological material shall be madein
accordance with this Rule and, if so made, shall be considered
as satisfying the requirements of the national law of each
designated State.

13 his.3 References: Contents; Failureto I nclude Reference
or Indication

(a) A referenceto deposited biological material shall
indicate:

(i) the name and the address of the depositary
institution with which the deposit was made;

(ii) the date of deposit of the biological material with
that institution;

(iii) the accession number given to the deposit by that
institution; and

(iv) any additional matter of which the International
Bureau has been notified pursuant to Rule 13 bis.7(a)(i),
provided that the requirement to indicate that matter was
published in the Gazette in accordance with Rule 13 bis.7(c)
at least two months before the filing of the international
application.

(b) Failuretoincludeareferenceto deposited biological
material or failure to include, in areference to deposited
biological material, an indication in accordance with paragraph
(a), shall have no consequence in any designated State whose
national law does not require such reference or such indication
in anational application.

13 bis4 References: Time Limit for Furnishing I ndications

(a) Subject to paragraphs (b) and (c), if any of the
indications referred to in Rule 13 bis.3(a) isnot included in a
reference to deposited biological material in the international
application asfiled but isfurnished to the I nternational Bureau:

(i) within 16 months from the priority date, the
indication shall be considered by any designated Office to have
been furnished in time;

(ii) after the expiration of 16 months from the priority
date, theindication shall be considered by any designated Office
to have been furnished on the last day of that time limit if it
reaches the International Bureau before the technical
preparationsfor international publication have been completed.
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(b) If the national law applicable by adesignated Office so
requires in respect of national applications, that Office may
require that any of theindicationsreferredto in Rule 13 bis.3(a)
be furnished earlier than 16 months from the priority date,
provided that the International Bureau has been notified of such
requirement pursuant to Rule 13 bis.7(a)(ii) and has published
such requirement in the Gazette in accordance with Rule
13 bis.7(c) at least two months before the filing of the
international application.

(c) Where the applicant makes arequest for early
publication under Article 21(2)(b), any designated Office may
consider any indication not furnished before the technical
preparations for international publication have been completed
as not having been furnished in time.

(d) The International Bureau shall notify the applicant of
the date on which it received any indication furnished under
paragraph (a), and:

(i) if theindication was received before the technical
preparationsfor international publication have been completed,
publish the indication furnished under paragraph (a), and an
indication of the date of receipt, together with the international
application;

(ii) if theindication was received after the technical
preparationsfor international publication have been completed,
notify that date and the relevant data from the indication to the
designated Offices.

13 bis5 Referencesand Indicationsfor the Purposesof One
or More Designated States; Different Deposits for Different
Designated States; Depositswith Depositary | nstitutions Other
than Those Notified

(a) A reference to deposited biological material shall be
considered to be made for the purposes of al designated States,
unlessit is expressly made for the purposes of certain of the
designated States only; the same applies to the indications
included in the reference.

(b) Referencesto different deposits of the biological
material may be made for different designated States.

(c) Any designated Office may disregard a deposit made
with adepositary institution other than one notified by it under

Rule 13 his.7(b).

13 bis.6 Furnishing of Samples

Pursuant to Articles 23 and 40, no furnishing of samples of the
deposited biological material to which a reference is made in
aninternational application shall, except with the authorization
of the applicant, take place before the expiration of the applicable
time limits after which national processing may start under the
said Articles. However, where the applicant performs the acts
referred to in Articles 22 or 39 after international publication
but before the expiration of the said time limits, the furnishing
of samples of the deposited biological material may take place,
once the said acts have been performed. Notwithstanding the
previous provision, the furnishing of samples of the deposited
biological material may take place under the national law
applicable by any designated Office as soon as, under that law,
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the international publication has the effects of the compul sory
national publication of an unexamined national application.

13 his.7 National Requirements. Notification and Publication

(8 Any nationa Office may notify the International Bureau
of any requirement of the national law:

(i) that any matter specified in the notification, in
addition to those referred to in Rule 13 bis.3(a)(i), (ii) and (iii),
isrequired to beincluded in areference to deposited biological
material in anational application;

(i) that one or more of the indications referred to in
Rule 13 bis.3(a) are required to be included in a national
application asfiled or are required to be furnished at atime
specified in the notification which is earlier than 16 months
from the priority date.

(b) Each national Office shall notify the International
Bureau of the depositary institutions with which the national
law permits deposits of biological materials to be made for the
purposes of patent procedure before that Office or, if the national
law does not provide for or permit such deposits, of that fact.

(c) TheInternational Bureau shall promptly publishin the
Gazette requirements notified to it under paragraph (a) and
information notified to it under paragraph (b).

PCT Administrative | nstructions Section 209

Indicationsasto Deposited Biological Material on a Separate
Sheet

(a) To the extent that any indication with respect to
deposited biological material isnot contained in the description,
it may be given on a separate sheet. Where any such indication
isso given, it shal preferably be on Form PCT/RO/134 and, if
furnished at the time of filing, the said Form shall, subject to
paragraph (b), preferably be attached to the request and referred
to in the check list referred to in Rule 3.3(a)(ii).

(b) For the purposes of designated Offices, which have so
notified the International Bureau under Rule 13 bis.7(a),
paragraph (a) applies only if the said Form or sheet isincluded
as one of the sheets of the description of the international
application at the time of filing.

REFERENCESTO DEPOSITED BIOLOGICAL
MATERIAL IN THE CASE OF
MICROBIOLOGICAL INVENTIONS

The PCT doesnot requiretheinclusion of areference
to a biological material and/or to its deposit with a
depositary institution in an international application;
it merely prescribes the contents of any “reference
to deposited biological material” (defined as
“particulars given... with respect to the deposit of
biological material... or to the biological material so
deposited”) which is included in an international
application, and when such a reference must be
furnished. It follows that the applicant may see a
need to make such a reference only when it is
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required for the purpose of disclosing the invention
claimed in the international applicationin amanner
sufficient for the invention to be carried out by a
person skilled in the art that is, when the law of at
least one of the designated States provides for the
making, for this purpose, of a reference to a
deposited biological material if the invention
involves the use of a biological material that is not
availableto the public. Any reference to a deposited
biological material furnished separately from the
description will beincluded in the publication of the
international application.

A reference to adeposited biological material made
in accordance with the requirements of the PCT must
be regarded by each of the designated Offices as
satisfying the requirements of the national law
applicablein that Office with regard to the contents
of such references and the time for furnishing them.

A reference may be made for the purposes of al
designated States or for one or only some of the
designated States. A reference is considered to be
made for the purpose of al designated States unless
it is expressly made for certain designated States
only. References to different deposits may be made
for the purposes of different designated States.

There are two kinds of indication which may have
to be given with regard to the deposit of the
biological material, namely:

(A) indications specified in the PCT Regulations
themselves; and

(B) additional indications by the national (or
regional) Office of (or acting for) a State designated
intheinternational application and which have been
published inthe PCT Gazette; these additional
indications may relate not only to the deposit of the
biological material but also to the biological material
itself.

Theindicationsin the first category are:

(1) the name and the address of the depositary
institution with which the deposit was made;

(2) the date of the deposit with that institution; and
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(3) the accession number given to the deposit by that
ingtitution.

U.S. requirements include the name and address of
the depository institution at the time of filing, the
date of the deposit or a statement that the deposit
was made on or before the priority date of the
international application and, to the extent possible,
a taxonomic description of the biological material.
See Annex L of the PCT Applicant’s Guide.

The national laws of some of the national (or
regional) Offices require that, besides indications
concerning the deposit of a biological material, an
indication be given concerning the biological
material itself, such as, for example, a short
description of its characteristics, at least to the extent
that this information is available to the applicant.
These requirements must be met in the case of
international applicationsfor which any such Office
isadesignated Office, provided that the requirements
have been published in the PCT Gazette. Annex L
of the PCT Applicant’s Guide indicates, for each of
the national (or regional) Offices, the requirements
(if any) of this kind which have been published.

If any indication is not included in areference to a
deposited biological material contained in the
international application asfiled, it may be furnished
to the International Bureau within 16 months after
the priority date unlessthe International Bureau has
been notified (and, at least 2 months prior to the
filing of the international application, it has
published in the PCT Gazette) that the national law
requires the indication to be furnished earlier.
However, if the applicant makes a request for early
publication, all indications should be furnished by
the time the request is made, since any designated
Office may regard any indication not furnished when
the request is made as not having been furnished in
time.

No check is made in the international phase to
determine whether a reference has been furnished
within the prescribed time limit. However, the
International Bureau notifiesthe designated Offices
of the date(s) on which indications, not included in
theinternational application asfiled, werefurnished
to it. Those dates are adso mentioned in the
publication of the international application. Failure
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to include a reference to a deposited biological
material (or any indication required in such a
reference) in the international application as filed,
or failure to furnish it (or the indication) within the
prescribed time limit, has no consequence if the
national law does not require the reference (or
indication) to be furnished in anationa application.
Where there is a consequence, it is the same as that
which applies under the national law.

To the extent that indications relating to the deposit
of a biological materia are not given in the
description, because they are furnished later, they
may be given in the “optional sheet” provided for
that purpose. If the sheet is submitted when the
international application is filed, a reference to it
should be made in the check list contained on the
last sheet of the Request form. Should certain States
be designated, e.g., Israel, Japan, Korea, Mexico, or
Turkey , such a sheet must, if used, be included as
one of the sheets of the description at the time of
filing; otherwise the indications given in it will not
betaken into account by the respective patent offices
of those designated States in the national phase.
Requirements of the various Offices are set forth in
Annex L of the PCT Applicant’s Guide, available
online at www.wipo.int/pct/en/appguide. If the
sheet is furnished to the International Bureau later,
it must be enclosed with aletter.

Each national (or regional) Office whose national
law provides for deposits of biological material for
the purposes of patent procedure notifies the
International Bureau of the depositary ingtitutions
with which the national law permits such deposits
to be made. Information on the institutions notified
by each of those Offices is published by the
International Bureau in the PCT Gazette.

A reference to adeposit cannot be disregarded by a
designated Office for reasons pertaining to the
institution with which the biological material was
deposited if the deposit referred to is one made with
adepositary institution notified by that Office. Thus,
by consulting the PCT Gazette or Annex L of the
PCT Applicant’s Guide, the applicant can be sure
that he has deposited the biological material with an
institution which will be accepted by the designated
Office.
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International Searching Authoritiesand International
Preliminary Examining Authorities are not expected
to request access to deposited biological material.
However, in order to retain the possibility of access
to a deposited biological material referred to in an
international application which isbeing searched or
examined by such an Authority, the PCT provides
that the Authorities may, if they fulfill certain
conditions, ask for samples. Thus, an Authority may
only ask for samples if it has notified the
International Bureau (in a general notification) that
it may require samples and the International Bureau
has published the notification in the PCT Gazette.
The only Authority which has made such a
notification (and thus the only Authority which may
request samples) is the Japan Patent Office. If a
sample is asked for, the request is directed to the
applicant, who then becomesresponsible for making
the necessary arrangements for the sample to be
provided.

Thefurnishing of samplesof adeposit of abiological
material to third personsis governed by the national
laws applicablein the designated Offices. PCT Rule
13 bis.6(b), however, provides for the delaying of
any furnishing of samples under the national law
applicable in each of the designated (or elected)
Offices until the start of the national phase, subject
tothe ending of this“delaying effect” brought about
by the occurrence of either of the following two
events:

(A) the applicant has, after international
publication of the international application, taken
the steps necessary to enter the national phase before
the designated Office.

(B) international publication of the international
application has been effected, and that publication
has the same effects, under the national law
applicable in the designated Office, asthe
compulsory national publication of an unexamined
national application (in other words, theinternational
application hasqualified for the grant of “ provisiona
protection”).
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1823.02 Filing Nucleotideand/or AminoAcid
Sequence Listingsin International
Applications [R-07.2022]

[Editor Note: The PCT Rules and Administrative
Instructions reproduced in this section are applicable
to international applications having an international
filing date on or after July 1, 2022. For international
applications having an internationd filing date before
July 1, 2022, the applicable rules and instructions
may be found at: www.wipo.int/pct/en/texts.]

PCT Rule5
The Description

*kkkkk
5.2 Nucleotide and/or Amino Acid Sequence Disclosure

(@) Wheretheinternational application contains disclosure
of nucleotide and/or amino acid sequences that, pursuant to the
Administrative Instructions, are required to be included in a
sequence listing, the description shall include asequencelisting
part of the description complying with the standard provided
for in the Administrative Instructions.

(b) Language-dependent freetext included in the sequence
listing part of the description shall not be required to beincluded
in the main body of the description.

PCT Rule 13 ter
Nucleotide and/or Amino Acid Sequence Listings

13 ter.1 Procedure beforethe International Searching
Authority

(8 Wheretheinternational application contains disclosure
of nucleotide and/or amino acid sequences that, pursuant to the
Administrative Instructions, are required to be included in a
sequence listing, the International Searching Authority may
invite the applicant to furnish to it, for the purposes of the
international search, a sequence listing complying with the
standard provided for in the Administrative Instructions, unless
such listing is already availableto it in aform, language and
manner acceptableto it, and to pay to it, where applicable, the
late furnishing fee referred to paragraph (c), within atime limit
fixed in the invitation:

(b) [Deleted]

(c) The furnishing of a sequence listing in responseto an
invitation under paragraph (a) may be subjected by the
International Searching Authority to the payment to it, for its
own benefit, of alate furnishing fee whose amount shall be
determined by the International Searching Authority but shall
not exceed 25% of theinternational filing feereferred toinitem
1 of the Schedule of Fees, not taking into account any fee for
each sheet of theinternational application in excess of 30 sheets.

(d) If the applicant does not, within the time limit fixed in
theinvitation under paragraph (a), furnish the required sequence
listing and pay any required late furnishing fee, the International
Searching Authority shall only be required to search the
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international application to the extent that a meaningful search
can be carried out without the sequence listing.

(e) Any sequence listing not contained in the international
application asfiled, whether furnished in response to an
invitation under paragraph (@) or otherwise, shall not form part
of the international application, but this paragraph shall not
prevent the applicant from amending the description in relation

to a sequence listing pursuant to Article 34(2)(b).

13 ter.2 Procedure before the International Preliminary
Examining Authority

Rule 13 ter.1 shall apply mutatis mutandis to the procedure
before the International Preliminary Examining Authority.

13ter.3 Sequence Listing for Designated Office

No designated Office shall require the applicant to furnish to it
asequence listing other than a sequence listing complying with
the standard provided for in the Administrative Instructions.

PCT Administrative I nstructions Section 208
Sequence Listings

Any sequence listing, whether forming part of theinternational
application or not forming part of the international application,
shall comply with Annex C. Sequences and references to
sequences included in the main part of the description, claims
and drawings shall also comply with Annex C.

I. REQUIREMENTSFOR SEQUENCE LISTINGS
UNDER WORLD INTELLECTUAL PROPERTY
OFFICE STANDARD ST.26 (WIPO ST.26)

[Editor Note: This subsection is applicable to all
international applications filed on or after July 1,
2022, having disclosures of nucleotide and/or amino
acid sequences as defined in WIPO ST.26.]

Patent applications that contain disclosures of
nucleotide and/or amino acid sequences, as defined
in WIPO ST.26 must present the associated
biologica sequence datain astandardized electronic
eXtensible Markup Language (XML) format, or a
“Sequence Listing XML" as a separate part of the
specification. In particular, World Intellectua
Property Organization (WIPO) Standard ST.26
permits applicantsto submit asingle, internationally
acceptable sequence listing in a language-neutral
format using specified International Nucleotide
Sequence Database Collaboration (INSDC)
identifiers in international applications filed under
the Patent Cooperation Treaty (PCT) and in national
and regional applicationsintheintellectual property
offices (IPOs) of WIPO member states. As aresult,
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asingle sequence listing in compliance with WIPO
Standard ST.26 can be prepared for use in the IPOs
of WIPO member states.

Where an international application, filed under the
PCT, contains a disclosure of nucleotide and/or
amino acid segquences, the description shall include
asequence listing part of the description complying
with the standard provided for in Annex C of the
Administrative  Instruction. However, where
applicant has not provided a sequence listing in
accordance with Annex C of the Administrative
Instructions and the USPTO acts as International
Searching Authority (ISA) or Internationa
Preliminary Examining Authority (IPEA) for, the
| SA/IPEA may invite applicant to furnish asequence
listing, with a late furnishing fee, under PCT rule
13ter. Thisinvitation will specify atime limit for a
proper response. A proper response to such an
invitation would include, the submission of a
“Sequence Listing XML” accordance with Annex
C of the Administrative Instructions, the late
furnishing fee in 37 CFR 1.445(a)(5), and a
statement that the information recorded does not go
beyond the disclosurein theinternational application
as filed. If a compliant “Sequence Listing XML”
has not been furnished to the ISA/IPEA within the
time limit set forth in the invitation, the |SA/IPEA
will only search and examine the international
application to the extent that a meaningful search or
examination can be performed without the
“Sequence Listing XML.” It is advisable for the
applicant to submit alisting of the sequencein WIPO
Standard ST.26 XML format, if such a listing is
required by the competent International Searching
Authority or International Preliminary Examining
Authority, together with theinternational application
rather than to wait for an invitation by the
International Searching Authority or International
Preliminary Examining Authority.

For a detailed discussion of the World Intellectual
Property Organization (WIPO) Standard ST.26,
seeMPEP 88 2412 - 2419, in particular MPEP _§
2414.05.

For ease of access, WIPO Standard ST.26 can be
found at: WWW.Wipo.int/expor t/sites/'www/
standar ds/en/pdf/03-26-01.pdf.
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II. REQUIREMENTSFOR SEQUENCE LISTINGS
UNDER WORLD INTELLECTUAL PROPERTY
OFFICE STANDARD ST.25 (WIPO ST.25)

[Editor Note: This subsection is only applicable to
international applications having an international
filing date before July 1, 2022, disclosing one or
more nucleotide and/or amino acid sequences.]

Where an international application discloses one or
more nucleotide and/or amino acid sequences, the
description must contain a sequence listing
complying with the standard specified in the
Administrative Instructions. A copy of the
Administrative Instructions in force before July 1,
2022 can be found at: www.wipo.int/export/sites/
www/pct/en/texts/pdf/ai_22.pdf . The standard is
set forth in detail in Annex C - Standard for the
Presentation of Nucleotide and Amino Acid
Sequence Listings in Internationa  Patent
Applications Under the PCT. The standard allows
the applicant to draw up a single sequence listing
which is acceptable to al receiving Offices,
International Searching and Preliminary Examining
Authorities for the purposes of the international
phase, and to all designated and elected Offices for
the purposes of the national phase.

Under PCT Rule 5.2(a), the sequence listing must
aways be presented as a separate part of the
description. When filing an international application
(PCT) using EFS-Web, the sequence listing part of
the description may be submitted either asasingle
ASCIIl text file with a ".txt" extension (eg.,
"seglist.txt") or as a PDF file. Note that 100
megabytesisthesizelimit for submitting asequence
listing text file via EFS-Web.

A single ASCII text file will serve both as the
sequence listing part of the description under PCT
Rule 5.2 and the electronic form under PCT Rule
13 ter.1(a) in the absence of a PDF sequence listing
file. The check list of the PCT Request
(PCT/RO/101) provided via EFS-Web together with
the international application (PCT) must indicate
that the sequence listing forms part of the
international application. Furthermore, the statement
as set forth in paragraph 4(v) of the Al Annex C
(Administrative Instructions under the PCT, Annex
C), that "theinformation recorded in el ectronic form
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furnished under PCT Rule 13 ter isidentical to the
sequence listing as contained in the international
application,” is not required.

Submission of the sequence listing part of the
description in a PDF file is not recommended
because the applicant would aso be required to
supply a copy of the sequence listing in an ASCII
text file to the appropriate authority for purposes of
international search and/or international preliminary
examination in accordance with paragraph 40 of Al
Annex C. When a sequence listing is filed via
EFS-Web in anew PCT international applicationin
both a PDF file and an ASCII text file, but the
Request form Box No. IX does nhot indicate which
one forms part of the international application, the
PDF copy of the sequencelisting will be considered
to form part of the application and the ASCII text
file will be considered an accompanying item for
search purposes under PCT Rule 13 ter.1(a) only.

In cases where a sequence listing does not meet the
necessary requirements, such as it has been
submitted in PDF format or .txt file doesnot comply
with Annex C, the International Searching Authority
and the International Preliminary Examining
Authority may invitethe applicant to furnish, within
afixed timelimit, asequencelisting complying with
the required standard. The invitation may aso, in
accordance with PCT Rule 13 ter.1(c), request the
payment of a late furnishing fee. Where such an
invitation has been issued, the sequence listing and
late fee must be submitted to the International
Searching Authority or the International Preliminary
Examining Authority. It isadvisablefor the applicant
to submit alisting of the sequencein electronic form
(text), if such alisting is required by the competent
International Searching Authority or International
Preliminary Examining Authority, together with the
international application rather than to wait for an
invitation by the International Searching Authority
or International Preliminary Examining Authority.

The electronic form (text) is not mandatory in
international applications to be searched by the
United States International Searching Authority or
examined by the United States International
Preliminary Examining Authority. However, if an
electronic form (text) of a sequence listing is not
provided, asearch or examination will be performed
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only to the extent possible in the absence of the
electronic form (text). The U.S. sequence rules (37
CFR 1.821 - 1.825) and the PCT sequence
requirements are substantively consistent. In this
regard, full compliance with the requirements of the
U.S. ruleswill generally ensure compliance with the
applicable PCT requirements. However, the
requirementsof 37 CFR 1.821 through 37 CFR 1.825
are less stringent than the requirements of WIPO
Standard ST.25. See MPEP § 2422, subsection Il,
MPEP _§ 2422.03(a), subsection IV, and MPEP §
2422.07 for information specific to filing sequence
listingsin international applications.

For adetailed discussion of the U.S. sequencerules,
see MPEP 8§ 2420 - 2429.

The calculation of the international filing fee for an
international application (PCT), including asequence
listing, filed via EFS-Web is determined based on
the type of sequence listing file. A sequence listing
filed inan ASCII text filewill not beincluded in the
sheet count of the international application (PCT).
A sequence listing filed in a PDF file will be
included in the sheet count of the international
application (PCT). Therefore, the sheet count for an
EFS-Web filed international application (PCT)
containing both a PDF file and a text file sequence
listing will be calculated to include the number of
sheets of the PDF sequence listing.

1824 The Claims[R-07.2015]

PCT Article6

The Claims
Theclaim or claims shall define the matter for which protection
is sought. Claims shall be clear and concise. They shall be fully
supported by the description.

PCT Rule 6

The Claims

6.1 Number and Numbering of Claims

(8 The number of the claims shall be reasonablein
consideration of the nature of the invention claimed.

(b) If there are several claims, they shall be numbered
consecutively in Arabic numerals.

(c) Themethod of numbering in the case of the amendment
of claims shall be governed by the Administrative I nstructions.
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6.2 Referencesto Other Partsof thel nternational Application

(a) Claims shall not, except where absolutely necessary,
rely, in respect of the technical features of the invention, on
references to the description or drawings. In particular, they
shall not rely on such references as: “as described in part ... of
the description,” or “asillustrated in figure ... of the drawings.”

(b) Wherethe international application contains drawings,
the technical features mentioned in the claims shall preferably
be followed by the reference signs relating to such features.
When used, the reference signs shall preferably be placed
between parentheses. If inclusion of reference signs does not
particularly facilitate quicker understanding of aclaim, it should
not be made. Reference signs may be removed by a designated
Office for the purposes of publication by such Office.

6.3 Manner of Claiming

(@) The definition of the matter for which protection is
sought shall beintermsof thetechnical features of theinvention.

(b) Whenever appropriate, claims shall contain:

(i) astatement indicating those technical features of
the invention which are necessary for the definition of the
claimed subject matter but which, in combination, are part of
the prior art,

(ii) acharacterizing portion - preceded by the words
“characterized in that,” “characterized by,” “wherein the
improvement comprises,” or any other words to the same effect
- stating concisely the technical featureswhich, in combination
with the features stated under (i), it is desired to protect.

(c) Wherethe national law of the designated State does not
require the manner of claiming provided for in paragraph (b),
failure to use that manner of claiming shall have no effect in
that State provided the manner of claiming actually used satisfies
the national law of that State.

6.4 Dependent Claims

(@) Any claim which includes all the features of one or
more other claims (claim in dependent form, hereinafter referred
to as“dependent claim”) shall do so by areference, if possible
at the beginning, to the other claim or claims and shall then state
the additional features claimed. Any dependent claim which
refersto more than one other claim (“multiple dependent claim™)
shall refer to such claimsin the alternative only. Multiple
dependent claims shall not serve asabasisfor any other multiple
dependent claim. Where the national law of the national Office
acting as International Searching Authority does not allow
multiple dependent claims to be drafted in a manner different
from that provided for in the preceding two sentences, failure
to use that manner of claiming may result in an indication under
Article 17(2)(b) in theinternational search report. Failureto use
the said manner of claiming shall have no effect in adesignated
State if the manner of claiming actually used satisfies the
national law of that State.

(b) Any dependent claim shall be construed asincluding
al the limitations contained in the claim to which it refers or,
if the dependent claim is a multiple dependent claim, all the
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limitations contained in the particular claim inrelationto which
it is considered.

(c) All dependent claimsreferring back to asingle previous
claim, and all dependent claims referring back to several
previous claims, shall be grouped together to the extent and in
the most practical way possible.

6.5 Utility Models

Any designated State in which the grant of a utility model is
sought on the basis of an international application may, instead
of Rules 6.1 to 6.4, apply in respect of the matters regulated in
those Rules the provisions of its national law concerning utility
models once the processing of the international application has
started in that State, provided that the applicant shall be allowed
at least two months from the expiration of the time limit
applicable under Article 22 to adapt his application to the
regquirements of the said provisions of the national law.

PCT Administrative I nstructions Section 205
Numbering and | dentification of Claims Upon Amendment

(8 Amendments to the claims under Article 19 or Article
34(2)(b) may be made either by cancelling one or more entire
claims, by adding one or more new claims or by amending the
text of one or more of the claims asfiled. Whereaclaimis
cancelled, no renumbering of the other claimsshall be required.
In all cases where claims are renumbered, they shall be
renumbered consecutively in Arabic numerals.

(b) The applicant shall, in the letter referred to in Rule
46.5(b) or Rule 66.8(c), indicate the differences between the
claims asfiled and the claims as amended or, as the case may
be, differences between the claims as previously amended and
currently amended. He shall, in particular, indicate in the said
letter, in connection with each claim appearing in the
international application (it being understood that identical
indications concerning several claims may be grouped), whether:

(i) the claim isunchanged;

(i) theclaimis cancelled;

(iii) the claimisnew;

(iv) the claim replaces one or more claims as filed;

(v) theclaimistheresult of the division of aclaim as
filed;

(vi) theclaim replacesone or more claimsaspreviously
amended;

(vii) the claim istheresult of the division of aclaim
as previously amended.

37 CFR 1.436 The claims.

The reguirements as to the content and format of claims are set
forthin PCT Art. 6 and PCT Rules 6, 9, 10 and 11 and shall be
adhered to. The number of the claims shall be reasonable,
considering the nature of the invention claimed.

Rev. 07.2022, February 2023

MANUAL OF PATENT EXAMINING PROCEDURE

The claim or claims must “define the matter for
which protection is sought.” Claims must be clear
and concise. They must be fully supported by the
description. PCT Rule 6 contains detailed
requirements as to the number and numbering of
claims, the extent to which any claim may refer to
other parts of the international application, the
manner of claiming, and dependent claims. As to
the manner of claiming, the claims must, whenever
appropriate, be in two distinct parts, namely, the
statement of the prior art and the statement of the
features for which protection is sought (“the
characterizing portion”).

The physical requirements for the claims are the
same as those for the description. Note that the
claims must commence on a new sheet.

The procedure for rectification of obvious mistakes
is explained in MPEP § 1836. The omission of an
entire sheet of the claims cannot be rectified without
affecting the international filing date, except in
applications filed on or after April 1, 2007, where,
if the application, onitsinitial receipt date, contained
a priority claim and a proper incorporation by
reference statement, the original international filing
date may beretained if the submitted correction was
completely contained in the earlier application. See
PCT Rules 4.18 and 20.6. It is recommended that a
request for rectification of obvious mistakes in the
claimsbe made only if the mistakeisliableto affect
theinternational search; otherwise, the rectification
should be made by amending the claims.

The claims can be amended during the international
phase under PCT Article 19 on receipt of the
international search report, during international
preliminary examination if the applicant hasfiled a
Demand, and during the national phase.

Multiple dependent claims are permitted in
international applications before the United States
Patent and Trademark Office as an International
Searching and International Preliminary Examining
Authority or as a Designated or Elected Office, if
they are in the aternative only and do not serve as
abasisfor any other multiple dependent claim (PCT
Rule 6.4(a), 35 U.S.C. 112). The claims, being an
element of the application, should start on a new
page (PCT Rule 11.4). Page numbers must not be
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placed in the margins (PCT _Rule 11.7(b)). Line
numbers should appear in the right half of the left
margin (PCT Rule 11.8(b)). See PCT Rule 11.6(€).

The number of claims shall be reasonable,
considering the nature of the invention claimed (37
CFR 1.436).

1825 The Drawings[R-08.2017]

PCT Article7
The Drawings

(1) Subject to the provisions of paragraph (2)(ii), drawings
shall be required when they are necessary for the understanding
of the invention.

(2) Where, without being necessary for the understanding
of theinvention, the nature of the invention admits of illustration
by drawings:

(i) the applicant may include such drawingsin the
international application when filed.

(ii) any designated Office may requirethat the applicant
file such drawings with it within the prescribed time limit.
PCT Rule 7
The Drawings
7.1 Flow Sheets and Diagrams

Flow sheets and diagrams are considered drawings.
7.2 Time Limit

Thetimelimit referred to in Article 7(2)(ii) shall be reasonable
under the circumstances of the case and shall, in no case, be
shorter than two months from the date of the written invitation
requiring the filing of drawings or additional drawings under
the said provision.

PCT Rule 11
Physical Requirements of the I nternational Application

*kkkk

11.5 Size of Sheets

The size of the sheets shall be A4 (29.7 cm x 21 cm). However,
any receiving Office may accept international applications on
sheets of other sizes provided that the record copy, astransmitted
to the International Bureau, and, if the competent International
Searching Authority so desires, the search copy, shall be of A4
size.

11.6 Margins

*kkkk

(c) On sheets containing drawings, the surface usable shall
not exceed 26.2 cm x 17.0 cm. The sheets shall not contain
framesaround the usable or used surface. The minimum margins
shall be asfollows:

-top: 25cm
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- left side: 2.5 cm
- right side: 1.5 cm

- bottom: 1.0 cm.
*kkkk

11.11 Wordsin Drawings

(a) The drawings shall not contain text matter, except a single
word or words, when absolutely indispensable, such as*“water,”
“steam,” “open,” “closed,” “section on AB,” and, in the case of
electric circuits and block schematic or flow sheet diagrams, a
few short catchwords indispensable for understanding.

(b) Any words used shall be so placed that, if trandlated, they
may be pasted over without interfering with any lines of the
drawings.

*kkkk
11.13 Special Requirementsfor Drawings

(a) Drawings shall be executed in durable, black,
sufficiently dense and dark, uniformly thick and well-defined,
lines and strokes without colorings.

(b) Cross-sections shall be indicated by oblique hatching
which should not impede the clear reading of the reference signs
and leading lines.

(c) The scale of the drawings and the distinctness of their
graphical execution shall be such that a photographic
reproduction with alinear reduction in size to two-thirds would
enable all details to be distinguished without difficulty.

(d) When, in exceptional cases, the scaleisgiven on a
drawing, it shall be represented graphically.

(e) All numbers, letters and reference lines, appearing on
the drawings, shall be simple and clear. Brackets, circles or
inverted commas shall not be used in association with numbers
and letters.

(f) All linesinthe drawingsshall, ordinarily, be drawn with
the aid of drafting instruments.

(g) Each element of each figure shall be in proper
proportion to each of the other elementsin the figure, except
where the use of a different proportion is indispensable for the
clarity of the figure.

(h) The height of the numbers and letters shall not be less
than 0.32 cm. For thelettering of drawings, the Latin and, where
customary, the Greek al phabets shall be used.

(i) The same sheet of drawings may contain several figures.
Where figures on two or more sheets form in effect asingle
complete figure, the figures on the several sheets shall be so
arranged that the compl ete figure can be assembled without
concealing any part of any of the figures appearing on the
various sheets.

(i) Thedifferent figures shall be arranged on a sheet or
sheets without wasting space, preferably in an upright position,
clearly separated from one another. Where the figures are not
arranged in an upright position, they shall be presented sideways
with the top of the figures at the |eft side of the sheet.
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(k) The different figures shall be numbered in Arabic
numerals consecutively and independently of the numbering of
the sheets.

(I) Reference signs not mentioned in the description shall
not appear in the drawings, and vice versa.

(m) The same features, when denoted by reference signs,
shall, throughout the international application, be denoted by
the same signs.

(n) If the drawings contain alarge number of reference
signs, it is strongly recommended to attach a separate sheet
listing all reference signs and the features denoted by them.

*kkk*k

37 CFR 1.437 Thedrawings.

(a) Drawings are required when they are necessary for the
understanding of theinvention (PCT Art. 7).

(b) The physical requirementsfor drawings are set forthin
PCT Rule 11 and shall be adhered to.

Theinternational application must contain drawings
when they are necessary for the understanding of
the invention. Moreover where, without drawings
being actually necessary for the understanding of
the invention, its nature admits of illustration by
drawings, the applicant may include such drawings
and any designated Office may require the applicant
to file such drawings during the national phase. Flow
sheets and diagrams are considered drawings.

Drawings must be presented on one or more separate
sheets. They may not beincluded in the description,
the claims or the abstract. They may not contain text
matter, except a single word or words when
absolutely indispensable. Note that if the drawings
contain text matter not in English but in alanguage
accepted under PCT Rule 12.1(a) by the International

Bureau as a Receiving Office, the international

application will be transmitted to the International

Bureau for processing in its capacity as a Receiving
Office. See 37 CFR 1.412(c)(6)(ii). If the drawings
contain text matter not in alanguage accepted under
PCT Rule 12.1(a) by the International Bureau as a
Receiving Office, the application will be denied an
international filing date.

All linesin the drawings must, ordinarily, be drawn
with the aid of a drafting instrument and must be
executed in black, uniformly thick and well-defined
lines. Color drawingsare not acceptable. PCT Rules
11.10 to 11.13 contain detailed requirements as to
further physical requirementsof drawings. Drawings
newly executed according to national standards may
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not be required during the national phase if the
drawings filed with the international application
comply with PCT Rule 11. The examiner may
require new drawings where the drawings which
were accepted during theinternational phase did not
comply with PCT Rule 11. A file reference may be
indicated in the upper left corner on each sheet of
the drawings.

All of the figures congtituting the drawings must be
grouped together on a sheet or sheets without waste
of space, preferably in an upright position and clearly
separated from each other. Where the drawings
cannot be presented satisfactorily in an upright
position, they may be placed sideways, with thetops
of the drawings on the left-hand side of the sheet.

The usable surface of sheets (which must be of A4
size) must not exceed 26.2 cm x 17.0 cm. The sheets
must not contain frames around the usable surface.
The minimum margins which must be observed are:
top and left side: 2.5 cm; right side: 1.5 cm; bottom:
1.0cm.

All sheets of drawings must be numbered in the
center of either the top or the bottom of each sheet
but not in the margin in numbers larger than those
used as reference signs in order to avoid confusion
with the latter. For drawings, a separate series of
page numbers is to be used. The number of each
sheet of the drawings must consist of two Arabic
numerals separated by an oblique stroke, the first
being the sheet number and the second being the
total number of sheets of drawings. For example,
“2/5” would be used for the second sheet of drawings
where there arefivein all.

Different figures on the sheets of drawings must be
numbered in Arabic numerals consecutively and
independently of the numbering of the sheets and,
if possible, in the order in which they appear. This
numbering should be preceded by the expression
“Fig”

In situations where one or more sheets are added,
each sheet shall be identified by the number of the
preceding sheet followed by a slant and then by
another Arabic numera such that the additional
sheets are numbered consecutively, starting always
with number one for the first sheet added after an
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unchanged sheet (e.g., 10/1, 15/1, 15/2, 15/3, etc.).
See Administrative Instructions Section 311.

The PCT makes no provision for photographs.
Nevertheless, they are allowed by the International
Bureau whereit isimpossibleto present in adrawing
what is to be shown (for instance, crystaline
structures). Where, exceptionally, photographs are
submitted, they must be on sheets of A4 size, they
must be black and white, and they must respect the
minimum margins and admit of direct reproduction.
Color photographs are not accepted.

The procedure for rectification of obvious mistakes
in the drawings is explained in MPEP § 1836. The
omission of an entire sheet of drawings cannot be
rectified without affecting the international filing
date, except in applications filed on or after April 1,
2007, where, if the application, onitsinitial receipt
date, contained a priority claim and a proper
incorporation by reference statement, the original
international filing date may be retained if the
submitted correction was completely contained in
the earlier application. See PCT Rules4.18 and 20.6.
Rectifications of obvious mistakesare not considered
to be amendments.

The drawings can be amended during the
international phase only if the applicant files a
Demand for international preliminary examination.
The drawings can aso be amended during the
national phase. The amendment shall not go beyond
the disclosurein theinternational application asfiled.
See PCT Article 34(2)(b).

If drawings are referred to in an international
application and are not found in the search copy file,
the examiner should refer the application to aQuality
Assurance Specialist in hisor her Technology Center
or a PCT Special Program Examiner. See
Administrative Instructions Section 310.

1826 TheAbstract [R-08.2017]

PCT Rule 8
The Abstract
8.1 Contents and Form of the Abstract

(a) The abstract shall consist of the following:

(i) asummary of the disclosure as contained in the
description, the claims, and any drawings; the summary shall
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indicate the technical field to which the invention pertains and
shall be drafted in away which allows the clear understanding
of thetechnical problem, the gist of the solution of that problem
through the invention, and the principal use or uses of the
invention;

(ii) where applicable, the chemical formulawhich,
among all the formulae contained in theinternational application,
best characterizes the invention.

(b) Theabstract shall be as concise asthe disclosure permits
(preferably 50to 150 wordsif it isin English or when translated
into English).

(c) Theabstract shall not contain statements on the alleged
merits or value of the claimed invention or on its speculative
application.

(d) Each main technical feature mentioned in the abstract
andillustrated by adrawing in theinternational application shall
be followed by areference sign, placed between parentheses.

8.2 Figure

(a) If the applicant failsto make the indication referred to
in Rule 3.3(a)(iii), or if the International Searching Authority
finds that afigure or figures other than that figure or those
figures suggested by the applicant would, among al the figures
of all the drawings, better characterize the invention, it shall,
subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by
the International Bureau. In such case, the abstract shall be
accompanied by the figure or figures so indicated by the
International Searching Authority. Otherwise, the abstract shall,
subject to paragraph (b), be accompanied by thefigure or figures
suggested by the applicant.

(b) If the International Searching Authority findsthat none
of thefigures of the drawingsis useful for the understanding of
the abstract, it shall notify the International Bureau accordingly.
In such case, the abstract, when published by the International
Bureaw, shall not be accompanied by any figure of the drawings
even where the applicant has made a suggestion under Rule

3.3(a)(iii).

8.3 Guiding Principlesin Drafting

The abstract shall be so drafted that it can efficiently serveasa
scanning tool for purposes of searching in the particular art,
especidly by assisting the scientist, engineer or researcher in
formulating an opinion on whether thereisaneed for consulting
theinternational application itself.

37 CFR 1.438 The abstract

() Requirements asto the content and form of the abstract
are set forth in PCT Rule 8, and shall be adhered to.

(b) Lack of an abstract upon filing of an international
application will not affect the granting of afiling date. However,
failure to furnish an abstract within one month from the date of
the notification by the Receiving Office will result in the
international application being declared withdrawn.
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The abstract must consist of a summary of the
disclosure as contained in the description, the claims
and any drawings. Where applicable, it must also
contain the most characteristic chemical formula.
The abstract must be as concise as the disclosure
permits (preferably 50 to 150 wordsif itisin English
or when translated into English). National practice
(see MPEP § 608.01(b)) also provides a maximum
of 150 words for the abstract. See 37 CFR 1.72(b).
The PCT range of 50 - 150 wordsis not absol ute but
publication problems could result when the PCT
limit is increased beyond the 150 word limit.
Maintaining the PCT upper limit is encouraged. As
aruleof thumb, it can be said that the volume of the
text of the abstract, including one of the figuresfrom
the drawings (if any), should not exceed what can
be accommodated on an A4 sheet of typewritten
matter, 1 1/2 spaced. The abstract of theinternational
application as filed must begin on a new sheet
following the claims (Administrative Instructions
Section 207). The other physical requirements must
correspond to those for the description. The abstract
must be so drafted that it can efficiently serve as a
scanning tool for the purposes of searching in the
particular art. These and other requirements
concerning the abstract are spelled out in detail in
PCT Rule 8. Useful guidance can be obtained from
the “Guidelines for the Preparation of Abstracts
Under the Patent Cooperation Treaty,” published in
the PCT Gazette (No. 5/1978). Those Guidelines
may be obtained, in English and French, from the
International Bureau.

The abstract should be primarily related to what is
new in the art to which the invention pertains.
Phrases should not be used which are implicit, (for
instance, “theinvention relatesto...”), and statements
on the alleged merits or value of the invention are
not allowed.

Where the receiving Office finds that the abstract is
missing, it invites the applicant to furnish it within
a time limit fixed in the invitation. Where the
receiving Office has not invited the applicant to
furnish an abstract or the applicant fails to furnish
an abstract within atimelimit fixed in theinvitation,
the International Searching Authority establishes
one. See PCT Rule 38. The same applies where the
abstract does not comply with the requirements
outlined in the preceding paragraphs. Where the
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abstract is established by the International Searching
Authority, the applicant may propose modifications
of, or comment on, the new abstract until the
expiration of 1 month from the date of mailing of
the international search report (PCT Rule 38.3).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words. Should contain:

(A) Indication of field of invention.
(B) Clear indication of the technical problem.

(C) Summary of invention’s solution of the
problem.

(D) Principa use or uses of the invention.

(E) Reference numbers of the main technical
features placed between parentheses.

(F) Where applicable, chemical formulawhich
best characterizes the invention.

Should not contain:

(A) Superfluous language.

(B) Legal phraseology such as“said” and
“ mear]S'H

(C) Statements of alleged merit or speculative
application.

(D) Prohibited items as defined in PCT Rule 9.
1827 Fees[R-07.2015]

A complete list of Patent Cooperation Treaty fee
amounts which are to be paid to the United States
Patent and Trademark Office (USPTO), for both the
national and international stages, can befound at the
beginning of each weekly issue of the Official
Gazette of the United States Patent and Trademark
Office and on the International Patent Legal
Administration page of the USPTO website (see
MPEP § 1730). Applicants are urged to refer to this
list before submitting any fees to the USPTO.

Pursuant to PCT Rules 14.1(c), PCT Rule 15.3, and
16.1(f), the international filing, transmittal, and
search fee payable is the internationa filing,
transmittal, and search fee in effect on the receipt
date of the internationa application. See 37 CFR
1.431(c). For international applications filed on or
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after November 15, 2011, the transmittal fee paid to
the USPTO as Receiving Office consists of both a
basic portion and anon-electronic filing portion. See
37 CFR 1.445(a)(1). The non-electronic filing
portion is applicable where applicant files the
international application in paper rather than by the
USPTO's electronic filing system (EFS-Web).

1827.01 Refund of International Application
Fees[R-07.2022]

37 CFR 1.446 Refund of international application filing and
processing fees.

(@) Money paid for international application fees, where
paid by actual mistake or in excess, such as a payment not
required by law or treaty and its regulations, may be refunded.
A mere change of purpose after the payment of afee will not
entitle aparty to arefund of such fee. The Officewill not refund
amounts of twenty-five dollars or less unless arefund is
specifically requested and will not notify the payor of such
amounts. If the payor or party requesting arefund does not
provide the banking information necessary for making refunds
by electronic funds transfer, the Office may use the banking
information provided on the payment instrument to make any
refund by electronic funds transfer.

(b) Any request for refund under paragraph (a) of this
section must be filed within two years from the date the feewas
paid. If the Office charges adeposit account by an amount other
than an amount specifically indicated in an authorization under
§ 1.25(b), any request for refund based upon such charge must
be filed within two years from the date of the deposit account
statement indicating such charge and include a copy of that
deposit account statement. The time periods set forth in this
paragraph are not extendable.

(c) Refund of the supplemental search feeswill be made if
such refund is determined to be warranted by the Director or
the Director’s designee acting under PCT Rule 40.2(c).

(d) Theinternational and search feeswill be refunded if no
international filing date is accorded or if the application is
withdrawn before transmittal of the record copy to the
International Bureau (PCT Rules 15.6 and 16.2). The search fee
will be refunded if the application is withdrawn before
transmittal of the search copy to the International Searching
Authority. The transmittal fee will not be refunded.

(e) The handling fee (8§ 1.482(b)) will be refunded (PCT
Rule 57.6) only if:

(1) The Demand iswithdrawn before the Demand has
been sent by the International Preliminary Examining Authority
to the International Bureau, or

(2) The Demand is considered not to have been

submitted (PCT Rule 54.4(a)).

Although 37 CFR 1.446(a) indicates that a “mere
change of purpose after the payment of a fee will
not entitle a party to arefund of such fee” 37 CFR
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1.446(d) and (e) contain exceptions to this genera
Statement.

According to 37 CFR 1.446(d), theinternational and
search feeswill berefunded if nointernational filing
date is accorded or if the application is withdrawn
before transmittal of the record copy to the
International Bureau. The search feewill berefunded
if the application is withdrawn before the search
copy is transmitted to the International Searching
Authority. The transmittal fee will not be refunded.

According to 37 CFR 1.446(e), the handling fee will
be refunded if the Demand is withdrawn before the
Demand has been sent by the Internationa
Preliminary Examining Authority to the International
Bureau.

Refund of the supplemental search feewill be made
if the applicant is successful in a protest (filed
pursuant to 37 CFR 1.477) to a holding of lack of
unity of invention. The supplemental search fee must
be paid and be accompanied by (1) aprotest and (2)
arequest for refund of the supplemental search fee.

If the receiving Office and International Searching
Authority are not the same Office, any request for
refund of the search fee made after the search copy
has been transmitted to the International Searching
Authority must be directed to the International
Searching Authority and not to the receiving Office.

1828 Priority Claim and Document
[R-07.2015]

An applicant who claimsthe priority of one or more
earlier national, regiona or international applications
for the sameinvention must indicate on the Request,
at the time of filing, the country in or for which it
was filed, the date of filing, and the application
number. See PCT Article 8 and PCT Rule 4.10 for
priority claim particularsand PCT Rule 90 bis.3 for
withdrawal of priority claims. Note that under PCT
Rule 4.10, an applicant may claim the priority of an
applicationfiled in or for a State whichisaMember
of the World Trade Organization (WTO), even if
that Stateisnot party to the Paris Convention for the
Protection of Industrial Property (Paris Convention).
However, a PCT Contracting State that is not a
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Member of the WTO would not be obliged to
recognize the effects of such apriority claim.

The applicant may correct or add apriority claim by
a notice submitted to the Receiving Office or the
International Bureau (I1B) within 16 months from
the priority date, or where the priority date is
changed, within 16 months from the priority date so
changed, whichever period expires first, provided
that a notice correcting or adding a priority claim
may in any event be submitted until the expiration
of 4 months from the international filing date. PCT
Rule 26 bis.1 and 37 CFR 1.451 and 1.465. For a
withdrawal of a priority claim, see MPEP § 1859.

Under the PCT procedure, the applicant may filethe
certified copy of the earlier filed national application
together with the international application in the
receiving Officefor transmittal with therecord copy,
or alternatively the certified copy may be submitted
by the applicant to the I B or the receiving Office not
later than 16 months from the priority date or, if the
applicant has requested early processing in any
designated Office, not later than the time such
processing or examination isrequested. The IB will
normally furnish copies of the certified copy to the
various designated Offices so that the applicant will
not normally be required to submit certified copies
to each designated Office. If the earlier filed
application was filed with the U.S. Patent and
Trademark Office, the applicant may request the
U.S. Receiving Office (RO/US) to prepare, and
transmit to the IB, a certified copy of the earlier
application. The request (Form PCT/RO/101)
contains abox which can be checked requesting that
the receiving Office prepare the certified copy. In
international applications filed in the RO/US on or
after August 31, 2007, the RO/USwill electronically
transmit the certified copy of the earlier application
if the applicant has made a request in accordance
with PCT Rule 17.1(b) and 37 CFR 1.451(b).
Further, in such international applications filed on
or after August 31, 2007, the USPTO has waived
the fee set out in 37 CFR 1.19(b)(1)(iii)(A) for
electronically providing a copy of the patent
application asfiled. If the earlier applicationismade
available to the International Bureau via a digital
library, applicant may reguest the International
Bureau to abtain a copy of the earlier application
from the digital library. The International Bureau
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will electronically obtain the copy of the earlier
application if the applicant has made a request in
accordance with PCT Rule 17.1(b- bis).

Transmission may be delayed or prevented when no
inventor common to the priority applicationisnamed
intheinternational application. Further, transmission
of the priority document will not occur until its
national security review is complete.

For use of the priority document in a U.S. nationa
application which entered the national stage from
an international application after compliance with
35 U.S.C. 371, see MPEP § 1893.03(c).

1828.01 Restoration of the Right of Priority
[R-07.2022]

37 CFR 1.452 Restoration of right of priority

(a) If theinternational application hasan international filing
date which islater than the expiration of the priority period as
defined by PCT Rule 2.4 but within two months from the
expiration of the priority period, the right of priority in the
international application may be restored upon request if the
delay in filing the international application within the priority
period was unintentional.

(b) A request to restore theright of priority in an
international application under paragraph (a) of this section must
be filed not later than two months from the expiration of the
priority period and must include:

(1) A notice under PCT Rule 26 his.1(a) adding the
priority claim, if the priority claim in respect of the earlier
application is not contained in the international application;

(2) The petition fee as set forth in § 1.17(m); and

(3) A statement that the delay infiling theinternational
application within the priority period was unintentional. The
Director may require additional information where thereisa
question whether the delay was unintentional.

(c) If the applicant makes arequest for early publication
under PCT Article 21(2)(b), any requirement under paragraph
(b) of this section filed after the technical preparations for
international publication have been completed by the
International Bureau shall be considered as not having been
submitted in time.

On April 1, 2007, the regulations to the PCT were
amended to allow applicantswith applicationswhich
were filed on or after that date and which were also
filed after the expiration of the 12 month priority
period but within two months of the expiration of
the priority period, to request that theright of priority
be restored, provided that the failure to file the
application within the priority period wasin spite of
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due care or unintentional. See PCT Rule 26 bis.3.
Grantable requests for restoration of the right of
priority must be filed within two months from the
date of expiration of the priority period as defined
by new PCT Rule 2.4, and must be accompanied by:
(i) the requisite fee as set forth in § 1.17(m); (ii) a
notice under PCT Rule 26 bis.1(a) adding the
priority claim, if the priority claim in respect of the
earlier application is not contained in the
international application; and (iii) a statement that
thedelay infiling theinternational application within
the priority period was unintentional. The Director
may require additional information wherethereisa
guestion whether the delay was unintentional. If the
applicant makes arequest for early publication under
PCT Article 21(2)(b), any of requirements (i), (ii),
or (iii) above which are filed after the technical
preparationsfor international publication have been
completed by the International Bureau shall be
considered as not having been submitted in time.

The International Bureau decides these matters under
both the in spite of due care and unintentional
standards. Therefore, in view of the fact that the
USPTO only decides these matters under the
unintentional standard, applicants may wish to
consider filing directly with the International Bureau
as receiving Office instead of the United States
Receiving Office in the situation where applicant
desiresto request restoration of the right of priority
under the in spite of due care standard. Applicants
may also reguest that an application be forwarded
to the International Bureau for processing in its
capacity as a receiving Office in accordance with
PCT Rule 19.4(a)(iii) in situations where applicants,
after the international application has been filed,
realize that the application was filed after the
expiration of the 12 month priority period but within
two months of the expiration of the priority period,
and where applicant desiresto request restoration of
the right of priority under the in spite of due care
standard. However, the United States Receiving
Office may decline to forward the international
application to the International Bureau under PCT
Rule 19.4(a)(iii) if substantial processing of the
international application by the United States
Receiving Office has occurred. An international
application filed with, or forwarded to, the
International Bureau must have a foreign filing
license unless: (1) the invention was not madein the
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United States; or (2) a U.S. national application on
the invention was filed at least six months prior to
the filing of the international application, the U.S.
national application isnot subject to asecrecy order
under 37 CFR 5.2, and the international application
does not contain modifications, amendments, or
supplements changing the general nature of the
invention in a manner that would require any
corresponding United States application to be or
have been available for inspection under 35 U.S.C.
181. See 37 CFR 5.11 and 5.15.

It should be noted that restoration of a right of
priority to a prior application by the United States
Receiving Office, or by any other receiving Office,
under the provisions of PCT Rule 26 bis.3, will not
entitle applicants to aright of priority to such prior
application in a national stage application in any
office that has notified the International Bureau
under PCT Rule 26 bis.3(j) and 49 ter.1(g) of an
incompatibility with its national law. A full listing
of the national offices that will not accept the
restoration of the right of priority in the national
stage may be found on WIPO's website at
wwwwipoint/pd/enftextsreservationsres incomp.html.
In the United States, aright of priority that has been
restored under PCT Rule 26 bis.3 during the
international stage will be effective in the U.S.
national stage. See MPEP § 1893.03(c).

It should also be noted that regardiess of the PCT
Rule 26 bis.3(j)) and 49 ter.1(g) status of any
particular office, the priority date will still govern
al PCT time limits, including the thirty-month
period for filing national stage papers and fees under
37 CER 1.495. PCT Article 2(xi), which defines
“priority date” for purposes of computing timelimits,
containsno limitation that the priority claim bevalid.

In addition, in the context of arequest for restoration
of the right of priority pursuant to PCT Rule
26 bis.3(a), thereceiving Office shall, upon reasoned
reguest by the applicant or sua sponte, not transmit
documents or parts thereof in relation to the request
for restoration, if it finds that (i) the document or
part thereof does not obviously serve the purpose of
informing the public about the international
application; (ii) publication or public access or any
such document or part thereof would clearly
prejudice the personal or economic interests of any
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person; and (iii) thereisno prevailing public interest
to grant access to that document or part thereof. See
PCT Rule 26 bis.3(h- bis).

1828.02 Continuation or
Continuation-in-Part Indication in the
Request [R-07.2022]

PCT Rule4
The Request (Contents)

*hkkkk

4.11 Referenceto Continuation or Continuation-in-Part, or
Parent Application or Grant

@ If:

(ii) the applicant intends to make an indication under
Rule 49 his.1(d) of the wish that the international application
be treated, in any designated State, as an application for a
continuation or a continuation-in-part of an earlier application;
therequest shall soindicate and shall indicate the rel evant parent
application or parent patent or other parent grant.

*hkkk*k

The Supplemental Box of the Request form should
be used where the applicant has an earlier pending
United States nonprovisional application or
international application designating the U.S. and
wishes the later-filed international application to be
treated as a continuation or continuation-in-part of
such earlier application. To properly identify the
parent application, the specific reference must
identify the parent application by application number
and indicate the rel ationship to the parent application
(i.e., “continuation” or “continuation-in-part”). The
specific reference must also indicate the filing date
of the parent application if the parent application is
an international application. See 37 CFR 1.78(d)(2).

The applicant may correct or add to the request any
indication referred to in PCT Rule 4.11 by anotice
submitted to the International Bureau within atime
limit of 16 months from the priority date, provided
that any notice received by the International Bureau
after the expiration of that time limit shall be
considered to have been received on the last day of
that timelimit if the notice reachesthe International
Bureau before the technical preparations for
international publication have been completed. See
PCT Rule 26 quater.1. Where any correction or
addition of an indication referred to in PCT Rule
4.11 is not timely received under PCT Rule
26 quater.1, the International Bureau shall notify
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the applicant accordingly and shall proceed as
provided for in the Administrative Instructions. See
PCT Rule 26 quater.2.

The inclusion of a proper reference to the parent
applicationinthe PCT Reguest form or the presence
of such reference on the front page of the published
international application will satisfy the requirement
in 37 CFR 1.78 for the presentation of abenefit claim
in an application data sheet. See 37 CFR 1.76(q). In
such cases, a reference to the parent application in
an application data sheet would not be required in
the national stage application. Furthermore, inclusion
of aproper reference to the parent application in the
PCT Reguest formisalso beneficial where applicant
chooses to file a continuing application claiming
benefit under 35 U.S.C. 365(c) to the international
application (i.e., a bypass application) rather than
entering the U.S. national phase under 35 U.S.C.
371. See MPEP § 211.02, which indicates the right
to rely on a prior application may be waived by an
applicant if areferenceto the prior applicationisnot
included in the later-filed application.

1829 [Reserved]

1830 International Application Transmittal
L etter [R-07.2015]

A PCT international application transmittal |etter,
Form PTO-1382, is available for applicants to use
when filing PCT international applications and
related documents with the United States Receiving
Office. The form, which isintended to simplify the
filing of PCT international applications and related
documentswith the United States Receiving Office,
may be obtained online a www.uspto.gov/
patents-getting-started/inter national-protection/
patent-cooper ation-treaty/pct-chapter-i-forms.

1831 [Reserved]

1832 License Request for Foreign Filing
Under the PCT [R-07.2022]

A licensefor foreign filing is not required to file an
international application in the United States
Receiving Office but may be required before the
applicant or the U.S. Receiving Office can forward
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acopy of the international application to a foreign
patent office, the International Bureau or other
foreign authority (35 U.S.C. 368, 37 CFR 5.1 and
5.11). A foreign filing license to permit transmittal
to a foreign office or international authority is not
required if: (1) the invention was not made in the
United States; or (2) a U.S. national application on
the invention was filed at least six months prior to
the filing of the international application, the U.S.
national application isnot subject to a secrecy order
under 37 CFR 5.2, and the international application
does not contain modifications, amendments, or
supplements changing the general nature of the
invention in a manner that would require any
corresponding United States application to be or
have been available for inspection under 35 U.S.C.
181. See37 CFR5.11 and 5.15. In all other instances
(direct foreign filings outside the PCT or filingsin
a foreign receiving Office), the applicant should
petition for alicensefor foreignfiling (37 CFR 5.12)
and if appropriate, identify any additional subject
matter in theinternational application which was not
in the earlier U.S. national application (37_CFR

5.14(c)).

If no petition or request for aforeign filing license
isincluded in the international application, andit is
clear that a license is required because of the
designation of foreign countries and the time at
which the Record Copy must be transmitted, it is
current Office practice to construe thefiling of such
an international application to include a request for
aforeignfiling license. If thelicense can be granted,
it will be issued without further correspondence. If
no license can be issued, or further information is
required, applicant will be contacted. The automatic
request for aforeign filing license does not apply to
thefiling of aforeign application outside the PCT.

A foreign filing license also authorizes the export
of technical data abroad for purposes related to the
preparation, filing or possiblefiling, and prosecution
of a foreign application. See 37 CFR 5.11(b).
Effective September 30, 2020, 37 CFR 5.11 was
amended to expand the scope of a foreign filing
licenseto include the export of technical dataabroad
for purposes relating to the use of a World
Intellectual Property Organization online service
(ePCT) for preparing an international application
for filing with the United States Receiving Office
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without separately complying with the regulations
contained in 22 CFR parts 120 through 130
(International Traffic in Arms Regulations of the
Department of State), 15 CFR parts 730 through 774
(Export Administration Regulations of the Bureau
of Industry and Security, Department of Commerce),
and 10 CFR part 810 (Assistance to Foreign Atomic
Energy Activities Regulations of the Department of
Energy). Applicants using WIPO's ePCT system to
prepare an international application for filing with
the United States Receiving Office without aforeign
filing license are cautioned against exporting
technica data into ePCT without separately
complying with the aforementioned regul ations. See
MPEP §§ 140 and 1821.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international
application, the application will not be forwarded
to the International Bureau as long as the secrecy
order remains in effect (PCT_Article 27(8) and
35 U.S.C. 368). If the secrecy order remains in
effect, the international application will be declared
withdrawn (abandoned) because the Record Copy
of the international application was not received in
time by the International Bureau (37 CFR 5.3(d),
PCT Article 12(3), and PCT Rule 22.3). It is,
however, possible to prevent abandonment as to the
United States of Americaif it has been designated,
by fulfilling the requirements of 35 U.S.C. 371(c).

1833 [Reserved]

1834 Correspondence [R-08.2017]

PCT Rule 92
Correspondence
92.1 Need for Letter and for Signature

(a) Any paper submitted by the applicant in the course of the
international procedure provided for in the Treaty and these
Regulations, other than theinternationa applicationitself, shall,
if not itself in the form of aletter, be accompanied by a letter
identifying the international application to which it relates. The
letter shall be signed by the applicant.

(b) If the requirements provided for in paragraph (a) are not
complied with, the applicant shall be informed as to the
non-compliance and invited to remedy the omission within a
time limit fixed in the invitation. The time limit so fixed shall
be reasonable in the circumstances; even where the time limit
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so fixed expires later than the time limit applying to the
furnishing of the paper (or even if the latter time limit has
already expired), it shall not be less than 10 days and not more
than one month from the mailing of the invitation. If the
omission isremedied within thetimelimit fixed intheinvitation,
the omission shall be disregarded; otherwise, the applicant shall
be informed that the paper has been disregarded.

(c) Where non-compliance with the requirements provided for
in paragraph (a) has been overlooked and the paper taken into
account in theinternational procedure, the non-compliance shall
be disregarded.

92.2 Languages

(a) Subject to Rules 55.1 and 55.3 and to paragraph (b) of
this Rule, any letter or document submitted by the applicant to
the International Searching Authority or the International
Preliminary Examining Authority shall bein the same language
asthe international application to which it relates. However,
where atranglation of the international application has been
transmitted under Rule 23.1(b) or furnished under Rule 55.2,
the language of such trandation shall be used.

(b) Any letter from the applicant to the International
Searching Authority or the International Preliminary Examining
Authority may be in alanguage other than that of the
international application, provided the said Authority authorizes
the use of such language.

(c) [Deleted]

(d) Any letter from the applicant to the International Bureau
shall bein English or French.

(e) Any letter or notification from the International Bureau
to the applicant or to any national Office shall be in English or
French.

*kkkk

PCT Administrative | nstructions Section 105

I dentification of I nternational Application With Two or More
Applicants

Where any international application indicates two or more
applicants, it shall be sufficient, for the purpose of identifying
that application, to indicate, in any Form or correspondence
relating to such application, the name of the applicant first named
intherequest. The provisions of thefirst sentence of this Section
do not apply to the demand.

I. NOTIFICATION UNDER PCT RULE 92.1(b) OF
DEFECTSWITH REGARD TO
CORRESPONDENCE

If the Office finds that papers, other than the
international application itself, are not accompanied
by aletter identifying the international application
to which they relate, or are accompanied by an
unsigned letter, or are furnished in the form of an
unsigned letter, it notifies the applicant and invites
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him or her to remedy the omission. The Office
disregards the said papers or letter if the omission
is not remedied within the time limit fixed in the
invitation (PCT Rule 92.1(b)). If the omission has
been overlooked and the paper taken into account,
the omission is disregarded.

I1. CORRESPONDENCE ADDRESS

Where there is a sole applicant without an agent in
an international application, correspondencewill be
sent to the applicant at his or her indicated address;
or, if he or she has appointed one or more agents, to
that agent or the first-mentioned of those agents; or,
if he or she has not appointed an agent but has
indicated a special address for notifications, at that
specia address.

Where there are two or more applicants who have
appointed one or more common agents,
correspondence will be addressed to that agent or
the first-mentioned of those agents. Where no
common agent has been appointed, correspondence
will be addressed to the common representative
(either the appointed common representative or the
applicant who is considered to be the common
representative (PCT_Rule 90.2) at the indicated
address; or, if the common representative has
appointed one or more agents, to that agent or the
first-mentioned of those agents; or, if the common
representative has not appointed an agent but has
indicated a special address for notifications, at that
address.

I11. FILING OF CORRESPONDENCE BY MAIL

The Priority Mail Express® procedure set forth at
37 CFR 1.10 applies to papers filed with the U.S.
Patent and Trademark Office (USPTO) in
international applications. Accordingly, papersfiled
with the USPTO in international applications will
be accorded by the USPTO the “date accepted”
indicated on the Priority Mail Express® mailing
label as the date of filing in the USPTO if the
provisions of 37 CFR 1.10 are complied with. See
MPEP § 513.

If there is a question regarding the date of deposit,
the Priority Mail Express® provisions of 37 CFR
1.10(c) - (e) require, in addition to using the Priority
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Mail Express® Post Officeto Addressee service, an
indication of the Priority Mail Express® mailing
label number on each paper or fee. In situations
wherein the correspondence includes several papers
directed to the same application (for example,
Request, description, claims, abstract, drawings, and
other papers) the correspondence may be submitted
with a cover or transmittal letter, which should
itemize the papers. The cover or transmittal letter
must have the Priority Mail Express® mailing label
number thereon.

The certificate of mailing by first class mail
procedure set forth at 37 CFR 1.8 differs from the
37 CFR 1.10 Priority Mail Express® procedure. See
37 CFR 1.8(a)(2)(i)(D) and (E). It is important to
understand that the 37 CFR 1.8 certificate of mailing
procedure CANNOT be used for filing any papers
during the international stage if the date of deposit
is desired. If the 37 CFR 1.8 certificate of mailing
procedure is used, the paper and/or fee will be
accorded the date of receipt in the USPTO unless
the receipt date falls on a Saturday, Sunday, or
federal holiday in which casethe date of receipt will
be the next succeeding day which is not a Saturday,
Sunday, or federal holiday (37 _CFR 1.6(a)(1)).
Accordingly, the certificate of mailing procedures
of 37 CFR 1.8 are not available to have asubmission
during the international stage considered as timely
filed if the submission is not physically received at
the USPTO on or before the due date.

1834.01 Filing of Correspondence by
Facsimile [R-07.2015]

PCT Rule 92.4 provides that a national Office may
receive documents by telegraph, teleprinter, or
facsmile machine. However, the United States
Patent and Trademark Office has not informed the
International Bureau that it accepts such submissions
other than facsimile transmissions. Accordingly,
applicants may not currently file papers in
international applications with the United States
Patent and Trademark Office via telegraph or
teleprinter.

Generaly, any paper may be filed by facsimile
transmission with certain exceptions which are
identified in 37 CFR 1.6(d). It should be noted that
a facsimile transmission of a document is not
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permitted and, if submitted, will not be accorded a
date of receipt if the document is:

(A) Required by statute to be certified;

(B) A color drawing submitted under 37 CFR
1.437;

(C) Aninternational application for patent; or

(D) A copy of the international application and
the basic national fee necessary to enter the national
stage, as specified in 37 CFR 1.495(b).

Facsimile transmission may be used to submit
substitute sheets (other than color drawings),
extensions of time, power of attorney, fee
authorizations (other than the basic national fee),
demands, response to written opinions, oaths or
declarations, petitions, Article 34 amendments, and
trangations in international applications.

A Certificate of Transmission may be used as
providedin 37 CFR 1.8(a)(1) except in theinstances
specifically excluded in 37 CFR 1.8(a)(2). Note
particularly that the Certificate of Transmission
cannot be used for the filing of an international
application for patent or correspondence in an
international application before the U.S. Receiving
Office, the U.S. International Searching Authority,
or the U.S. International Preliminary Examining
Authority. Guidelinesfor facsimiletransmission are
clearly set forthin 37 CFR 1.6(d) and should be read
before transmitting by facsimile machine.

A signature on adocument received viafacsimilein
a permitted situation is acceptable as a proper
signature. See PCT Rule 92.4(b) and 37 CFR

1.4(d)(1)(ii).

The receipt date of a document transmitted via
facsimile is the date in the USPTO on which the
transmission is completed, unlessthereceipt dateis
a Saturday, Sunday, or Federal holiday in which case
the date of receipt will be the next succeeding day
which is not a Saturday, Sunday, or Federal holiday
(37 CFR 1.6(a)(3)). See 37 CFR 1.6(d). Where a
document isillegible or part of the document is not
received, the document will be treated as not
received to the extent that it is illegible or the
transmission failed. See PCT Rule 92.4(c).
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1834.02 Irregularitiesin the Mail or
Electronic Communications Service
[R-07.2022]

PCT Rule 82
Irregularitiesin the Mail Service
82.1 Delay or Lossin Mail

(a) Any interested party may offer evidence that he has
mailed the document or letter five days prior to the expiration
of thetime limit. Except in cases where surface mail normally
arrives at its destination within two days of mailing, or where
no airmail serviceis available, such evidence may be offered
only if the mailing was by airmail. In any case, evidence may
be offered only if the mailing was by mail registered by the
postal authorities.

(b) If the mailing, in accordance with paragraph (a), of a
document or letter is proven to the satisfaction of the national
Office or intergovernmental organization which isthe addressee,
delay in arrival shall be excused, or, if the document or letter is
lost in the mail, substitution for it of a new copy shall be
permitted, provided that the interested party provesto the
satisfaction of the said Office or organization that the document
or letter offered in substitution isidentical with the document
or letter lost.

(c) Inthe cases provided for in paragraph (b), evidence of
mailing within the prescribed time limit, and, where the
document or letter was lost, the substitute document or |etter as
well as the evidence concerning its identity with the document
or letter lost shall be submitted within one month after the date
on which the interested party noticed or with due diligence
should have noticed the delay or the loss, and in no case later
than six months after the expiration of the time limit applicable
in the given case.

(d) Any national Office or intergovernmental organization
which has notified the International Bureau that it will do so
shall, where adelivery service other than the postal authorities
is used to mail adocument or |etter, apply the provisions of
paragraphs (a) to (c) asif the delivery service was a postal
authority. In such acase, thelast sentence of paragraph (a) shall
not apply but evidence may be offered only if details of the
mailing were recorded by the delivery service at the time of
mailing. The notification may contain anindication that it applies
only to mailings using specified delivery services or delivery
services which satisfy specified criteria. The International
Bureau shall publish the information so notified in the Gazette.

(e) Any national Office or intergovernmental organization
may proceed under paragraph (d):

(i) evenif, where applicable, the delivery service used
was not one of those specified, or did not satisfy the criteria
specified, in the relevant notification under paragraph (d), or

(ii) even if that Office or organization has not sent to
the International Bureau a notification under paragraph (d).
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I. DELAY ORLOSSIN MAIL

Delay or lossin the mail shall be excused wheniitis
proven to the satisfaction of the receiving Office that
the concerned letter or document wasmailed at |east
five days before the expiration of thetimelimit. The
mailing must have been by registered air mail or,
where surface mail would normally arrive at the
destination concerned within two days of mailing,
by registered surface mail (PCT Rule 82.1(a) to (c)).
PCT Rule 82 contains detailed provisions governing
the situation where a letter arrives late or gets lost
duetoirregularitiesin the mail service, for example,
because the mail service was interrupted due to a
strike. The provisions operate to excuse failure to
meet atime limit for filing a document for up to six
months after the expiration of the time limit
concerned, provided that the document was mailed
at least five days before the expiration of the time
[imit. In order to take advantage of these provisions,
the mailing must have been by registered airmail or,
where surface mail would normally arrive at the
destination concerned within two days of mailing,
by registered surface mail. Evidence is required to
satisfy the Office, and a substitute document must
be filed promptly—see PCT Rule 82.1(b) and (c)
for details.

I1. INTERRUPTION IN MAIL OR ELECTRONIC
COMMUNICATIONS SERVICE

Specia provisionsapply to excuse delaysin meeting
time limits fixed in the PCT Regulations, and to
extend time limits due to a genera disruption
experienced by an office or authority, caused by war,
revolution, civil disorder, strike, natural calamity,
epidemic, a general unavailability of electronic
communications services or other like reasons. For
example, a delay in meeting a time limit may be
excused where the interested party establishes that
an outage of electronic communications services
affected a widespread geographical area, was
unexpected or unforeseen, and that no alternative
means of communication was available. See PCT
Rule 82 quater and PCT Administrative Instruction
Section 111 for details.

See PCT Rule 80.5 for guidance on periods which
expire on a non-working day.
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1835 [Reserved]

1836 Rectification of Obvious Mistakes
[R-07.2015]

PCT Rule 91

Rectification of Obvious Mistakesin the I nternational
Application and Other Documents

91.1 Rectification of Obvious Mistakes

(8 An obvious mistake in the international application or
another document submitted by the applicant may be rectified
in accordance with this Rule if the applicant so requests.

(b) The rectification of a mistake shall be subject to
authorization by the “ competent authority”, that isto say:

(i) inthe case of amistakein the request part of the
international application or in a correction thereof—by the
receiving Office;

(ii) inthe case of amistakein the description, claims
or drawings or in a correction thereof, unless the International
Preliminary Examining Authority is competent under
item (iii)—by the International Searching Authority;

(iii) in the case of amistake in the description, claims
or drawings or in acorrection thereof, or in an amendment under
Article 19 or 34, where a demand for international preliminary
examination has been made and has not been withdrawn and
the date on which international preliminary examination shall
start in accordance with Rule 69.1 has passed—by the
International Preliminary Examining Authority;

(iv) inthe case of amistake in adocument not referred
toinitems (i) to (iii) submitted to the receiving Office, the
International Searching Authority, the International Preliminary
Examining Authority or the International Bureau, other than a
mistake in the abstract or in an amendment under Article 19
—by that Office, Authority or Bureau, as the case may be.

(c) Thecompetent authority shall authorize the rectification
under this Rule of amistake if, and only if, it is obvious to the
competent authority that, as at the applicable date under
paragraph (f), something else was intended than what appears
in the document concerned and that nothing else could have
been intended than the proposed rectification.

(d) Inthe case of amistake in the description, claims or
drawingsor in acorrection or anendment thereof, the competent
authority shall, for the purposes of paragraph (c), only takeinto
account the contents of the description, claims and drawings
and, where applicable, the correction or amendment concerned.

(e) Inthe case of amistakein the request part of the
international application or acorrection thereof, or in adocument
referred to in paragraph (b)(iv), the competent authority shall,
for the purposes of paragraph (c), only take into account the
contents of the international application itself and, where
applicable, the correction concerned, or the document referred
to in paragraph (b)(iv), together with any other document
submitted with the request, correction or document, as the case
may be, any priority document in respect of the international
application that is available to the authority in accordance with
the Administrative Instructions, and any other document
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contained in the authority’s international application file at the
applicable date under paragraph (f).

(f) The applicable date for the purposes of paragraphs (c)
and (e) shall be:

(i) inthe caseof amistakein apart of the international
application as filed—the international filing date;

(i) inthe case of amistake in a document other than
the international application asfiled, including amistake in a
correction or an amendment of theinternationa application—the
date on which the document was submitted.

(9) A mistake shall not be rectifiable under this Ruleiif:

(i) themistakeliesin the omission of oneor moreentire
elements of the international application referred to in Article
3(2) or one or more entire sheets of the international application;

(ii) the mistakeisin the abstract;

(iii) the mistake isin an amendment under Article 19,
unless the International Preliminary Examining Authority is
competent to authorize the rectification of such mistake under
paragraph (b)(iii); or

(iv) the mistakeisin apriority claim or in anotice
correcting or adding a priority claim under Rule 26 bis.1(a),
where the rectification of the mistake would cause a changein
the priority date;

provided that this paragraph shall not affect the operation of
Rules 20.4, 20.5, 26 bis and 38.3.

(h) Wherethereceiving Office, the International Searching
Authority, the International Preliminary Examining Authority
or the International Bureau discovers what appearsto be a
rectifiable obvious mistake in the international application or
another document, it may invite the applicant to request
rectification under this Rule.

91.2 Requestsfor Rectification

A request for rectification under Rule 91.1 shall be submitted
to the competent authority within 26 months from the priority
date. It shall specify the mistake to be rectified and the proposed
rectification, and may, at the option of the applicant, contain a
brief explanation. Rule 26.4 shall apply mutatis mutandis asto
the manner in which the proposed rectification shal beindicated.

91.3 Authorization and Effect of Rectifications

(a) Thecompetent authority shall promptly decide whether
to authorize or refuse to authorize arectification under Rule 91.1
and shall promptly notify the applicant and the International
Bureau of the authorization or refusal and, in the case of refusal,
of the reasons therefor. The International Bureau shall proceed
as provided for in the Administrative Instructions, including, as
required, notifying the receiving Office, the International
Searching Authority, the International Preliminary Examining
Authority and the designated and elected Offices of the
authorization or refusal.

(b) Where the rectification of an obvious mistake has been
authorized under Rule 91.1, the document concerned shall be
rectified in accordance with the Administrative Instructions.
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(c) Wheretherectification of an obvious mistake has been
authorized, it shall be effective:

(i) inthe case of a mistake in the international
application asfiled, from the international filing date;

(ii) inthe case of amistakein a document other than
the international application asfiled, including amistake in a
correction or an amendment of the international application,
from the date on which that document was submitted.

(d) Where the competent authority refuses to authorize a
rectification under Rule 91.1, the International Bureau shall,
upon request submitted to it by the applicant within two months
from the date of the refusal, and subject to the payment of a
special fee whose amount shall be fixed in the Administrative
Instructions, publish the request for rectification, the reasons
for refusal by the authority and any further brief commentsthat
may be submitted by the applicant, if possible together with the
international application. A copy of the request, reasons and
comments (if any) shall if possible be included in the
communication under Article 20 where the international
application is not published by virtue of Article 64(3).

(e) Therectification of an obvious mistake need not be
taken into account by any designated Office in which the
processing or examination of the international application has
already started prior to the date on which that Officeis notified
under Rule 91.3(a) of the authorization of the rectification by
the competent authority.

(f) A designated Office may disregard a rectification that
was authorized under Rule 91.1 only if it finds that it would not
have authorized the rectification under Rule 91.1 if it had been
the competent authority, provided that no designated Office
shall disregard any rectification that was authorized under Rule
91.1 without giving the applicant the opportunity to make
observations, within atimelimit which shall be reasonable under
the circumstances, on the Office'sintention to disregard the
rectification.

Obvious mistakesin the international application or
other papers submitted by the applicant may
generally be rectified under PCT Rule 91, if the
rectification is authorized, as required, within the
applicable time limit. Any such rectification is free
of charge. The omission of entire sheets of the
international application cannot be rectified under
PCT Rule91. Correction of such mistakes may only
be made in accordance with PCT Rule 20.6.
Mistakes in the abstract, in amendments under PCT
Article 19 (unless the International Preliminary
Examining Authority is competent to authorize the
rectification under PCT Rule 91.1(b)(iii)), or in a
priority claim or in a notice correcting or adding a
priority claim where the rectification would cause a
changein the priority, also cannot be rectified under
PCT Rule 91.
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Applicants often attempt to rely upon the priority
application to establish abasis for obvious mistake.
The priority document (application) cannot be used
to support obvious mistake corrections to the
description, claims, or drawings or in a correction
or amendment thereof. The rectification is obvious
only in the sense that the competent authority (i.e.,
the receiving Office, the International Searching
Authority, the International Preliminary Examining
Authority, or the Internationa Bureau), as
appropriate, would immediately realize that
something else wasintended other than what appears
in the document and that nothing else could have
been intended than what is offered as rectification.
Examples of obvious mistakes that are rectifiable
include linguistic errors, spelling errors and
grammatical errors so long as the meaning of the
disclosure does not change upon entry of the
rectification. Changes to chemical or mathematical
formulas would not generally be rectifiable unless
they would be common knowledge to anyone. A
missing chemical formula or missing line of text
would not be considered to be an obvious mistake
subject to rectification.

Rectifications must be authorized:

(A) by the Receiving Officeif the mistakeisin
the request;

(B) by the International Searching Authority if
the mistakeisin the description, claims, or drawings
or in acorrection thereof or in any paper submitted
to that Authority, unlessthe International Preliminary
Examining Authority is competent;

(C) by theInternational Preliminary Examining
Authority if the mistakeisin the description, claims,
or drawings or in a correction thereof, or in an
amendment under Article 19 or 34, or in any paper
submitted to that Authority, where ademand for
Chapter 11 examination has been filed and has not
been withdrawn and the date on which international
preliminary examination shall start in accordance
with PCT Rule 69.1 has passed;

(D) by the International Bureau if the mistake
isin any paper submitted to it other than the
international application or amendments or
corrections to the application.

The request for rectification must be addressed to
the authority competent to authorizethe rectification.
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It must be filed within 26 months from the priority
date.

The International Searching Authority informs the
applicant of the decision by use of Form
PCT/ISA/217, while the International Preliminary
Examining Authority informs the applicant of the
decision regarding the authorization or refusal to
authorize the rectification of obvious mistakes by
use of Form PCT/IPEA/412.

1837 - 1839 [Reserved]

1840 Thelnternational SearchingAuthority
[R-07.2022]

35 U.S.C. 362 International Searching Authority and
International Preliminary Examining Authority.

(8) The Patent and Trademark Office may act asan
International Searching Authority and International Preliminary
Examining Authority with respect to international applications
in accordance with the terms and conditions of an agreement
which may be concluded with the International Bureau, and
may discharge all dutiesrequired of such Authorities, including
the collection of handling fees and their transmittal to the
International Bureau.

(b) The handling fee, preliminary examination fee, and any
additional fees due for international preliminary examination
shall be paid within such time as may be fixed by the Director.

37 CFR 1.413 The United States | nternational Searching
Authority.

(a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Searching Authority for international applications filed in the
United States Receiving Office and in other Receiving Offices
as may be agreed upon by the Director, in accordance with the
agreement between the Patent and Trademark Office and the

International Bureau (PCT Art. 16(3)(b)).

(b) The Patent and Trademark Office, when acting as an
International Searching Authority, will be identified by the full
title United States International Searching Authority” or by the
abbreviation “1SA/US”

(c) The mgjor functions of the International Searching
Authority include:

(1) Approving or establishing the title and abstract;
(2) Considering the matter of unity of invention;

(3) Conducting international and international-type
searches and preparing international and international-type
search reports (PCT Art. 15, 17 and 18, and PCT Rules 25, 33
to 45 and 47), and issuing declarations that no international
search report will be established (PCT Article 17(2)(a));
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(4) Preparing written opinions of the I nternational
Searching Authority in accordance with PCT Rule43 bis (when
necessary); and

(5) Transmitting theinternational search report and the
written opinion of the International Searching Authority to the
applicant and the International Bureau.

The United States Patent and Trademark Office
(USPTO) agreed to and was appointed by the PCT
Assembly, to act as an International Searching
Authority. As such an Authority, the primary
functions are to establish (1) international search
reports and (2) for international applications having
an international filing date on or after January 1,
2004, written opinions. See PCT Article 16 and PCT
Rule43 bis.

Pursuant to an agreement concluded with the
I nternational Bureau, the USPTO, asan International
Searching Authority, agreed to conduct international
searches and prepare international search reports and
written opinions of the International Searching
Authority, for, in addition to the United States of
America, Bahrain, Barbados, Brazil, Chile,
Dominican Republic, Egypt, Georgia, Guatemala,
India, Isragl, Jordan, Mexico, New Zealand, Oman,
Panama, Peru, Philippines, Qatar, Saint Kitts and
Nevis, Saint Lucia, Saint Vincent and the
Grenadines, South Africa, Thailand, and Trinidad
and Tobago. The agreement stipulated the English
language and specified that the subject matter to be
searched is that which is searched or examined in
United States national applications.

I. TRANSMITTAL OF THE SEARCH COPY TO
THE INTERNATIONAL SEARCHING
AUTHORITY

The “search copy” is transmitted by the Receiving
Officetothe International Searching Authority (PCT
Article 12(1)), the details of the transmittal are
provided in PCT Rule 23.

Il. THE MAIN PROCEDURAL STEPSIN THE
INTERNATIONAL SEARCHING AUTHORITY

The main procedura steps that any international
application goes through in the International
Searching Authority are (1) the making of the
international search (PCT Article 15), (2) the
preparing of the international search report (PCT
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Article 18 and PCT Rule 43) and (3) for international
applications having an international filing date on
or after January 1, 2004, the preparing of a written
opinion of the International Searching Authority
(PCT Rule 43 bis).

[1l. COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applicationsfiled with the
U.S. Receiving Office, the United States
International Searching Authority is competent to
carry out the international search (PCT Article 16,
PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR
1.413). The European Patent Office (EPO), the
Korean Intellectual Property Office (KIPO), the
Australian Patent Office (IP Australia) (IPAU), the
Federa Servicefor Intellectual Property (Rospatent)
(Russian Federation), the Israel Patent Office
(ILPO), the Japan Patent Office (JPO), and the
Intellectual Property Office of Singapore (IPOS)
may also be competent to carry out the international
search (PCT Article 16, PCT Rules 35 and 36) for
international applications filed with the U.S.
Receiving Office. The choice of International
Searching Authority (ISA) must be made by the
applicant on filing the international application. See
MPEP 88 1840.01 - 1840.07 for further information
regarding the competency of the EPO, KIPO, IPAU,
Rospatent, I L PO, JPO, and | POS as an International
Searching Authority for applications filed by U.S.
nationals or residents in the USPTO or in the
International Bureau (1B) as receiving Office.

The international search fee for the selected ISA
must be paid to the USPTO as a receiving Office
within one month from the time of receipt of the
international application. The search fee amounts
for the competent International Searching Authorities
are found in each weekly edition of the Official
Gazettein United States dollars. The search fee will
change as costs and exchange rates require. If
exchange rates fluctuate significantly, the fee may
change frequently. Notice of changes will be
published in the Official Gazette shortly before the
effective date of any change.

If the selected ISA considers that the international

application does not comply with the requirement
of unity of invention as set forth in PCT Rule 13,
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the ISA may invite applicantsto timely pay directly
toit an additional search feein the currency accepted
by the |SA for each additional invention.

1840.01 The European Patent Office asan
International Searching Authority
[R-10.2019]

Since October 1, 1982, the European Patent Office
(EPO) has been available as an International
Searching Authority for PCT applications filed by
U.S. nationas or residents in the U.S. Patent and
Trademark Office (USPTO) as receiving Office or
inthe International Bureau (1B) asreceiving Office.
The original announcement appearedin the Official
Gazette at 1022 OG 52 on September 28, 1982. An
announcement modifying the original arrangement
with the EPO appeared in the Official Gazette at
1412 OG 61 on March 10, 2015.

For any limitations or restrictions with the EPO as
an ISA, please refer to the PCT Information section
of the Official Gazette found on the USPTO’s
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPO’'s website
(www.wipo.int/pct/en/guide/index.html).

1840.02 The Korean Intellectual Property
Office asan International Searching
Authority [R-10.2019]

Since January 1, 2006, the Korean Intellectua
Property Office (KIPO) has been available as an
International Searching Authority for PCT
applications filed by U.S. nationals or residents in
the U.S. Patent and Trademark Office (USPTO) as
receiving Office or in the International Bureau (IB)
as receiving Office. The announcement appeared in
the Official Gazette at 1302 OG 1261 on January
17, 2006.

For any limitations or restrictions with the KIPO as
an ISA, please refer to the PCT Information section
of the Official Gazette found on the USPTO's
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website (www.uspto.gov/lear ning-and-r esour ces/
official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPQO’s website
(www.wipo.int/pct/en/guide/index.html).

1840.03 TheAustralian Patent Office (IP
Australia) as an International Searching
Authority [R-10.2019]

Since November 1, 2008, the Australian Patent
Office (IP Australia) has been available as an
International Searching Authority (ISA) for PCT
applications filed by U.S. nationals or residents in
the U.S. Patent and Trademark Office (USPTO) as
receiving Office or in the International Bureau (IB)
as receiving Office. The origina announcement
appeared in the Official Gazette at 1337 OG 265 on
December 23, 2008. An announcement modifying
the arrangement with |P Australia appeared in the
Official Gazette at 1409 OG 302 on December 30,
2014.

For any limitations or restrictions with IP Australia
as an ISA, please refer to the PCT Information
section of the Official Gazette found on the
USPTO's website (www.uspto.gov/
lear ning-and-r esour ces/official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPQO’'s website
(www.wipo.int/pct/en/guide/index.html).

1840.04 TheFederal Servicefor Intellectual
Property (Rospatent) (Russian Feder ation)
asan International SearchingAuthority
[R-10.2019]

Since January 10, 2012, the Federal Service for
Intellectual  Property  (Rospatent) (Russian
Federation) has been available as an International
Searching Authority (ISA) for PCT applicationsfiled
by U.S. nationals or residentsin the U.S. Patent and
Trademark Office (USPTO) as receiving Office or
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inthe International Bureau (1B) asreceiving Office.
The announcement appeared in the Official Gazette
at 1378 OG 162 on May 8, 2012.

For any limitations or restrictions with Rospatent as
an ISA, please refer to the PCT Information section
of the Official Gazette found on the USPTO’s
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPO’'s website
(www.wipo.int/pct/en/guide/index.html).

1840.05 Thelsrael Patent Office (ILPO) as
an International Searching Authority
[R-10.2019]

Since October 1, 2014, the Israel Patent Office
(ILPO) has been available as an International
Searching Authority (ISA) for PCT applicationsfiled
by U.S. nationals or residentsin the U.S. Patent and
Trademark Office (USPTO) as receiving Office or
inthe International Bureau (1B) asreceiving Office.
The original announcement appearedin the Official
Gazette at 1408 OG 52 on November 4, 2014. An
announcement modifying the arrangement with the
ILPO appeared in the Official Gazette at 1432 OG
264 on November 22, 2016.

For any limitations or restrictions with the ILPO as
an ISA, please refer to the PCT Information section
of the Official Gazette found on the USPTO’s
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPO’'s website
(www.wipo.int/pct/en/guide/index.html).
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1840.06 The Japan Patent Office (JPO) as
an International Searching Authority
[R-10.2019]

Since July 1, 2015, the Japan Patent Office (JPO)
has been available as an International Searching
Authority (ISA) for PCT applications filed by U.S.
nationals or residents in the U.S. Patent and
Trademark Office (USPTO) as receiving Office or
inthe International Bureau (1B) asreceiving Office.
The original announcement appearedin the Official
Gazette at 1417 OG 63 on August 4, 2015. An
announcement modifying the arrangement with the
JPO appeared in the Official Gazette at 1454 OG 51
on September 4, 2018.

For any limitations or restrictions with the JPO as
an | SA, pleaserefer to the PCT Information section
of the Official Gazette found on the USPTO's
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPQO’'s website
(www.wipo.int/pct/en/guide/index.html).
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1840.07 TheIntellectual Property Office of
Singapore (IPOS) as an International
Searching Authority [R-10.2019]

SinceApril 1, 2016, the Intellectual Property Office
of Singapore (IPOS) has been available as an
International Searching Authority (ISA) for PCT
applications filed by U.S. nationals or residents in
the U.S. Patent and Trademark Office (USPTO) as
receiving Office or in the International Bureau (IB)
as receiving Office. The announcement appeared in
the Official Gazette at 1425 OG 190 on April 19,
2016.

For any limitations or restrictions with the |POS as
an ISA, please refer to the PCT Information section
of the Official Gazette found on the USPTO’s
website (www.uspto.gov/lear ning-and-r esour ces/

official-gazette).

For additional information, e.g., subject matter
limitations, additional search fees, cited documents,
etc., pleaserefer to Annex D of the PCT Applicant’s
Guide found on WIPO’'s website
(www.wipo.int/pct/en/guide/index.html).

1841 [Reserved]

1842 Basic Flow Under the PCT [R-10.2019]
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Filing of demand and Article 34 ‘
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I. MEASURING TIME LIMITSUNDER THE PCT

Time limits under the PCT are measured from the
“priority date” of the application. The priority date
for the purposes of computing time limitsis defined
in PCT _Article 2(xi). Where an international
application does not contain any priority claim under
PCT Article 8, the internationa filing date is
considered to be the priority date.

I[I. INTERNATIONAL FILING DATE

An international application under the Patent
Cooperation Treaty is generaly filed within 12
months after the filing of the first application
directed to the same subject matter, so that priority
may be claimed under PCT Article 8 and Article 4
of the Stockholm Act of the Paris Convention for
the Protection of Industrial Property. PCT Article
11 specifies the elements required for an

1800-51

WIPO  PCT
The International
Patent System

international application to be accorded an
international filing date.

1. ESTABLISHMENT OF THE INTERNATIONAL
SEARCH REPORT AND WRITTEN OPINION OF
THE INTERNATIONAL SEARCHING
AUTHORITY

Asprovided in PCT Rule 42 and PCT Rule 43 his,
thetimelimit for establishing the international search
report (or a declaration that no international search
report will be established) and written opinion is
three months from the receipt of the search copy by
the International Searching Authority, or nine months
from the priority date, whichever time limit expires
later.

IV. INTERNATIONAL PUBLICATION

Under PCT Article 21, the international publication
of the international application by the International
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Bureau shall be effected promptly after the expiration
of 18 months from the priority date of that
application.

V. SUPPLEMENTARY INTERNATIONAL
SEARCH (SI9)

As provided in PCT Rule 45 bis, at any time prior
to the expiration of 22 monthsfrom the priority date,
the applicant can request one or more supplementary
international searches each to be carried out by an
International Searching Authority other than the
International Searching Authority which carries out
the main international search.

VI. DEADLINE FOR FILING THE DEMAND

International preliminary examination is optional.
A demand for international preliminary examination
must be filed prior to the expiration of whichever of
thefollowing periods expireslater: (A) three months
from the date of transmittal to the applicant of the
international search report and the written opinion;
or (B) 22 months from the priority date. Otherwise
the demand shall be considered asif it had not been
submitted and the International Preliminary
Examining Authority shall so declare. See PCT Rule
54. In order to take advantage of a national phase
entry time limit of at least 30 months from the
priority date in relation to all States designated in
theinternational application, it may be necessary to
file a demand before the expiration of 19 months
fromthe priority date. See subsectionVI1.A., below.

VII. DEADLINE FOR FILING COPY,
TRANSLATION, AND FEE IN NATIONAL STAGE
OFFICES

A listing of al national and regional offices, and the
corresponding time limits for entering the national
stage following PCT Chapter | and PCT Chapter |1,
may be found on WIPO's website at:
www.wipo.int/pct/en/textg/time limits.html.

A. National Stage Entry Following PCT Chapter |

PCT Article 22(1) was amended, effective April 1,
2002, to specify that the national stage requirements
are due not later than at the expiration of 30 months
from the priority date if no demand has been filed.
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Prior to April 1, 2002, PCT Article 22(1) specified
that these requirements were due not later than at
the expiration of 20 months from the priority date.
See www.wipo.int/pct/en/texts/time limits.html
for alist of the Contracting States that have not yet
changed their national laws to adopt the 30 month
period now set forth in PCT Article 22(1). (At the
time of publication of this Chapter, only two
countries have not adopted Article 22(1) asamended:
Luxembourg (LU) and the United Republic of
Tanzania (TZ). It is noted that Luxembourg is
included in the regional designation “EPO” and that
the United Republic of Tanzaniais included in the
regional designation “ARIPO.”)

B. National Stage Entry Following PCT Chapter 11

If the election of a Contracting State has been
effected by filing a demand prior to the expiration
of the 19th month from the priority date, the
provisions of Article 39 apply rather than the
provisions of Article 22. The deadline for filing the
national stage requirementsunder PCT Article 39(a)
is 30 monthsfrom the priority date, but any national
law may fix time limits which expire later than the
time limit provided in PCT Article 39(a). See PCT
Article 39(b) and the list of time limits found on
WIPO's website at www.wipo.int/pct/en/texts/
time_limits.html.

1843 ThelInternational Search [R-07.2015]

PCT Article 17
Procedure Before the I nternational Searching Authority

(1) Procedure beforethe International Searching Authority
shall be governed by the provisions of this Treaty, the
Regulations, and the agreement which the International Bureau
shall conclude, subject to this Treaty and the Regulations, with
the said Authority.

@)
(@) If thelnternational Searching Authority considers:

(i) that the international application relatesto a
subject matter which the International Searching Authority is
not required, under the Regulations, to search, and in the
particular case decides not to search, or

(ii) that the description, theclaims, or the drawings,
fail to comply with the prescribed requirementsto such an extent
that a meaningful search could not be carried out, the said
Authority shall so declare and shall notify the applicant and the
International Bureau that no international search report will be
established.
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(b) If any of the situations referred to in subparagraph
(a) isfound to exist in connection with certain claims only, the
international search report shall so indicate in respect of such
claims, whereas, for the other claims, the said report shall be
established as provided in Article 18.

®

(a) If the International Searching Authority considers
that the international application does not comply with the
requirement of unity of invention as set forth in the Regulations,
it shall invite the applicant to pay additional fees. The
International Searching Authority shall establish theinternational
search report on those parts of the international application
whichrelateto theinvention first mentioned inthe claims (“main
invention™) and, provided the required additional fees have been
paid within the prescribed time limit, on those parts of the
international application which relate to inventions in respect
of which the said fees were paid.

(b) The national law of any designated State may
provide that, where the national Office of the State finds the
invitation, referred to in subparagraph (a), of the International
Searching Authority justified and where the applicant has not
paid all additional fees, those parts of the international
application which consequently have not been searched shall,
asfar as effects in the State are concerned, be considered
withdrawn unless a specia feeis paid by the applicant to the
national Office of that State.

PCT Rule 43 bis
Written Opinion of the I nternational Searching Authority
43 bis.1 Written Opinion

(a) Subjectto Rule69.1(b- bis) , the International Searching
Authority shall, at the same time as it establishes the
international search report or the declaration referredtoin Article
17(2)(a), establish awritten opinion as to:

(i) whether the claimed invention appears to be novel,
to involve an inventive step (to be non-obvious), and to be
industrially applicable;

(if) whether theinternational application complieswith
the requirements of the Treaty and these Regulationsin so far
as checked by the International Searching Authority.

The written opinion shall also be accompanied by such other
observations as these Regulations provide for.

(b) For the purposes of establishing the written opinion,
Articles 33(2) to (6) and 35(2) and (3) and Rules 43.4, 43.6 bis
, 64, 65, 66.1(€), 66.7, 67, 70.2(b) and (d), 70.3, 70.4(ii), 70.5(a),
70.6t0 70.10, 70.12, 70.14 and 70.15(a) shall apply mutatis
mutandis.

(c) Thewritten opinion shall contain a notification
informing the applicant that, if ademand for international
preliminary examination is made, the written opinion shall,
under Rule 66.1 bis(a) but subject to Rule 66.1 bis(b), be
considered to be a written opinion of the International
Preliminary Examining Authority for the purposes of Rule
66.2(a), in which case the applicant isinvited to submit to that
Authority, before the expiration of the time limit under Rule
54 bis.1(a), awritten reply together, where appropriate, with
amendments.
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The internationa search is athorough, high quality
search of the most relevant resources. Upon
completion of the international search an
international search report is established. Thereport
provides information on the relevant prior art to the
applicant, the public, the designated Offices, and the
International Preliminary Examining Authority.

PCT Article 15 describes the objective of the
international search, i.e., to uncover relevant prior
art, and al so describes the international -ty pe search.
It should be noted generally that an internationa -type
searchisperformed on all U.S. national applications
filed after June 1, 1978.

The written opinion indicates whether the claimed
invention appearsto be novel, to involve an inventive
step (to be non-obvious), and to be industrially
applicable. The written opinion also indicates any
defects in the form or content of the international
application under the PCT Articles or Regulations.
In addition, the written opinion includes any
observations that the International Searching
Authority wishes to make on the clarity of the
claims, the description, and the drawings, or on the
question of whether the claims are fully supported
by the description.

1843.01 Prior Art for Chapter | Processing
[R-10.2019]

PCT Rule 33
Relevant Prior Art for the I nternational Search
33.1 Relevant Prior Art for the I nternational Search

(a) For the purposesof Article 15(2), relevant prior art shall
consist of everything which has been made available to the
public anywhere in the world by means of written disclosure
(including drawings and other illustrations) and which is capable
of being of assistancein determining that the claimed invention
isor isnot new and that it does or does not involve an inventive
step (i.e, that it isor is not obvious), provided that the making
available to the public occurred prior to the international filing
date.

(b) When any written disclosurerefersto an oral disclosure,
use, exhibition, or other means whereby the contents of the
written disclosure were made available to the public, and such
making available to the public occurred on a date prior to the
internationa filing date, the international search report shall
separately mention that fact and the date on which it occurred
if the making available to the public of the written disclosure
occurred on adate which is the same as, or later than, the
internationa filing date.
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(c) Any published application or any patent whose
publication date is the same as, or later than, but whose filing
date, or, where applicable, claimed priority date, is earlier than
the international filing date of the international application
searched, and which would constitute relevant prior art for the
purposes of Article 15(2) had it been published prior to the
international filing date, shall be specially mentioned in the
international search report.

33.2 Fieldsto Be Covered by the International Search

(@) Theinternational search shall cover al those technical
fields, and shall be carried out on the basis of al those search
files, which may contain material pertinent to the invention.

(b) Consequently, not only shall the art in which the
invention is classifiable be searched but also analogous arts
regardless of where classified.

(c) The question what arts are, in any given case, to be
regarded as analogous shall be considered in the light of what
appears to be the necessary essential function or use of the
invention and not only the specific functions expressly indicated
in the international application.

(d) Theinternationa search shall embrace all subject matter
that is generally recognized as equivalent to the subject matter
of the claimed invention for all or certain of its features, even
though, in its specifics, the invention as described in the
international application is different.

33.3 Orientation of the International Search

(@) International search shall be made on the basis of the
claims, with due regard to the description and the drawings (if
any) and with particular emphasis on the inventive concept
towards which the claims are directed.

(b) Inso far as possible and reasonable, the international
search shall cover the entire subject matter to which the claims
are directed or to which they might reasonably be expected to
be directed after they have been amended.

PCT Rule 64
Prior Art for International Preliminary Examination
64.1 Prior Art

(a) For the purposes of Article 33(2) and (3), everything
made available to the public anywhere in the world by means
of written disclosure (including drawings and other illustrations)
shall be considered prior art provided that such making available
occurred prior to the relevant date.

(b) For the purposes of paragraph (), therelevant date shall
be:

(i) subjecttoitems(ii) and (iii), theinternational filing
date of the international application under international
preliminary examination;

(ii) where theinternational application under
international preliminary examination claims the priority of an
earlier application and has an international filing date which is
within the priority period, the filing date of such earlier
application, unless the International Preliminary Examining
Authority considers that the priority claimis not valid;
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(iii) where the international application under
international preliminary examination claims the priority of an
earlier application and has an international filing date which is
|ater than the date on which the priority period expired but within
the period of two months from that date, the filing date of such
earlier application, unless the International Preliminary
Examining Authority considers that the priority claim is not
valid for reasons other than the fact that the in