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WELCOME
May 9th 2024

Please send questions to the mailbox.
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Opening Remarks

Vaishali Udupa
Commissioner of Patents

Please send questions to the mailbox.
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State of the
Design Technology Center

Karen M. Young
Director of Technology Center 2900

Please send questions to the mailbox.
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Design filings
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*Filings through fiscal year 2024 (FY24) quarter 2 (Q2) — 28,056
Please send questions to the mailbox. luspto ﬁﬁ gﬁl
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Design filings by class

CLASS 2020 2021 2022 2023 2024* CLASS NAME

D14 | 2909 | 2852 | 3649 | 2636 | 2759 |RRECORDING, COMMUNICATION, OR INFORMATION RETRIEVAL EQUIPMENT
D06 | 1264 | 1555|1732 | 1553 | 1773 [FURNISHINGS

D21 | 1008 | 1248 | 1422 | 1214 | 1767 |GAMES, TOYS, AND SPORTS GOODS

D12 | 1634 | 1363 | 1751 | 1443 | 1648 [TRANSPORTATION

D02 | 1158 | 1219|1259 | 1169 | 1543 |APPAREL AND HABERDASHERY

EQUIPMENT FOR PREPARING OR SERVING FOOD OR DRINK NOT ELSEWHERE
DO7 | 1037|1219 | 1430|1197 | 1463 [SPECIFIED

D13 | 1019|1066 | 1108 | 1172 | 1420 [EQUIPMENT FOR PRODUCTION, DISTRIBUTION, OR TRANSFORMATION OF ENERGY
D24 | 1368|1578 | 1415 | 1243 | 1365 [MEDICAL AND LABORATORY EQUIPMENT

D26 | 915 | 1292|1378 | 1166 | 1350 [LIGHTING

D08 | 1063|1026 | 1137 | 1074 | 1271 [TOOLS AND HARDWARE

ENVIRONMENTAL HEATING AND COOLING; FLUID HANDLING AND SANITARY
D23 | 1093 | 1224|1231 |1134 | 1220 EQUIPMENT

DO3 | 726 | 686 | 819 | 662 | 772 ([TRAVEL GOODS AND PERSONAL BELONGINGS

D09 | 904 | 768 | 727 | 684 | 739 [PACKAGES AND CONTAINERS FOR GOODS

D28 | 406 | 452 | 401 | 405 | 693 |COSMETIC PRODUCTS AND TOILET ARTICLES

D15 | 593 | 587 | 643 | 580 | 678 |MACHINES NOT ELSEWHERE SPECIFIED

D30 | 254 | 338 | 492 | 488 | 667 |ANIMAL HUSBANDRY

D11 | 453 | 509 | 492 | 462 | 570 JEWELRY, SYMBOLICINSIGNIA, AND ORNAMENTS

D10 | 613 | 585 | 571 | 546 | 552 |MEASURING, TESTING, OR SIGNALLING INSTRUMENTS (1) (2)

* Filings through FY24 Q2
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Design filings by class - continued

CLASS 2020 2021 2022 2023 2024* CLASS NAME

D16 | 438 | 577 | 482 | 444 | 518 |PHOTOGRAPHY AND OPTICAL EQUIPMENT

D32 | 362 | 242 | 356 | 335 | 481 |WASHING, CLEANING, OR DRYING MACHINE

D25 | 347 | 306 | 323 | 381 | 381 BUILDING UNITS AND CONSTRUCTION ELEMENTS

D22 | 246 | 288 | 320 | 276 | 377 |ARMS, PYROTECHNCIS, HUNTING AND FISHING EQUIPMENT
D04 | 181 | 184 | 203 | 155 | 257 |BRUSHWARE

D27 | 245 | 168 | 246 | 223 | 212 [TOBACCO AND SMOKERS' SUPPLIES

D34 | 178 | 161 | 170 | 158 | 183 |MATERIAL OR ARTICLE HANDLING EQUIPMENT

D19 | 175 | 194 | 267 | 194 | 169 |OFFICE SUPPLIES; ARTISTS" AND TEACHERS' MATERIALS
D99 | 72 | 108 | 104 | 66 | 151 |MISCELLANEOUS

D29 | 129 | 164 | 127 | 126 | 117 [EQUIPMENT FOR SAFETY, PROTECTION, AND RESCUE (1)
D18 | 119 | 102 | 109 | 89 | 106 |PRINTING AND OFFICE MACHINERY

D20 | 84 | 105 | 76 | 60 70 |SALES AND ADVERTISING EQUIPMENT

DO1 | 72 | 212 | 61 | 68 67 |EDIBLE PRODUCTS

D17 | 64 | 71 | 64 | 47 57 |MUSICAL INSTRUMENTS

DO5 | 84 | 45 | 42 | 35 22 [TEXTILE OR PAPER YARD GOODS; SHEET MATERIAL

* Filings through FY24 Q2

Please send questions to the mailbox.
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Design unexamined application inventory
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First action and total pendency

Months

23
21
19
17
15
13
11

Total pendency — 23.0 months

—e—Design first action pendency
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FY12-Q2
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FY14-Q2
FY14-Q4
FY15-Q2
FY15-Q4
FY16-Q2
FY16-Q4
FY17-Q2
FY17-Q4
FY18 Q2
FY18 Q4
FY19-Q2

First actions — 26,998*
Total actions — 45,135*
*cumulative FY 24 totals

First action pendency: 17.2 months

Design total pendency

FY19-Q4

FY20-Q2

FY20-Q4

FY21-Q2

FY21-Q4

FY22-Q2

FY22-Q4

FY23-Q2

FY23-Q4
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First action and total actions
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Design patents issued
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Please send questions to the mailbox.
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Yearly Hague applications

Fiscal year Number of applications
received by USPTO

2024 1,913*
2023 3,197
2022 2,705
2021 2,248
2020 2,988

*Through FY24 Q2

Please send questions to the mailbox.
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FY 2024* first office actions by type

U.S. design applications Hague applications
Type of action Percent Type of action Percent
1st action rejection 38% 1st action rejection 41%
1st action allowance 39% 1st action allowance 27%
1st action restriction 8% 1st action restriction 21%
1st action Quayle 15% 1st action Quayle 11%

*Through FY24 Q2

Please send questions to the mailbox.
13
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Rocket Docket

 Establishes an expedited procedure for design
applications under 37 CFR 1.155, including
applications filed via the Hague system

« Examined with priority and undergo expedited
processing through the entire course of
prosecution in the office

Please send questions to the mailbox.
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Rocket Docket requests
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Please send questions to the mailbox. luspto ﬁﬁ gﬁl
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Attribute time

« Attribute time related to Hague and Rocket Docket cases
accounts for a significant portion of available examining
resources — about 8% of current capacity

FISCAL HAGUE ROCKET DOCKET
YEAR HOURS HOURS

2021 7437 11271
2022 7359 24516
2023 8613 25689
2024* 4785 12675
*Attribute hours through FY24 Q2
Please send questions to the mailbox. m ﬁﬁ =u - DAY
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DeSign Staffing* *as of May 9, 2024

Technology Center
Secretary (1) { (TC) Director (1) }

Quality Assurance
Specialist (1)

Supervisory Patent .
. TC Operations
Examiners (SPE) (27) Managers (3)

Design Practice
/ \ Specialists (3)

Office Manager (1)

[ Technical Support h
Personnel
(multiple) )

Design Examiners (342)

.

17 AIPLA
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Examiner experience level

Experience level Number of examiners

GS-14 112
GS-13 15
GS-12 25
GS-11 56
GS-9 64
GS-7 70

Please send questions to the mailbox.

18
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Now hiring design examiners!

 Total number of design examiners has increased
68% from FY20 to FY24, from 204 to 342

Fiscal year Examiners hired

2024 29*
2023 58
2022 82
2021 46
2020 38

*hirings through FY24 Q2

Please send questions to the mailbox.

19
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Filings by entity status
» Micro entity status filings has shown a gradual increase over time since its

Inception, reaching record levels in FY 2021.
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First actions by action type
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First action allowance rate
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One million design patents issued!

UNITEDSTATES
PATENT AND TRADEMARK OFFICE .
Intellectual

Please send questions to the mailbox. (uspto §IPO =4
AIPLA
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New Design
Patent
Practitioner Bar

1 Kerith Kanaber

Partner, Registered Patent
Vv|: Attorney

= Dorsey+Whitney LLP




Qualifications
* Applications accepted starting January 2, 2024
* What you need:

 Category D Degree- Degree from an accredited
college or university in: Art teacher education,
fine/studio arts, applied arts, graphic design,
architecture, product design or industrial design

* Application and fees

* Pass the registration exam

* Pass a moral character evaluation
* What you don’t need

* A JD/law degree



Take-Aways

* Registered to practice before the USPTO in
design patent matters only

* Same registration examination

e Practitioners are required to inform the
USPTO and clients of their limited
representation

* Registration number is a new, separate
design patent practitioner series number

* Already admitted to the patent bar? No
change needed.

e Caution: USPTO Customer Number




Questions?
Thank you!
Kerith Kanaber
Kanaber.Kerith@Dorsey.com




Searching

Designs

George Raynal

¢ Saidman Design Law Group




SEARCHING DESIGNS

Design Day 2024 ﬁ DeSIgnLawGroup

george raynal ®designlawgroup.c



Searching Designs

» Taking a look at the USPTO's New Search Tools
» Trademark Search System for Trade Dress

» Patent Public Search for Design Patents

» Exploring broader landscape of resources to discover design information from the USPTO and INTERNATIONALLY

Searching For Issued Design Patents and Registrations

= Classification

Guidelines

Gazette or Journal

Decisions on Patentability / Registration

» Decisions on Validity (IPR, PGR, Reexam)

Laws and Changes

= Notices

Design Day 2024

Other areas for future consideration (not today)
= Trademarks
= Copyrnight
= District Court Liigation and Appeals
= Customs
* Recordation

= ITC 337 Investigations




Searching Designs

* Exploring broader landscape of resources to discover design information from the USPTO and INTERNATIONALLY

Search Guide

Laws and Changes

Decisions

Gazette / Journal

Patentability
Validity EXAMPLE: UK =———p

. DesignLawCroup

george_raynal ®designlawgroup.com



Searching Designs

~) L
o

United Kingdom

As of January 31, 2020, the UK is no longer a member of the European
Union, and design protection in the UK requires a separate, direct filing.

n i " AN
. DesignLawGroup

george.raynal®@designlawgroup.com



Searching Designs
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Search United Kingdom Guide
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george_raynal®designlawgroup.com



Searching Designs

e =

Design Decisions Journal

United Kingdom

Blaring 1 dariechirh

. DesignLawCroup

george_raynal®designlawgroup.com



Searching Designs R

Laws and Changes 2SS
United Kingdom

Beglsteres Devigne kot ard Fefien

. Demgnl.awGroup

george_raynal®designlawgroup.c



Searching Designs

- Taking a look at the USPTO's New Search Tools

"

United States

Trademark Search for Product Configuration Trade Dress

» Choose "Expert”
Search Mark Description for "Configuration”
Select registered, deselect pending and dead
Sort by descending serial number 9-0
Screen for
» Logos
»  Product Packaging
~ Configurations
=~ Principal Register Sk arsan
»  Supplemental Register .Designl.awGroup

george.raynal®@designlawgroup.com

w w w w



Searching Designs
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Searching Designs
- Taking a look at the USPTO's New Search Tools

@nited S1a1es of Amey, gited States of Amey, |~ Trade Dress Registration
B » Packaging Configuration
T = S » Can be inherently distinctive;
S R must be unique for goods if
unique for the goods
X X
s o e

o A M AN
. DesignLawGroup

george.raynal®@designlawgroup.com



Searching Designs
- Taking a look at the USPTO's New Search Tools

~ Trade Dress Registration
» Product Configuration

»  Non-functional

» Acquired distinctiveness

= = Register: Supplemental
.Designlaw(]roup
george.raynaledesignlawgroup.com




Searching Designs

Decision on Registration
Refusal to register trade dress affirmed by Fourth Circuit

UNITED STATES COURT OF APPEALS
FOR THE FOURTH CIRCUIT

No. 23-1150
TBL LICENSING, LLC, (o 1B (o)
— O\
.2 Fra
Plaintiff - Appellant, : RN |
v. JA 0 If » ]
KATHERINE K. VIDAL, in her official capacity as Director of the United States SN y Jo
Patent & Trademark Office; UNITED STATES PATENT & TRADEMARK Q o0

Defendants - Appellees.

OFFICE, \
=




Searching Designs

- Taking a look at the USPTO's New Search Tools
» Patent Public Search for Design Patents

Welcome to Patent Public Search

https://www.youtube.com/watch?v=np8RKbVMSLg



Searching Designs

Welcome to Patent Public Search
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Searching Designs
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Searching Designs
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Searchable Indexes




Searching Designs

Common Searchable Indices

s.kd.
Design Patents . atty. Firm
s.at.
__.in. Inventor Name fr.prc. Foreign Priority
__.dS. Assignee ~.art. Art Unit
_.aanm. App“can[ _.ti. Title

__.py. Year D_/ ccls. USPC Design Classification




Searching Designs

Design Patent Classification

T w

A. Purpose

The Design classification schedule of the USPC system provides a structured organization for the body of LS, Design patents.
Since the claim of a Design Patent is directed 1o "an ornamental design® for “an article of manufacture™ [35 USC 1T1). the Design
classification schodule promotes efficient access 1o industrial designs that have been granted patent rights.

B. Theary

Classification of design patents is based on the concept of function of intended use of the industrial design disclosed and
claimed in the Design patent. Industrial designs that have the same function ane g ily collected in the same Design class,
even though individual designs may be used in different erwirenments,

For example. patented designs for seating are classified in class DE. Furnishings. even though these designs may be used in the
home. workplace, vehicles, etc. Industrial designs of the same function are further classified by specific functional feature.
distinctive arnamantal appearance, or form.

n SAILDMAN
.D&ignl.aw(]roup

george.raynal®designlawgroup.com



Searching Designs

Article of Manufacture

35US.C. 171 (a) In General.—

Whoever invents any new, original and ornamental DESIGN for an article of manufacture may obtain a patent therefor, subject
to the conditions and requirements of this title.

(b) Applicability of This Title.—
The provisions of this title relating to patents for inventions shall apply to patents for designs, except as otherwise provided.

(c) Filing Date.—
The filing date of an application for patent for design shall be the date on which the specification as prescribed by section 112 and
any required drawings are filed.

M.P.E.P. 1502
Definition of a Design

The subject matter of a design patent application may relate to:
(a) the configuration or shape of an article;
(b) the surface ornamentation applied to an article; or
(c) the combination of configuration and surface ornamentation .. LA BB

DesignLawCroup

george.raynal®designlawgroup.com



Searching Designs

Article of Manufacture

Samsung v. Apple - 2016

Damages

Curver Luxembourg v. Home Expressions - 2019

Infringement

Columbia v. Seirus - 2023

Comparison Prior Art
In re SurgiSil - 2021 A

Anticipation



Searching Designs

MNa

In the
Supreme Court of the Hnited States

BEIRUS INNOVATIVE ACCESSORIES, INC.,
Peljlioass,
¥
COLUMBIA EFORTEWEAR NORTH AMERICA,
INE.,

Respomdent,

O PPETTTEES PO A WRIT OF CEETHLARL
O THE LINTTED STATES Cot /Nt oF AFirials
T TN z FOR THE FEDERAL. CROomr

FETITION FOR A WRIT OF CERTIORAR]
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p— — l Crimi=rorien 8 Manciss
BETH ML Sriodn.
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—— [HAE) BTE-50T0

P —— QUESTIONS PRESENTED

The questions presented are:
March 21, 2024 {1) Whether function must be disregarded in
defining the scope of comparison prior art relevant to
design patent infringement; and

{2) Whether companson prior art ecan be
considered in evaluating design patent infringement
even if it is not the exact “same article” and thus could
not anticipate for purposes of determining validity.

Clomnsed for Pt itimner




Searching Designs
Training Materials =

. — . United States
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Searching Designs EE—

Training Materials

United States

T ——— » Qualifying Prior Art for Anticipation

» Appear Substanlially Similar

Federal Circuit Decisions: Maatita,
Curver, and SurgiSil

» Reasonably Related to the same Article

n B AN
. DesignLawGroup

george.raynal®@designlawgroup.com



Searching Designs

LKQ V. GM g \

. G 1
Obviousness / }

Hupp v. Siroflex

122 F.3d 1456, 1462 (Fed. Cir. 1997)

The scope of the prior art is not the universe of abstract design and artistic creativity, but designs of the
same article of manufacture or of article sufficiently similar that a person of ordinary skill would look to such
articles for their designs.”

(finding ceramic floor tile molds were not appropriate prior art for a mold for a concrete walkway)



Searching Designs

United States

Guide Dashboard Policy




Searching Designs

Decisions - Registration

In re Samuels

22-1121
Nonprecedential Opinion, March 6, 2024

(Taranto, Chen and Stoll)

Waffle Having a Waffle Pattern Side and a Smooth Side

www.altdesignpatent.com



Searching Designs

Gazette / Journal

United States

Decisions - Validity

— ~ Notices

» Reexamination




Searching Designs

Decisions - Validity

Challenging Designs

72% invalidation at trial

IPR & PGR 38% institution
(21 unpatentable out of 29 final

decisions)

www.designpatentvalidity.com



Searching Designs

Decisions - Validity

Challenging Designs

449% invalidation
Reexamination 91% ordered

(58 cancelled out of 132 ordered)

www.designpatentvalidity.com



Searching Designs
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United States

Gazette / Journal
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Searching Designs

Gazette / Journal
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Searching Designs
Laws and Changes B
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Searching Designs
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Representation of Others

Setting and Adjusting Patent

WIPO Diplomatic Conference

Supplemental Guidance

in Design Patent Matters

on Design Law Treaty Fees During Fiscal Year 2025

Computer Generated

Electronic Images
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Thank You!

George Raynal
George.Raynal@designlawgroup.com




A POINT OF VIEW
LIKE NO OTHER

Design Day 2024: May 9th, 2024
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BACKGROUND OF PROTECTING GUIS

35U.8.C. §171 Ex parte Strijland, 26 USPQ2d 1259
(Bd. Pat. App. & Int. 1992)

*  “[w]however invents ay new, original and ornamental

design for an article of manufacture may obtain a * Confirmed 35 U.S.C. § 171 must be shown as applied to or
patent therefor” embodied in an article of manufacture

Three types of Designs: Mere Display of a Picture on a Screen is not

A design for an ornament, impression, print, or patentable

icture that is applied to or embodied in an article . . .
P PP The picture must be “an integral and active

of manufacture;

A design for the shape or configuration of an component in the operation of the programmed

article of manufacture; and computer displaying the design.”
A combination of the previous two

* Led to Rulemaking which USPTO became previous MPEP §
1504.01(a)(1)

If Properly presented and claimed, a display panel
with a computer icon or GUIl —as an integral and
active component in the operation of a programmed
computer displaying the design — constitutes

statutory subject matter under 35 U.S.C. § 171.




CONFIRMED IN
CURVER

Curver Luxembourg v. Home
Expressions Inc. 938 F.3d

1334 (Fed. Cir. 2019)

* As discussed in MPEP section
1502, a “[d]esign is inseparable
from the article to which it is
applied and cannot exist alone
merely as a scheme of surface
ornamentation.”




NEW GUIDELINES

Guidance Points for Examiners to Consider

*  The USPTO considers a Computer Icon or a GUI * Aclaim to the image per se, to a display panel (or a portion thereof)
shown on a display panel, or portion thereof, is with the image, or to the image for display on a display panel, will
more than a mere display of a picture on a screen not satisfy the article of manufacture requirement

because a computer icon or a GUl is an integral
and active component in the operationof ... a
programmed computer displaying the computer not a computer icon or a GUI is a mere illustration of a picture displayed
icon or the GUI. electronically.

A computer-generated electronic image shown on a display panel that is

*  Personnel must Review the Title and Claim
Language to determine whether the title and

claim adequately describe a design for an article of
manufacture. The USPTO considers computer icons or GUIs to be two-dimensional

;

* The title and the claim must be for an article of manufacture, for
example, a “display panel with computer icon.”

images which standing alone are surface ornamentation

* Aclaim and title directed to a display screen with an icon or a GUI
adequately describes a design for an article of manufacture.

When a design claim is to a display panel with a computer-generated
image, the USPTO considers the term “icon’” or “GUI” in the title and the
claim to be indicating that the image on the display panel is not merely a

displayed picture, but an integral and active component in the operation

of a programmed computer displaying the image.

k ' USD1024131

Display Screen or Portion Thereof with Set of Icons - Apple




NEW GUIDELINES (TITLE EXAMPLES)

DO NOT Adequately Describe Design DO Adequately Describe Design

* Fail to Designate a Particular Article * Designate a Particular Article

display screen with virtual image computer screen with an icon

. . . display panel with GUI
virtual image for display on computer screen

display screen or portion thereof with icon
computer icon ) ] )
portion of a computer screen with an icon

icon for computer screen

portion of a display panel with an icon

portion of a monitor displayed with an icon

UsD1024113
Display Screen or Portion Thereof with Graphical User Interface - IGT




NEW GUIDELINES (PROSECUTION EXAMPLE 1)

Title: Computer display screen with Office Position

icon

* Description * Allowed
The figure is a front view of a computer A computer icon or a GUI on a display
display screen with icon, showing the panel to be an integral and active
new design.

component in the operation of a

The broken lines showing a portion of programmed computer displaying the

the computer display screen form no

design and more than a displayed picture.
part of the claimed design.

 Claim The application fully discloses the design

The ornamental design for computer as embodied in an article of manufacture,

display screen with icon as shown and as the drawing depicts the design

described.

™ embodied in a computer screen in broken

f”'

i | :

; | lines.
[} “:




NEW GUIDELINES (PROSECUTION EXAMPLE 2)

Title: Animated Icon Office Position

* Description * Objected for failing to designate a particular article of
Figure 1 is a front view showing a firstimage in a manufacture
sequence for an animated icon showing a new design. * Fixable
Figure 2 is a second image thereof. The appearance of The application fully discloses the design as embodied
the animated image sequentially transitions between in an article of manufacture, as the drawing depicts
the images shown in Figs. 1-2. the design embodied in a computer display screen in

The process or period on which one image transitions to broken lines and the description describes a portion

another image forms no part of the claimed design. The .
of a computer display screen.
broken lines showing a portion of a computer display

screen form no part of the claimed design.

 Claim . .
, , Response to Office Action
The ornamental design for an animated Icon as shown

and described. ¢ Title: Computer display screen with an animated icon

* Claim: The ornamental design for a computer display screen
with an animated icon as shown and described.
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FIG. 1 FIG. 2




NEW GUIDELINES (PROSECUTION EXAMPLE 3)

Title: Virtual paper stack

* Description
The figure is a front view of a computer
display screen with a virtual paper stack
showing the new design. The broken lines
showing a portion of the computer display

screen form no part of the claimed design.
e Claim
The ornamental design for a virtual paper

stack as shown and described.

l‘ ‘\\‘
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Office Position

* Rejected under 35 U.S.C. 171.

* Object to Title and Claim for failing
to designate a particular article of
manufacture

* Not Fixable

The original disclosure does not provide

support for amendments to support a

computer icon or a display.



NEW GUIDELINES (PROSECUTION EXAMPLE 4)

Title: Paper stack icon for use on Office Position

a mobile device screen * Does not comply with 35 U.S.C. 171 for failing to

«  Description depict an article of manufacture in soldi or broken
The figure is a front view of a paper . lll'ir}cle(:.and claim objected to
stack icon showing the new design. * Fixable

* C(Claim Amendments to title, claim, description, and
The ornamental design for a paper stack drawings required.
icon for use on a mobile device screen Response to Office Action

as shown and described. ) ) ] ]
* Title: Mobile device screen with a paper stack

icon feruse-onamobiledevicesereen

* Description: The figure is a front view of a mobile
device with a virtual paper stack icon showing the
new design. The broken lines showing a portion of
the mobile device screen form no part of the
claimed design.

As filed

* Claim: The ornamental design for a mobile device
screen with a paper stack icon feruse-en-a+nobie

devicesereen as shown and described.




NEW GUIDELINES (PROSECUTION EXAMPLE 5)

Title: Paper stack icon for use on Office Position

a mobile device screen * Title and claim objected to for failing to designate

a particular article of manufacture

* Description » Complies with 35 U.S.C. 171

The figure is a front view of a computer display e Fixable
screen with icon, showing the new design. The Amendments to title, claim, description, and drawings
broken lines showing a portion of the computer required.

display screen form no part of the claimed

design. . .

e Claim Response to Office Action
The ornamental design for an icon for computer  Title: Computer display screen with icon fer
display screen as shown and described. computerdisplay-sereen

* Claim: The ornamental design for a computer
display screen with an icon fercomputerdisplay

sereen as shown and described.

I
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PRACTICE POINTS

 Title
Claim article of manufacture with the * Integral and Active Component in the
claimed object oricon. operation of a programmed computer
“Display Screen or portion thereof with . . . displaying the design
Make sure not to claim an Icon alone * Describe and show article of

Make sure not to claim a virtual image manufacture

Does not need to be claimed
alone

Show design in its environment
* Figures

Show a dashed line for the article of
manufacture possibly adopt drawing as

shown in Example 4.




EXAMPLES OF RECENTLY ISSUED PATENTS

Coinbase - D1,020,795
Display screen with icon group and display
screen with icon set

FIG. 3

S&P Global - USD1,009,077
Display screen with a transitional graphical user
interface )

&

FIG. 1

S&P Global - USD1,008,285
Display screen with a transitional graphical
user interfac

<My Portfolio

Apple - USD1,009,932
Display screen or portion thereof with animated

Apple - USD882,599
Display screen or portion thereof with icon

i
i
i
i

FIG.1

FIG. 4 FIG.5 FIG.6

FIG.7 FIG.8 FIG.9
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Summary

\What is the DLT?
*DLT Highlights
\What the DLT Is Not



what i1s the

Design Law Treaty?



What is the DLT?

The DLT is an
agreement between
nations to harmonize

Industrial design
protection procedures



What is the DLT’s Goal?

“The future treaty aims to
streamline the global system for
protecting industrial designs,
making it , and

for designers
to protect their work in home
markets as well as overseas

e: WIPO DLT home page (emphasis added)



DLT Anatomy

o 32 Articles

(WIPO Assembly | ' g '
amends) | =
« 21 substantive % %

» 11 procedural ' Design Law

* 21 Rules i Treaty
(DLT Assembly e o

amends)




DLT Origins

ne Otlatlons - _Patent Law
g . . c Treatyj
* Design equivalent of —_——

earlier patent and
trademark protection M= B
procedure treaties § ™ 4 F "™ |

TMLaw of | Singaporej

V| (& L  Treaty | Trea
Similar framework __ﬂ.____tﬂ

3 L



DLT: Upcoming Negotiations

2024 Riyadh

Diplomatic Conference
Design Law

November 11-22, 2024



DLT: Your Comments
Requested!

e USPTO seeks comments

» Design Prosecution
Experiences Abroad

 DLT Articles/Rules Tex
DLT Additions/Subtractions
Any Other Relevant Insight

. Due June 25, 2024

[ Vol 89, No. 60/ Wednasday, March 27 2024 / Noti
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Design Law Treaty

Highlights



DLT Highlights: Issues Summary

Applicable Applications
Maximum Requirements
Grace Period

Term

Electronic Means



How to Read
the “Official”
DLT Text

« Likely
Consensus

» Divergent
* Proposed

Article 6
Grace Period for Filing in Case of Disclosure

[(1)] A disclosure of the industrial design during a period of six or 12 months Preceding the

date of filing of the application or. if priority is claimed, the date of priority, shall he without

prejudice fo the novelty andfor originality, as the case may be, of the industria/ design, where jt
was made:

() by the creator or hisfher successor in fite; or

(i) bya Person who obtained information about the industrial des

sign directly or
indirectly, including as a resujt of an abuss, from the creator or his/her successor in title.

() Adisclosure of the industrial des;j h made for the first time for the pumose of
Dublic interest when a Slate of emergency or an extraordinary situation occurred in the country:

() Adisclosure of the industrial desian made for the first time at an intemational

exhibition. at prescribed academic or technological activitie S
(i)  Adisclosure of the industrial design by another berson without the consent of
the applicant

(c)  Any declaration nolified under subparagy

Proposal by the Delegation of Japan
[Article 65

Grace Perjod for Filing in Case of isc,

apf (a) may be withdrawn at any time.

A disclosure of the industrial design during ageri
(iling of the appiication or, if priority is, claim
the novelty and/or originality




A2(1): Applicable Applications

(1) Applications

This Treaty shall apply to national
and regional applications which are
filed with, or for, the Office of a
Contracting Party and to divisional
applications thereof.




A6(1): Grace Period

A disclosure of the industrial design during a period of six or 12 months
preceding the date of filing of the application or, if priority is claimed,
the date of priority, shall be without prejudice to the novelty and/or
originality, as the case may be, of the industrial design, where it was
made:

(i) by the creator or his/her successor in title; or
(ii) by a person who obtained information about the industrial design

directly or indirectly, including as a result of an abuse, from the creator
or his/her successor in title.




A6(2): Declaration re Grace Period

2(a) A Contracting Party whose law, at the time it becomes party to this Treaty, provides that
the grace period under paragraph (1) is triggered by acts other than those referred to in
paragraph (1) may, in a declaration, notify the Director General that the grace period shall be
triggered in the territory of that Contracting Party only by those acts.

(b) The acts that may be notified pursuant to subparagraph (a) are the following:

(i) A disclosure of the industrial design made for the first time for the purpose of public
interest when a state of emergency or an extraordinary situation occurred in the

country;
(ii) A disclosure of the industrial design made for the first time at an international

exhibition, at prescribed academic or technological activities;
(iii) A disclosure of the industrial design by another person without the consent of the

applicant.

(c) Any declaration notified under subparagraph (a) may be withdrawn at any time.




AG6: Grace Period Triggering Disclosures

* By/through creator Current A6(1)

* Emergency in public interest Current A6(2),

* International exhibition, at By declaration may
“prescribed ... activities” limit “ONLY” to these

* Unauthorized disclosures

* By creator at “exhibition notified” |India proposal,
per national law supported by China,
* Through creator w/o consent Nepal, Niger




AG6: Minimum Grace Period Length

United States, Australia, Canada, France,
Japan, Korea, Moldova, Switzerland, Ukraine,
United Kingdom

months

Brazil, China, Ghana (on behalf of Africa
( Group), India, Iran, Nepal, Niger, Russia

months




A9(1): Publication

(1)Maintaining the Industrial Design
Unpublished

A Contracting Party shall allow the industrial
design to be maintained unpublished for a
period fixed by its applicable law, subject to the
minimum period prescribed in the Regulations.




A12(2): Failure to Timely Act

(2) [Continued Processing]

Where an applicant or holder has failed to comply with a
time limit fixed by the Office of a Contracting Party for an
action in a procedure before the Office, and that
Contracting Party does not provide for the extension of a
time limit under paragraph (1)(ii), the Contracting Party
shaHmay provide for continued processing with respect to
the application or registration and, if necessary,
reinstatement of the rights of the applicant or holder with
respect to that application or registration, if: ... .




A17-18: License Recording

Non-recordal “shall not affect the validity of the registration of the
industrial design which is the subject of the license, nor the
protection of that industrial design.”

“A Contracting Party may-retmay require [recordal] as a condition
for” (a) a licensee to join infringement proceedings or (b) “to obtain,
by way of such proceedings, damages ... "

Where required, failure to indicate that the industrial design is used
under a license “shall not affect the validity of the registration of the
industrial design which is the subject of the license, nor the
protection of that industrial design.




A9bis (proposed): Minimum Term

Minimum term “of at US |Hague A17(3)(a):
least 15 years from either: 15 years from int’l
(a) the filing date, or (b) registration

the date of grant or
registration.”

Minimum term either NG | TRIPS A26(3):

“Article 17 of the Hague |l B |“The duration of
Convention or Article 26 protection available

of the TRIPS Agreement.” shall amount to at least

10 years.”




is (proposed):
f’\:igll?ilty(gocument Exchange

“A Contracting Party

shall provide for
. WIPO Digital Access Service
e I ectronic exc h dan ge Of oo D'gi“\“e“ o~ dosms

priority documents
. . 4
for applications.

WIPO =

similar documents to be securely
exchanged between Participating Freg Juestions
intellectual property (IP} offices. onsultative Group Wiki
The system enables applicants

and offices to meet the

requirements of the Paris WIPQ DAS Applicant
Convention for cert, fication in an Portal

electronic environment.

Ta access the WIPQ |

madels, industrial des
trademarks,




A9ter (proposed):
Electronic Filing and Searching

“A Contracting Party shall provide ... a US
system for electronic application”

“A Contracting Party shall provide ... a
publicly available electronic information
system, which must include an online
database of registered industrial designs”




A9quater (proposed):
Electronic Filing and Searching

(redlined to A9ter)

“A Contracting Party shallmay provide a system
for electronic application”

“Contracting Parties shall not be required
to provide ... a publicly available electronic
information system, which-must
welgdenor an online database of
registered industrial designs”




what the

Design Law Treaty

1S Not




What’s Missing in the DLT?

* Missing from Matters in the DLT

 Substantive Harmonization
 Additional Procedural Harmonization

* Missing Matters Altogether
* Unity
» Continuation Practice
« Sufficiency of Disclosure



A1bis(1): DLT Does Not Require
Substantive Harmonization

The DLT does not “limit the
freedom of a Contracting Party
to prescribe such requirements
of the

relating to industrial designs as
It desires.”



DLT Novelty-Related Harmonization

“Members may provide that
designs are not new or
original if they do not
from 297
or

’)




iration?
DLT Novelty-Related Harmonization®

Maybe...

Term
Triggering
Disclosures

Maybe Not...

Declarations

« Additive Grace

Period

« Substance...

DM/1/l (E)

ANNEX 11

to Lack of Novelty under Section 408(c)(ii) of the Administrative
Instructions

IMPORTANT

1. This Annex can be used to submit documents in support of a declaration concerning exception to lack of
novelty to the China National Inteliectual Property Administration (CNIPA), the Japan Patent Office {JPO)
and/or the Korean Intellectual Property Office (KIPO) (refer to form DMY1, item 13). The submitted

document(s) will be fransmitted by WIPQ 1o the Office(s) concerned.

2. This Annex muyst be submitted with form DM/T at the time of filing

3. Submit only one Annex I per declaration to the exception fo lack of novelty, regardiess of how many
Contracting Parties You have designated.

4. Please note that a declaration Conceming exception to lack of novelty might affect the applicant's rights in other
jurisdictions. it is the responsibility of the applicant {o ensure that their rights are preserved

5. For detailed information on the procedure when designating Japan, please visit the

6. Please number Your pages.

For use by the applicant

This Annex concemns the international applicgbon ar

Reference:



Substance: Toward Novel Novelty:

Curver Luxembourg v. Home Expression

938 F.3d 1334 (Fed. Cir. 2019)

can limit the scope of a design
patent where the claim language
supplies the only instance of an
article of manufacture that

/“...[W]e hold that claim Ianguage\ e

A
%

RRAER

Fau . % ¥
Fal
13
)Y

D677946

Pattern for a Chair

appears nowhere in the figures.”/

Judge Hughes




Substance: Arriving at Novel Novelty:
In re surgisil 14 F.4th 1380 (Fed. Cir. 2021)

4 N

“A design claim is
limited to the article of
manufacture identified

s

Thus, lip
implant not 29/491550 Prior Art
c o “ ” Art Tool
anticipated —e e,

by art tool | ()2 REVERSED



DLT Functionality Harmonization?

“Members may provide that
[industrial design]
protection shall not extend
to designs

7)

(none)




DLT Exceptions Harmonization?

“Members may provide
to the protection of industrial designs,
provided that such exceptions do not

with the normal
exploitation of protected industrial designs
and do not the (none)
legitimate interests of the owner of the
protected design, taking account of the

of third parties.”
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David R. Gerk E Rich Stockton [

Principal Counsel and ' Shareholder a .
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WIPO | HAGUE

The International
Design System

Best Practices for using
the Hague System: The
International Solution for
Design Protection

Quan-Ling (Quan) Sim

Head, Operations Service (Hague)
The Hague Registry

Brands and Designs Sector

Thursday, May 9, 2024
WIPO FOR OFFICIAL USE ONLY




Overview

* [ntroduction

o Statistics

e Recent and Future Developments
 eHague Filing

e DAS

e Practice Tips

e Hague is the future

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




Introduction

WIPO | HAGUE

The International
Design System

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




: Hague System

]

* A unigue business solution
o Protection in all designated CPs

o 79 Contracting Parties, protection in 96 countries (as
of April 2024)

o Recent accessions: Mauritius (May 6, 2023), Brazil
(August 1, 2023)

o Upcoming accessions: India and Saudi Arabia
* Protect up to 100 designs in one application

* Secure and manage design rights in multiple
jurisdictions through just one application

* The payment of a single set of fees, in one currency and
with on Office

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




Statistics

T

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




Statistics

* Total applications received
8,566

2,386

2023 2024(Q1)

e Latest forecast for 2024 (April 2024 estimates)
o 9000+ applications (9080): 6% increase
o ~9000 registrations (8760): 4.7% increase

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY



Statistics
* 2023 Top 10 designations

EM
GB
us
CN

JP

CH
CA
KR
: TR

: NO

Please send questions to the
WIPO FOR OFFICIAL USE ONLY

mailbox.

68.20%



Statistics

" » Percentage distribution of regular application

processing time

=3 P~ "Regular application": applications that have not received an
irregularity letter due to reasons such as insufficient payment,
claim adjustments and so on

Months
H 4>

2023 2024

H3
u2
IR
W <1

Q1 Qz Qs Q4 Q1

Please send questions to the DesignDay@uspto.gov mailbox.
WIPO FOR OFFICIAL USE ONLY
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Developments

(Y]

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




Developments since 2023

. * Representative change publication (April 2023)
e Strong authentication (June 2023)

* eHague portfolio management(December
2023)

* Extra design fee increase from 17 CHF to 50 CHF
(January 2024)

: * Design specific descriptions (January 2024)

 New payment methods
o Digital Wallet (Apple, Google, etc.)

o Sofort / Klarna

WIPO FOR OFFICIAL USE ONLY



Future Developments

1 * DAS code validation integrated in eHague Filing

* Improvements in eHague portfolio
management

* Detailed application status updates in eHague

Vector drawings

New bulletin layout (already in production)

Alipay as a new payment method

Hague Working Group updates

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




New bulletin layout

- o Presentation and user experience improvements

( | Browse by Bulletin  Search by Registration Number  Bullet

i | The Bulletin is the official publication of the Hague System. It contains data regarding new international
registrations, renewals, and modifications affecting existing international registrations. The search feature

| Inte rnat | ona | D es | g ns B u | [ et!nl covers entries published in the Bulletin after 2012. For older records, please refer to the Bulletin archives.

The Bulletin s the official publication of the Hague System. It contains data regarding new international registrations,
remewals, and modifications affecting existing international registrations. The search feature below covers entries |
published in the Bulletin after 2012, For alder records, please refer to the Bulletin archives.

Shortcuts

IR HON o anag - gt e | 16 - 1004 3w
Motes on Bulletin information ol " . T 2T Help

Publcation

ation
auntry Codes (ST.3) a

. BulletinNo.- Py o Registraton Number v I.\'[IJ(Zbdos-"ﬂ'Sclla
2004 16 19.04.2024 :

Recording Type

Fegistrations (1960 and 1599 Acts)

Query

Reset Add Criteria Search

New Current

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




Hague Working Group

~+ HWG 12 (December 4-6, 2023)

* Proposals to the Hague Assembly (in July 2024) to:

* Freeze the application of the 1960 Act to simplify the Hague
System

* Proposed date of effect of January 1, 2025

* Resulting adjustments of the Regulations and the
Administrative Instructions

Amend Rule 14 of the Regulations to introduce an extension of a
time limit to correct an irregularity of an international
application

K4

* Proposed extension period of 2 months

whominn

* Ongoing discussions on:

IR [

* Possible introduction of new Hague System languages

* Possible enhancement of the Hague System’s financial
sustainability

* HWG 13 (October 21-23, 2024)

minb it bovinahiw

WIPO FOR OFFICIAL USE ONLY



eHague Filing
@

a

Please send questions to the mailbox.
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eHague Filing

 What is eHague Filing?
A gateway that allows you to digitally and
securely file your international design
applications and renew your registrations.
* Why is eHague Filing?
o Efficient
o Economical

o Centralized
o Global

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




eHague Filing

gue System > eHagu

FILING

The language notably the language of the registration certificate.

@ New application

O New application from a draft

‘Warning

It is a requirement under the Llaw of the United States of America that, for designs created in the United States of America, the applicant first obtains a license from the United States Patent

and Trademark Office (USPTO) before filing outside of the United States of America.

It is a requirement under the Law of the Russian Federation that designs created in the Russian Federation by Russian legal entities or nationals are subject to a security clearance procedure

by the Federal Service for Intellectual Property [ROSPATENT) to ensure that the designs do not contain state secrets.

Confirm

Intuitive — integrates
mandatory requirements.
Automatic fee calculation.
Provides helpful hints.
Leads you to important and
relevant information.

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




DAS

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




DAS (Digital Access Service)

* What is DAS?
Digital access service is an electronic system that
enables applicants and offices to meet the
requirements of the Paris Convention for certification
in an electronic environment.

* Why choose DAS?
o Easy
o Secure
o Quick
o Inexpensive

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




DAS (Digital Access Service)

* DAS Applicant Portal

= WIPO Help v English v n [

IP Right Priority Number Filingdate §  Accesscods  Date of Availability & LastAccessed & Tracked By  Gomments
Design 1B 970123455 20141215 c5h 20240419 £ 4

Design BUWPOIZHSE 201401 19 SFOF 2024049 2 1

* DAS Login Page

https://www3.wipo.int/dasapplicant/en/pages/workbench/applicant.xhtml

s

A You need a WIPO Account to use DAS
Use an existing WIPO account or create a new

we e i

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY



https://www3.wipo.int/dasapplicant/en/pages/workbench/applicant.xhtml

- '

#:4 DAS (Digital Access Service)

* Retrieving application documents digitally via DAS
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CERTIFICATE OF AVALABILITY OF A CERTIFIED INDUSTRIAL DESIGN
DOCUMENT IN A DIQITAL LIBRARY

The International Bureau certifles that a copy of the Indusirial deslgn application
Indicated balow has bast avalabis te the WIPO Digital Accass Sarvieo gince the
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Document details:  Country/Office: |B
Filing date: 18 Jan 2014 (19.01.2014)
Application number: WIPO123456
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Date of availability of document: 19 Apr 2024 (19.04.2024)

The following Offices can refrieve this document by using the access code:
AR, AT, AU, BR, CA, CL, CN, CO, CU, DK, EA, EM, ES, GE, IE, IL,
IN, IT, JP, KR, LT, MC, MX, NO, PL, US
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Practice Tips (1)
* File directly using eHague-Filing

» Send correspondence electronically using Contact Hague

(do not send paper to the International Bureau)

* Hague guidance on reproductions

https://www.wipo.int/export/sites/www/hague/en/docs/

guidance reproductions.pdf

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY



https://www.wipo.int/export/sites/www/hague/en/docs/guidance_reproductions.pdf

* Product indication (avoid punctuation such as brackets,
sufficiently precise for classification)

* Description requirements, e.g. CN

e Pay attention to application number formats when using
DAS, especially the suffix, e.g. D for JPO, -NNNN for EUIPO
(according to the number of designs you apply for)

JP Design JPYYYY-NNNNNND  JP-2010-001234 D|

EM Design EM NNNNNNNNN-NNNN EM 000232323-0001

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY




Contact Hague
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Contact Hague

e Assisting you throughout the lifecycle of your
international design applications and registrations

w I P D cnglish ~ 0, [P Pertal login

Understand & Learm +  Find & Bxplore ~  Protect & Manage ~  Fartner & Collaborate ~  About WIPD

Hame * Hague System @ Cpmtactls = Condact Hague

Hague Customer Service

Contact Hague » Tel:+41 22 338 7575 (Manday to Friday - S:00-
18:00 Central European Time CET

Use this form to make an enguiry, submit documents or to request a WIFD official halidays
priority document.
Iam:*
Want to send us documents?

Acress Hague System Dacument Upload using
wour WIFG Account, Upiaad Instructions,

9*0 We are there to help with all your questions!

Please send questions to the mailbox.
WIPO FOR OFFICIAL USE ONLY
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Thank you

Quan-Ling Sim
Head

Operations Service (Hague)
The Hague Registry

Please send questions to the DesignDay@uspto.gov mailbox.
WIPO FOR OFFICIAL USE ONLY



Design protection in
Europe: Overview of the
Main Changes in
Legislation

Alexandra Mayr
Team Leader International Cooperation Service
European Union Intellectual Property Office (EUIPO)
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EUIPO

European Union Design

e EU Design Regulation * Design Directive
- EUDR

e EU Design
Implementing
Regulation - EUDIR

e EU Design Delegated
Regulation - EUDDR




Phases of the Reform — Amending Regulation and

secondary legislation

Enters into force on the 20" day
following publication in the OJEU

but the amendments actually
apply from the first day of the
month following 4 months after the
date of entry into force

AR articles that need to be developed
by secondary legislation + secondary
legislation (Implementing and
Delegated Regulations) apply from
the first day of the month following 18
months after the date of entry into
force of the AR



&2 Overview of the main changes

* Terminology and structural changes

 Modernized definitions and design
representation regime

2-¢y * Clarified object and scope of a design

right

. ¢ Simplified and streamlined procedures

.+ New fee regime to make EU designs

©  more affordable for SMEs and individual

designers




Terminology changes

e Community - European Union (the
‘Union’)

* Community Design Regulation -
European Union Design Regulation
(‘EUDR’)

e RCD-REUD

« UCD-UEUD

e CDR-EUDR (+EUDDR)

e CDIR-EUDIR

* CD court-EUD court




Church of the Light / Tadao Ando Architect



https://www.archdaily.com/101260/ad-classics-church-of-the-light-tadao-ando

New Designs

Do products really have
no influence on the
design protection?

 Partial designs

* Visibility requirement

 Single application for virtual
and physical product

* Product indications

RCD 5282019-0019, 10-01 Digital clocks



New Designs
Do they protect

spaces”?

* ‘Get-ups’ 3%&“%

 Physical and virtual I
spaces | |

* Interiors and
exteriors

RCD 015006467-0001, Class: 32.02 — Get-up



Living Vase by
Hunn Wai and
Francesca
Lanzavecchia
as presented

for Voque
Singapore



https://www.lanzavecchia-wai.com/work/an-impossible-living-digital-nft-artefact/
https://vogue.sg/lanzavecchia-wai-nft/

‘Article 3
Definitions
For the purposes of this Regulation, the following definitions apply:

(1) “design” means the appearance of the whole or a part of a product resulting from the
features, in particular, the lines, contours, colours, shape, texture, matenials of the

product itself and/or its decoration, including the movement, transition or any other

sort of amimation of those features

(2) ‘product” means any industrial or handicraft item other than computer programs,

regardless of whether it 1s embodied in € physical objec) or materialises in
I'm‘m, including:

(a) packagi 4 spatial arrangement 2f items intended to form, an

interior or exterior environment, and parts intended to be assembled into a

complex product;

(b) graphic works or symbols, h‘.-gnsngraphi-:: typefaces, and
eraphical user interfaces:




‘Article 18a
Object of protection

Protection shall be conferred for those features of the appearance of a registered EU design

which are shown visibly in the application for registration.;’




Clarity is the only ‘filing date’ design representation
requirement in Design Regulation and Design
Directive

Future challenge:
*** the definition of clarity

" a sufficiently clear representation of the design | , permitting I

. the subject matter for which protection is sought to be determined.




Single application fee
| Current fees | _New fees |

Fee payment to obtain a filing date

Multiple registrations: Applicaﬁnn_ fee 350 390
- Unity of class requirement abolished (incl. publication)
- fee brackets abolished Fee for each design
cap of 50 designs added from the 2™ to the 1§m 175 125

Fees reduced:
Invalidity to 320 EUR

Fee for each design

Appeal to 720 EUR from the 11 design 80 125
onwards
Fees deleted:
- transfer Renewals
- inspection fee 90 150
IR renewal increased to 62 EUR 120 250
New fees: 150 400
- continuation of proceedings 180 700

« alteration



@ Clarified object and scope of a design right

Scope of exclusive right

» Acts enabling copies to be made using 3D
Printing technologies

» Seizure of counterfeit goods in transit
Limitations of the effects of a design include

> Referential use

» Acts for purpose of comment, critique and
parody




; l}ﬁ ‘ 5; Clarified object and scope of a
DESIGN

design right

Spare parts protection regime
harmonized




o> Simplified and streamlined
. procedures

Easier filing and communication
. g © Unity of class requirement abolished

; * Article bter of Paris convention — new
ground prohibiting registration

« Changes to deferment and renewal regimes

=X\ © Amendment and alteration regime



Simplified and streamlined
procedures

Easier filing and communication

« Simplified design invalidity procedures, i.e.
to allow ‘fast-track invalidation’

« E-COM sole means of communication
with the Office

 Partial invalidity abolished

 Possibility of proof of use




‘Article 26a
Registration symbol

The holder of a registered EU design may inform the public that the design is
registered by displaying on the product in which the design is incorporated or to
which it is applied the letter D enclosed within a circle. Such design notice may be
accompanied by the registration number of the design or hyperlinked to the entry of
the design in the Register.’;

K4
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Challenges ahead

« EU harmonization of laws and practices

* |International harmonization of laws and
practice Design awareness raising

« Designs in the future




Thank you

For more details we invite you to watch:

LIVE
1 2510 €5 g

EU design legislative reform

Tuesday 16 April 2024
10:00to 11:30(CEST)

Speaker:
Gailé SAKALAITE - Legal Department, EUIPO

Please send questions to the mailbox



https://euipo.europa.eu/knowledge/course/view.php?id=5213

70 T A 1 eSS WS 6 1§ T O

Updates on Design
Patents in China 2024

Toby Mak, Patent Attorney
Tee & Howe IP Attorneys

Please send questions to the mailbox.
84
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Fireside Chat with PTAB
Administrative Patent Judges

Tracey Durkin

Sterne, Kessler, Goldstein & Fox PLLC
Hon. Robert Kinder

PTAB USPTO

Hon. Rae Lynn Guest

PTAB USPTO

Please send questions to the mailbox.
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PTAB Petitions Against Design Patents

25 82 Petitions
73 Unique Patents
58 IPRs, 24 PGRs

0 38 Unique Petitioners

15

10
| I
o-III ] III-

2012 2013 2014 2015 2016 2017 2018 2019 2020 2021 2022 2023 2024

Sterne KQSSler Confidential © Sterne, Kessler, Goldstein & Fox P.L.L.C. 2024 4

STERNE KESSLER GOLDSTEIN & FOX



Design Patents at the PTAB

Top Petitioners

Petitioner Proceedings

LKQ Corp./Keystone Automotive 20
Skechers USA

N
(&)

Trinity Manufacturing
Campbell Soup Co.
Masimo Corp.

Graco Children’s Products
Sensio Inc. d/b/a Made by Gather
Sattler Tech Corp. d/b/a Wali Electric
Man Wah Holdings
Early Warning Services
Ideavillage Products Corp.
Dorman Products

Johns Manville Corp.

N N DN N N N M OO 0 & » »&

Samsung Electronics

Sterne KESSler Confidential © Sterne, Kessler, Goldstein & Fox P.L.L.C. 2024 5

STERNE KESSLER GOLDSTEIN & FOX




Design Patents at the PTAB

Top Patent Owners

Patent Owner Proceedings

GM 20

Nike 15

Apple 4
Gamon Intl. 4
Kolcraft 3
Select Brands 3
PACCAR 2
Knauf Insulation 2
Raffel Systems 2
Koninklijke Philips 2
Wepay Global Payments 2

Sterne KESSler Confidential © Sterne, Kessler, Goldstein & Fox P.L.L.C. 2024 6

STERNE KESSLER GOLDSTEIN & FOX



IPR/PGR Claim Outcomes

Design Patents

 The institution rate for design patent IPRs/PGRs is only 38%
(30/78), slightly higher for IPRs, slightly lower for PGRs

* At final written decision, 17 design patent claims have been
cancelled, and 9 have been ruled not unpatentable, a 65%
claim cancellation rate overall, with similar cancellation rates
for both IPRs and PGRs

Ste rne K&SSler Confidential © Sterne, Kessler, Goldstein & Fox P.L.L.C. 2024 7
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Ex Parte Appeal Outcomes
FY2020-24

Overall

Design

0% 10% 20% 30% 40% 50% 60% 70% 80% 90% 100%

m Affirmed ®m Affirmed in Part Reversed ®Panel Remands ®Admin Remands ®Dismissed

Sterne KESSler Confidential © Sterne, Kessler, Goldstein & Fox P.L.L.C. 2024 8

STERNE KESSLER GOLDSTEIN & FOX



Takeaways

* When challenged at the PTAB, design patents have been more
likely to stand up to Board scrutiny at both institution and final
written decision when compared to

» Design patent PTAB challenges have been rare. The LKQ/GM
series of proceedings accounts for nearly one-quarter of all design
patent PTAB challenges (20/82).

* Though ex parte appeals of design applications are also relatively
rare, the reversal rate in design applications is higher than the
PTAB baseline for the last several years (45% vs. 32%).

Ste rne KQSSler Confidential © Sterne, Kessler, Goldstein & Fox P.L.L.C. 2024
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Fireside Chat with PTAB
Administrative Patent Judges

Tracey Durkin

Sterne, Kessler, Goldstein & Fox PLLC
Hon. Robert Kinder

PTAB USPTO

Hon. Rae Lynn Guest

PTAB USPTO

Please send questions to the mailbox.
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Report from the Front Lines

—’, BANNER
N WITCOFF
Alaina Pak

Design Day 2024



Columbia Sportswear North America, Inc.
V.
Seirus Innovative Accessories, Inc.

LKQ Corporation
V.
GM Global Technology Operations LLC



Columbia Sportswear North America, Inc.
V.
Seirus Innovative Accessories, Inc.



Columbia Sportswear North America, Inc.
V.
Seirus Innovative Accessories, Inc.

— Found that the scope of comparison
prior art should be Iimited to the
Identified article of manufacture

— Reiterated that ornamental logos may
be considered




Columbia Sportswear in District Court

Columbia’s Seirus’s
U.S. Pat. No. D657,093 HEATWAVE Products

(57) CLAIM
The ornamental design of a heat reflective material, as shown
and described.

—” BANNER Columbia Sportswear North America, Inc. v. Seirus Innovative Accessories, Inc.
LN WITCOFF



Columbia Sportswear in District Court

« Ordinary Observer Test for Design Patent Infringement

o “[I]f, In the eye of an ordinary observer, giving such attention as a
purchaser usually gives, two designs are substantially the same....”

o Egyptian Goddess Test
« Comparison Prior Art vs. Accused Design vs. Patented

Design

o The “ordinary observer is deemed to view the differences
between the patented design and the accused product in
the context of the prior art,” and “when the claimed design is
close to the prior art designs, small differences between the
accused design and the claimed design are likely to be
important to the eye of the hypothetical ordinary observer”

—” BANNER Columbia Sportswear North America, Inc. v. Seirus Innovative Accessories, Inc.
N WITCOFF



Columbia Sportswear in District Court

« Comparison Prior Art

Seirus Offered District Court

2,539,690

«“ H ” H
METHOD OF PROVIDING PLASTIC SHEETS Products are “far afield” from Columbia’s

| WITHINEAID-STRIFES Asserted Patent’s heat reflective material
Howard F. Boorn, Tenafly, N. J., assignor to

- not relevant comparison prior art

Patented Nov. 18. 1924, 1,515,792
UNITED STATES PATENT OFFICE.

ROLAND B. RESPESE OF NEW YORE, N. Y., ASSIGNOR, BY MEENE ASSIGWMENTH, TO
REEFRO INC., OF CRANETON, RHODE IELAND, A CORPORATION OF RHODE ISLAWD,

TRWOVEN FABRIC AND PENCESES FOR MAETNG THE SANE,

United States Patent (1) Patent Number: 5,626,949 . .
Blauer et al. 451 Date of Patent: *May 6, 1997 9 comparison prior a rt
[54] BREATHARLE SHFELL FOR OUTERWEAR I e e —— w12

—” BANNER Columbia Sportswear North America, Inc. v. Seirus Innovative Accessories, Inc.
N WITCOFF



Columbia Sportswear in District Court

i )
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United States Patent 19

Blaver et al.

Columbia’s D7093 patent Serrus’s HeatWave

[54] BREATHABLE SHELL FOR OUTERWEAR

—” BANNER Columbia Sportswear North America, Inc. v. Seirus Innovative Accessories, Inc.
LN WITCOFF



Columbia Sportswear in District Court

Logos
throughout

make the design
different enough

Columbia’s

U.S. Pat. No. D657,093

Seirus’s
HEATWAVE Products

FIG. 1

BANNER
WITCOFF

Columbia Sportswear North America, Inc. v. Seirus Innovative Accessories, Inc.



Columbia Sportswear in District Court

Precedent:
disregard logos _ R
in infringement ma e
analysis div. enteric. gh
Columbia’s Seirus'’s
U.S. Pat. No. D657,093 HEATWAVE Products

s

L.

} :fl i1 i /'

FIG. 1

’, BANNER Columbia Sportswear North America, Inc. v. Seirus Innovative Accessories, Inc.
V'V WITCOFF



Columbia Sportswear in District Court

« Summary judgment of infringement

o Declined to consider 2 of 3 of Seirus’'s comyparison
prior art references

o Declined to consider logo in infringement analysis
« Jury awarded Columbia $3M+

* Seirus appealed

—” BANNER Columbia Sportswear North America, Inc. v. Seirus Innovative
N WITCOFF Accessories, Inc.



“Columbia I” (Fed. Cir. 2019)

District Court: Summary judgment of infringement

o Declined to consider 2 of 3 of Seirus’s comparison prior art references
o Declined to consider effect of logo in infringement analysis

« Columbia I: Vacated and Remanded

o Jury, not district court, should have compared Comparison Prior Art vs.
Accused Design vs. Patented Design

o Logo placement and appearance may be considered. But a “would-be

infringer should not escape liability for design patent infringement if a
design is copied but labeled with its name”

On remand, the jury found no infringement. Columbia
appealed.

=” BANNER

Columbia Sportswear North America, Inc. v. Seirus Innovative 22
WITCOFF Accessories, Inc. i



“Columbia II” (Fed. Cir. 2023)

« The scope of comparison prior art is limited to the
article of manufacture identified in the claim

(57) CLAIM
The ornamental design of a heat reflective material, as shown
and described.

o “prior-art designs will help in that comparison only
to the extent that they too are applied to that article
of manufacture”

o “This standard is already in the system.”
o “eqsy to articulate and provides clear boundaries”

—” BANNER Columbia Sportswear North America, Inc. v. Seirus Innovative
N WITCOFF Accessories, Inc.



“Columbia II” (Fed. Cir. 2023)

1]
® Thisstandard is already in the system.”

o In re SurgiSil: To be anticipatory, the prior art must be
applied to the article of manufacture identified in the claim.

o Curver: To be infringing, the accused designs must be
applied to the article of manufacture identified in the claim.

o Now... Columbia II: To be comparison prior art, the prior art
must be applied to the article of manufacture identified in
the claim.

—” BANNER Columbia Sportswear North America, Inc. v. Seirus Innovative
N WITCOFF Accessories, Inc.



“Columbia II” (Fed. Cir. 2023)

- Logos

o Court did not instruct jury regarding the distinction
between trademark law and design patent law

o “In design-patent-infringement cases involving logos, we
appreciate the potential for a jury to be led astray and
mistakenly conflate the significance of a logo’s source-
identifying function with whatever impact it might have
on a comparison of the designs. But district courts are in
the best position to decide whether and when to provide
clarification in the course of conducting a trial.”

—” BANNER Columbia Sportswear North America, Inc. v. Seirus Innovative
N WITCOFF Accessories, Inc.



Columbia Sportswear North America, Inc.
V.
Seirus Innovative Accessories, Inc.

— Found that the scope of comparison prior
art should be limited to the identified article
of manufacture

— Reinforced that ornamental logos should
be considered




LKQ Corporation
V.

GM Global Technology Operations
LLC



LKQ Corporation
V.

GM Global Technology Operations
LLC

— Issue: standard for obviousness analysis for
design patents

— En Banc hearing on Feb. 5, 2024, decision
pending
* The last en banc opinion in a design patent case was in
2008 (Egyptian Goddess)



[ KQ at the PTAB

« LKQ was a licensed part vendor for GM until failed license
renewal nhegotiations

o 2 unlicensed parts allegedly infringed GM'’s design
patents

« LKQ petitioned for IPR to invalidate GM’s D797,625 Patent

'625 PATENT LIAN TUCSON
CLAIMED DESIGN PRIMARY REFERENCE SECONDARY REFERENCE

 |IPR instituted

Appx0450, FIG. 4 Appx0464

3. 2
Appx0063, FIG. 2 (cropped, annotated) (cropped, rotated)

—’, BANNER LKQ Corporation v. GM Global Technology Operations LLC
LN WITCOFF



[ KQ at the PTAB

« QOrdinary observer: retail consumers and commercial replacement
part buyers who purchase replacement fenders

« No anticipation because of key differences between claimed
design and primary reference

625 PATENT LIAN
CLAIMED DESIGN PRIMARY REFERENCE

&~

Appx0450, FIG. 4

2
AppX0063; FIG. 2 (cropped, annotated) ‘k

“substantially linear,
angled overall
appearance”

“smooth, curved
overall appearance”

=” BANNER

LKQ Corporation v. GM Global Technology Operations LLC
WITCOFF




[ KQ at the PTAB

 Obviousness standard: Rosen and Durling

o Step 1. Does a primary (“Rosen’) reference exist with
characteristics “basically the same” as the claimed
design?

o Step 2. If so, would an ordinary designer have modified
the primary reference to create a design with the same
overall visual appearance as the claimed design?

—’, BANNER LKQ Corporation v. GM Global Technology Operations LLC
LN WITCOFF



[ KQ at the PTAB

« No obvioushess

o Step 1. Does a primary (“Rosen”) reference exist with characteristics
“basically the same” as the claimed design?

? '625 PATENT LIAN
CLAIMED DESIGN PRIMARY REFERENCE

— Appx0450, FIG. 4
.l
S Appeies, Fid. 2 (cropped, annotated)

“substantially linear,
angled overall
appearance”

“smooth, curved
overall appearance”

—’, BANNER LKQ Corporation v. GM Global Technology Operations LLC
LN WITCOFF



[ KQ at the PTAB

« |LKQ did not show that GM’s patent was
anticipated or obvious

« PTAB ruled in GM's favor > LKQ
appealed.

—’, BANNER LKQ Corporation v. GM Global Technology Operations LLC
LN WITCOFF



LKQ at the Federal Circuit (2023)

« LKQ argued that the KSR obviousness standard for utility patents,
(rather than the Rosen and Durling test) should apply to design

patents.
Rosen and Durling KSR
Step 1. Does a primary (“Rosen”) KSR mandated flexibility in the:
reference exist with characteristics
“basically the same” as the claimed scope of the prior art (prior art need
design? not address the specific problem

the inventors contemplated)
Step 2: If so, would an ordinary
designer have modified the primary motivation to modify the prior art (can
reference to create a design with the apply common sense)
same overall visual appearance as
the claimed design?

—” BANNER LKQ Corporation v. GM Global Technology Operations LLC
LN WITCOFF



LKQ at the Federal Circuit (2023)

- Affirmed.

o “[l]lt Is not clear the Supreme Court has overruled
Rosen or Durling. The panel is therefore bound to apply
existing law to this appeal.”

- LKQ filed a petition for rehearing en banc.

—’, BANNER LKQ Corporation v. GM Global Technology Operations LLC
LN WITCOFF



LKQ at the Federal Circuit (En Banc, 2024) - TBD

 What obviousness standard should apply to
design patents?

o Rosen and Durling??
o KSR?
o Something else?

—’, BANNER LKQ Corporation v. GM Global Technology Operations LLC 36 4

WITCOFF



LKQ at the Federal Circuit (En Banc, 2024) - TBD

« Arguments re Rosen and Durling standard

For Rosen and Durling Against Rosen and Durling
No invalidating designs based on | Inconsistent with KSR
“FrankenArt”
Step 1 does allow some flexibility Too strict

(Does a primary reference exist
with characteristics “basically the
same” as the claimed design?)

Settled law and continued Too advantageous to large companies
predictability like GM

“Subsequent designers are forced to
transact around commonplace designs
that have secured a patent and
consumers face higher prices.”

—” BANNER LKQ Corporation v. GM Global Technology Operations LLC
LN WITCOFF



LKQ at the Federal Circuit (En Banc, 2024) - TBD

« Arguments re KSR approach

For KSR approach Against KSR approach

Establishes consistency with Supreme | No meritorious grounds to overturn
Court decision existing standard

Graham and KSR should and can be KSR may not carry over well to
applied in both utility and design cases designs

Uncertainty and confusion; weakened
design system

—’, BANNER LKQ Corporation v. GM Global Technology Operations LLC
LN WITCOFF



LKQ at the Federal Circuit (En Banc, 2024) - TBD

« Options
o Keep Rosen and Durling
o Modify Rosen and Durling
o Overrule Rosen and Durling
o Create new test
o Something else?

 |f LKQ succeeds
o Long-standing two-step standard dropped - flexible standard

o Design patents easier to invalidate - increased focus on
iInvalidity challenges

—” BANNER LKQ Corporation v. GM Global Technology Operations LLC 39 4

WITCOFF
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Design Patents at the PTAB 2023-2024




Agenda

% Hangzhou v. EP Family (IPR2023-00658)

Institution Granted

Masimo v. Apple (IPR2023-00774)
Institution Denial

Masimo v. Apple (IPR2023-00831)
Institution Denial

FINNEGAN




-
Hangzhou v. EP Family
IPR2023-00658, Institution Decision (Paper 8, Sept. 1, 2023)

« U.S. Patent No. D934,012

— “ornamental design for a table top”
» Asserted Unpatentability Grounds:

Cronnd Cﬂ?ﬂ-ﬁﬁgd 35U.S.C.§ Reference(s)/Basis
1 1 1023 Morgan*
2 1 103 Morgan
3 1 103 Galant,’ Morgan
4 1 102 Bordonabe®
5 1 103 Bordonabe
6 1 103 Galant. Bordonabe
7 1 102 Iannaccone’
8 1 103 Iannaccone
9 1 103 Galant. Iannaccone

FINNEGAN




-
’012 Patent — Claim Construction (Formal)
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-
’012 Patent — Claim Construction (Informal)

— Two rectangular portions of matching
thickness and equal length

— One rectangular portion is wider than the
other

* Narrower portion is slightly more than %2 width
of wider portion

— Portions are joined together along a
matching long edge forming a visible
seam extending the length of the table T
top and being off-center due to relative [
widths of the portions F1G. 16
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Raised Section

FIG. 1

FIG. 23
’012 Patent

Hangzhou: Comparison

Proposed Reference

FINNEGAN



Hangzhou: Comparison
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Hangzhou: Differences

longer relative
to width

shorter relative
to width

FIG. 23

FIG. 1
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Agenda

= Masimo v. Apple (IPR2023-00774)

Hangzhou v. EP Family (IPR2023-00658)

‘ Masimo v. Apple (IPR2023-00831)
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Masimo v. Apple
IPR2023-00774, Institution Denial (Paper 9, Sept. 27, 2023)

« U.S. Patent No. D883,279

— “ornamental design for an electronic device”
» Asserted Unpatentability Grounds:

Claims Challenged | 35 U.S.C.§ Reference(s)/Basis
| 103° Paulke. Mendelson. Bushnell.
Chung
| 103 Yuen. Mendelson. Bushnell
Chung
| 103 Fong. Mendelson. Bushnell. Chung
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’279 Patent — Claim Construction
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’279 Patent — Functional Elements

Petitioner: '279 patent includes functional design elements
that should be factored out of the claim’s scope
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¥
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Claimed Design Mates with
Complementary Concave
Surface of Charger
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’279 Patent — Functional Elements

Petitioner: '279 patent includes functional design elements
that should be factored out of the claim’s scope

D279 Patent ’157 patent (EX1024)

FIG. 4
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-
’279 Patent — Functional Elements

Board: Even if some individual elements have functional
purpose, piecemeal exclusion proposed by Petitioner does
not adequately account for “overall appearance” of design

Innovative ECG detection
with electrode
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’279 Patent — Functional Elements

Board: Even if some individual elements have functional
purpose, piecemeal exclusion proposed by Petitioner does
not adequately account for “overall appearance” of design
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Masimo — Unsuitable Primary References

279 Patent Proposed Reference
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Masimo — Unsuitable Primary References

279 Patent Proposed Reference
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Agenda

‘ Hangzhou v. EP Family (IPR2023-00658)

‘ Masimo v. Apple (IPR2023-00774)

= Masimo v. Apple (IPR2023-00831)
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-
Masimo v. Apple
IPR2023-00831, Institution Denial (Paper 9, Nov. 21, 2023)

« U.S. Patent No. D735,131

— “ornamental design for a charger”

» Asserted Unpatentability Grounds:

Ground C(hj::;;::lgt)ed 35U.S.C. § Reference(s)/Basis
1 1 1032 Lee?
2 1 103 Lee, Chiang*
3 | 103 CN-470°
4 | 103 CN-470, Chiang
5 1 103 Murray®
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’131 Patent — Claim Construction
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-
’131 Patent — Claim Construction

Overall appearance of a compact ice hockey puck

— overall cylindrical shape

— top face with prominent circular recess inset
relative to a flat ring having distinct
proportional width relative to circular recess

— overall cylindrical shape has distinct ratio of
width (i.e., diameter) to height to evoke
appearance of compact ice hockey puck

— non-orthogonal transitional edges (i.e.,
curved or beveled) between sidewall and
top/bottom surfaces

— featureless flat bottom surface and sidewall

FIG. 1
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-
’131 Patent — Claim Construction

Board: “We cannot discern from the figures that the circular recess as illustrated in
the Figures is concave.”

Specification: “[t}he shade lines
in the Figures show contour
and not surface
ornamentation.”

circular line
shows recess
or depression

FIG. 1
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Masimo — Unsuitable Primary Reference

FIG. 1

FIG. 7

’131 Patent
FINNEGAN

FIG. 3 (rotated)
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Our Disclaimer

These materials have been prepared solely for educational and informational purposes to
contribute to the understanding of U.S. and European intellectual property law. These materials do
not constitute legal advice and are not intended to suggest or establish any form of attorney-client
relationship with the authors or Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including
Finnegan Europe LLP, and Fei Han Foreign Legal Affairs Law Firm) (“Finnegan”). Rather, these
materials reflect only the personal opinions of the authors, and those views are not necessarily
appropriate for every situation they refer to or describe. These materials do not reflect the opinions
or views of any of the authors’ clients or law firms (including Finnegan) or the opinions or views of
any other individual. Specifically, neither Finnegan nor the authors may be bound either
philosophically or as representatives of their various present and future clients to the opinions
expressed in these materials. While every attempt was made to ensure that these materials are
accurate, errors or omissions may be contained therein, for which any liability is disclaimed. All
references in this disclaimer to “authors” refer to Finnegan (including Finnegan personnel) and any
other authors, presenters, or law firms contributing to these materials.
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Recent Design

@AD‘JAHGE"
Law Cases
>

@ Shibumi Shade, Inc. v. Beach Shade LLC (E.D. North
Carolina) (December 29, 2023)

¢ Jacki Easlick, LLC v. CJ Emerald (W.D. Pennsylvania)
(January 26, 2024)

@ North Star Tech. Int’l Ltd. v. Latham Pool Prods. (E.D.
Tennessee) (June 6, 2023)

@ Range of Motion Prods. v. The Armaid Co. (D. Maine)
(August 28, 2023)



Shibumi Shade, Inc. v. G
Beach Shade LLC

¢ Eastern District of North Carolina, December 29,
2023

e Shibumi Shade asserted U.S. design patents
D989,350 and D990,605 against Beach Shade.

e Shibumi Shade moved for a preliminary injunction,
and thus had to show that it was likely to succeed on
the merits.



Shibumi Shade, Inc. v. G
Beach Shade LLC

N
¢ Shading System:

The '350 Patent The '605 Patent
——
//;\




Shibumi Shade -

Claim Construction B
S S

e In the '350 patent, Shibumi Shade claimed “a canopy
divided visually into two sections” and “the full arch.”

e In the '605 patent, Shibumi Shade claimed “a two-
toned or solid free-flowing rectangular canopy attached
on one side to an arch.”



Shibumi Shade - Gromuce

Functionalitx
]

¢ “Any shading system must have, at least, a
covering and a supporting structure. It is not
necessary, however, for the covering or even the
supporting structure to take any particular shape.”

e “Where all functions of the claimed design could be
performed by elements different from those
described in the '350 and ‘605 design patents, there
are no elements ‘driven purely by utility.™



Shibumi Shade - (B avuance
Infringement M
]

@ “In determining whether an accused product infringes
a patented design,” the court asks whether “an
ordinary observer, familiar with the prior art designs,
would be deceived into believing that the accused
product is the same as the patented design.”



Shibumi Shade, Inc. v.
Beach Shade LLC

Shibumi Shade Beach Shade




Shibumi Shade, Inc. v. G romuce
Beach Shade LLC

Shibumi Shade Beach Shade




Shibumi Shade - ,_
_ @ﬁDUAHGE
Infrmﬂement
]

e “For purposes of the ordinary observer, however, the
accused product’'s canopy is rectangular in shape,
because the triangular cutouts are so small, and the
rest of the canopy so large, that the cutouts evade
notice by the casual observer.”

¢ “When flying on the beach or depicted in marketing
materials, as pictured below, the canopy appears
rectangular to the ordinary consumer.”



Shibumi Shade - & sovnuce

Infringement
]

¢ “Thus, the ordinary
observer, viewing the
accused product as a
whole, likely would be
deceived into believing that
the accused product is the
same as the patented
design.”




Shibumi Shade - Gromuce

Kex Takeawaxs
]

e When preparing a design patent application,
think about what the ordinary observer will see
instead of focusing on the details of the design.

¢ As a plaintiff, having multiple, related design
patents of varying scope makes it easier for the
court to adopt your position of infringement.



Jacki Easlick, LLC v.

CJ Emerald B
-4

@ Western District of Pennsylvania, January 26, 2024

¢ Jacki Easlick, LLC asserted U.S. design patent
D695,526 against CJ Emerald and moved for a
preliminary injunction.



Jacki Easlick, LLC v. o
CJ Emerald

!
¢ D695,526 — Handbag Hanger Hook
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JaCKi EaSIiCk - @ﬁm"AHGE"

Functionalitx
]

¢ “The functional purpose of the Tote
Hanger is for consumers to hang and
organize their handbags on closet I
rods. . . . Anyone seeking to design a
handbag hanger hook will
incorporate a top hook to attachtoa ¢,
rod-type structure that will support H
the weight of a handbag. The same
is true of the bottom hook, which is
needed to hold the handbag in
place.”



JaCKi EaSIiCk - @ﬁﬂ\"AHGE"

Functionalitx
]

e “Additionally, the
functional purpose of the
Tote Hanger dictates the Il
vertical configuration of |
the top and bottom hooks __ N
due to the necessity of -
having to place the hook H
that attaches to a rod-
type structure above the
bottom hook that holds
the handbag.”



JaCKi EaSIiCk - @ﬁm"AHGE"

Functionalitx
]

¢ “The Design Patent, however,
still protects the ornamental
features of the Tote Hanger’s
top and bottom hooks, which
iInclude, among other non-
functional features, the shape
of the hooks, the flare out of
the top hook’s tip, the 90-
degree offset of the top and
bottom hooks, and the
spheres on the end of each
hook.”

FIG. 2



JaCki EaSIiCk - @ﬁDUAHGE"

Infrinﬂement I
]
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JaCki EaSIiCk - @ﬁDUAHGE"

Infrinﬂement
]

¢ Differences between the designs include:

¢ “the contrasting corkscrew-like center” of the

claimed design N\
¢ Shape of the bottom hook /
¢ Shape of the finished ends 1



JaCKi EaSIiCk - @ﬁm"AHGE"

Take Awaxs
]

¢ Be proactive about defining the utilitarian
elements of your design to avoid damaging
constructions.

@ Make sure that the patent drawings do not give an
iInaccurate visual impression of the design.

@ Taking time to think of design-arounds and filing
for design patents on these design-arounds pays
off in the long run.



N. Star Tech. Int’l Ltd.

v. Latham Pool Prods. (® wovance
-4 _______________________________________________________________

¢ Eastern District of Tennessee, June 6, 2023

e North Star Technology International Limited asserted
U.S. design patent D791,966 against Latham Pool
Products.

¢ Latham Pool Products moved for summary judgment
of noninfringement.



N. Star Tech. Int’l Ltd.

v. Latham Pool Prods. (® wovance
-4 _______________________________________________________________

FIG. 2

FIG. 1
FIG.3

FIG. 4 CFIG. 5
FIG. 6

FIG. 8

FIG. 7




N. Star Tech. Int’l Ltd.
v. Latham Pool Prods.

FIG. 2

FIG 3

FIG. 1

FIG. 4 FIG. 5 -




N- Star TeCh' - @nnmm"

Infrinﬂement
]

D’966 Patent [Doc. 11-1 at 8]

=\
o

—
L-a

Corinthian 16 [Doc. 67-9 at 6]




N- Star TeCh' - @nnmm"
Infringement

Corinthian 16

D’966 Patent oc. 66 at 16

—




N- Star TeCh' - @nnum"

Infringement I
]

Corinthian 16
[Doc. 66 at 17]

D’966 Patent




N. Star Tech. -
Infringement

Corinthian 16

D966 Patent [Doc. 66 at 18-19]




N- Star TeCh' - @ADUAH[:E"

Infringement I
]

’ Corinthian 16
D966 Patent [Doc. 66 at 20]




N. Star Tech. Int’l Ltd.

v. Latham Pool Prods. (® wovance
-4 _______________________________________________________________

¢ “As the drawings show, prominent ornamental
elements of the two designs differ significantly,
creating an overall ‘plainly dissimilar’ appearance.”

¢ “No ‘ordinary observer—a homeowner considering
purchasing a swimming pool for their home—would
mistake the angular D'966 Patent design with the
curved Corinthian 16 design.”

¢ Summary judgment granted to the defendant.



N- Star Tec"' - @ADUAHGE"

Kex Take Awaxs
]

¢ Finding the right prior art can be the key to defending
against a claim of infringement.

¢ Being aware of competitor designs and including
specific differences in your design can help defend
against future claims of infringement.



Range of Motion Prods.

v. The Armaid Co. B
S S

e District of Maine, August 28, 2023

@ Range of Motion Products asserted U.S. design
patent D802,155 against The Armaid Company.

¢ Armaid moved for summary judgment of
noninfringement.



Range of Motion Prods.

v. The Armaid Co. B
S S

¢ Body Massaging Apparatus

D’155 Patent Armaid2 Armaidl
(The claimed design) (The accused product) (The prior art)




Range Of MOtion - @ﬁm"AHGE"

Functionalitx
]

e Many of the design features in the claimed design are
driven by function:

@ The claimed features are described in a utility patent.

@ The inventor described the changes made from the
prior art to the claimed design as being functional.

¢ Marketing material touted the features of the claimed
design as being functional.



Range Of MOtion - @ﬁDUAHGE"

Infrinﬂement
]

¢ “[T]he rub for ROM is
that most of the (The cloime dovigm) | (The ccmmond paoduct
Armaid2’s similarities
to the D'155 patent are
likenesses to the ' :

latter’s functional
features.”

e The designs are
plainly dissimilar.




Range Of MOtio“ - @ﬁDUAHGE"

Kex Take Awaxs
]

¢ Be aware of how the features of the claimed design
are marketed and discussed.

@ Present alternative designs that can achieve the
same function.
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